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OBSERVATIONS ON THE TRADEMARK AND PATENT 
SYSTEM IN THE U.S.S.R.'* 


By Stephen P. Ladas** 


Following previous arrangements, I went to Moscow at the 
end of May, 1959, to study the practical workings of the trademark 
and patent system in Soviet Russia. During my visit I was given 
the opportunity of extended conferences with the Bureau of Dis- 
coveries and Inventions, which is the central authority, correspond- 
ing to our Patent Office, and deals with the registration of trade- 
marks and the grant of patents or Certificates of Authorship of 
Inventions. I have also been able to collect additional information 
from other sources. This constitutes a report on my findings. 


TRADEMARK SYSTEM 


The Trademark Law of the U.S.S.R. is a normal kind of legis- 
lation, which does not call for special comments as a whole. The 
law defines trademarks broadly as any distinctive sign, such as 
seal, brand, mark, ticket, tag, wrapper, design, emblem, original 
names and words, their combinations and representations, and con- 
tainers of a distinctive nature. 

The law contains exceptions to registration with respect to 
descriptive and generic terms, and those which infringe prior 
rights. It also excepts letters or figures which, in themselves, do 
not possess distinctiveness. The marks are examined with regard 
to registrability and anticipation. 

Registration is granted for any term requested by the appli- 
cant. It must be renewed prior to expiration, and a grace period 





+t 10.—FOREIGN LAW. 

13.—PATENTS. 

* The Trademark Reporter® is pleased to publish this very timely article. It will 
be noted that this report covers not only the trademark but also the patent operations 
of the Russian Patent Office. This has been done because it is believed that the entire 
operation, and not only a portion thereof, should prove of great interest to members of 
the Association.—A. A. M. 

** Partner in the firm of Langner, Parry, Card & Langner, New York; member 
of Executive Committee of A. I. P. P. I.; secretary of the International Patent and 
Trademark Association; chairman of the International Commission on Industrial Prop- 
erty of the International Chamber of Commerce. 
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of two months is granted, at the end of which the owner is deemed 
to have abandoned his right to the exclusive use of the trademark. 

Assignments as well as transfers of exclusive rights to the 
use of a trademark, i.e., licenses, must be recorded within three 
months from the date of the assignment or transfer. 

Foreigners may apply for registration, provided U.S.S.R. 
institutes and enterprises enjoy the right of registration in the 
applicant’s country on the basis of reciprocity, but in addition, they 
are required to show that the trademark is registered in their 
home country. Registration in the U.S.S.R. will be granted to a 
foreigner only for a term not exceeding that of his home regis- 
tration. If the registration of a trademark in the U.S.S.R. is based 
on several Certificates of Registration in the home country of the 
applicant, the term of the Russian registration is limited to the 
term of the home registration which expires earliest. For example, 
if registration is granted in the U.S.S.R. in 1960, based on two 
United States registrations, one obtained in 1945 and the other in 
1948, the Russian registration will have to be renewed in 1965 and 
again in 1968. Each time a legalized Power of Attorney and a 
legalized certified copy of the home registration must be filed. 
These documents will have to be officially translated and costs of 
such translation must be paid, in addition to filing and publication 
fees. 

I asked whether the requirements relating to home registra- 
tion could not be abolished for nationals of countries which do not 
require proof of home registration for Soviet applicants. I was 
advised that, since the basic principle of Soviet law is reciprocity, 
such exemption might be possible, provided proper presentation 
was made through official channels to the Soviet Ministry of 
Foreign Trade. 

At first sight, one may question the whole idea of trademarks 
and registrations in the U.S.S.R. Trademarks, as we understand 
them today, can be conceived only in terms of competition. Their 
very essence depends on the existence of competitors in the market 
place and the necessity for distinguishing similar goods of manu- 
facturers and traders. In the U.S.S.R. all factories and shops are 
State owned and produce according to government formulae. There 
is a compulsory requirement that all such products must bear a 
label disclosing the name of the factory, its location, and a grade 
number of the standard and quality of the product. In fact, most 
products display no more than these indications. But as the range 
of consumer products is increasing, a little more attention is paid 
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to individuality. Factories and shops are permitted to use what are 
called distinctive signs (“moptobad marca”) and these are used 
by factories which believe that they produce particularly good 
articles in the consumer field, such as canned goods, cigarettes, 
watches, hats, chocolates, pastry, bread, ete. Regardless of govern- 
ment formulae, some factories or shops may make articles of this 
kind a little better than others using the same formulae. They are 
allowed to sell them at higher prices. People stand in line to buy 
these goods rather than those of other factories. Some adventure- 
some government factories or shops have even discovered the value 
of a good picture on the label or carton, and this seems to be 
especially so for cigarettes. 

Another development is related to the growing export of Soviet 
finished products, as distinct from raw materials and bulk goods, 
to foreign countries. For instance, under the recent five-year Trade 
Agreement between Great Britain and the Soviet Union signed in 
Moscow on May 24, 1959, the Soviet Union will export to Great 
Britain cars, cameras, clocks and watches, matches, musical instru- 
ments, medicines, toys, works of applied art, tinned crab, vodka, 
wine and brandy. I was advised by the Bureau of Discoveries and 
Inventions that Soviet enterprises are required to use trademarks 
on such export articles. 

| have examined the “Bulletin of Registered Trademarks” No. 
9 published by the Bureau, which contains registered trademarks. 
This covers Registrations Nos. 17888 to 18274 for the period from 
February to October 1958. Of the 386 registered trademarks in- 
cluded in this Bulletin, I find that 


39 are East German trademarks 
20 are Czechoslovakian trademarks 
6 are West German trademarks 
5 are American trademarks 

5 are British trademarks 

2 are French trademarks 

1 is an Austrian trademark 


1 is a Swedish trademark 


and the remaining 307 are trademarks of Soviet enterprises. Most 
of the Soviet marks are devices or design marks or marks con- 
sisting of combinations of figures and letters. 

The Bureau advised me that, in connection with the use of 
trademarks by Soviet enterprises in export trade, they are anxious 
to avoid infringing foreign trademarks. This is hardly likely with 
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the kind of device trademarks the Soviet enterprises now use and 
register. But if they should commence using word marks or 
symbols, as the East German and Czechoslovakian enterprises do, 
the danger of infringement would be more likely. Many of the 
marks of the Czechoslovakian and Kast German enterprises have 
a distinctly “Western” character. 


PATENT SYSTEM 


Patent law has evolved in Soviet Russia in a manner which in 
fact abolished “the exclusive right to make, use and vend the 
invention,” as we understand it. First, the law of June 30, 1919 
decreed the nationalization of all inventions with remuneration to 
the inventor. Then the patent law of September 12, 1924, adopted 
with the advent of the New Economic Policy, reinstated a patent 
regime similar to that in Germany. With the Socialist reconstruc- 
tion era, the law of April 9, 1931 introduced an entirely new system 
of Author’s Certificates for inventions, parallel to patents. This 
was replaced by the law of March 5, 1941 which in effect nationalizes 
inventions by eliminating in most cases the possibility of a patent. 
And now the latest law of April 24, 1959 continues the same system 


with more liberal provisions for remuneration and more assurances 
for it. 

The principal aim was from the beginning “to encourage mass 
invention and set free the creative abilities of the working masses.” 
As the resolution of the Central Committee of the Communist Party 
of October 26, 1930 put it: 


‘‘Mass invention, as one of the most important forms of the 
workers’ direct participation in the socialist rationalization of 
industry, acquires special significance during the enormous 
growth of socialist construction and of the creative initiative 
of the working class.” 


It was intended also to put an end to capitalist “bureaucratic dis- 
tortions, inertia, red tape and, in more instances, downright 
sabotage.” Those who have read Dudinstev’s “Not by Bread Alone” 
may be permitted to doubt that this particular object has been 
accomplished. 

The legislation of 1931 also purported to change the old system 
of granting to an inventor an exclusive right to his invention 
through a patent and to institute a new system of relationship 
between the inventor and the Communist State, which would make 
him “an immediate participant in socialist construction . . . with 
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guarantee of proper remuneration on a fixed scale.” This relation- 
ship is supposed to be created by the grant of Certificates of 
Authorship rather than patents. 

The latest law of April 24, 1959 is entitled “Regulations on 
Discoveries, Inventions and Innovations” and is supplemented by 
“Instructions on Remuneration for Discoveries, Inventions and 
Innovations.” This law does not change the basic concepts of the 
law of 1931. Its principal object appears to be to tighten the 
procedure and to eliminate the abuses with regard to the utiliza- 
tion of inventions as related in Dudinstev’s remarkable book, 
“Not by Bread Alone.” 

The name of what constitutes the Patent Office is row changed 
from Committee of Inventions to “Bureau of Inventions and Dis- 
coveries at the Council of Ministries of the U.S.S.R.”. The law 
consistently refers to it by this long name but I may be permitted 
hereafter to refer to it as “the Bureau.” 

A novel feature of the new law is the inclusion therein of 
Discoveries as distinct from inventions. Indeed, the law defines 
Discovery as “the establishment of previously unknown features of 
existing laws, aspects and effects in the materialistic world.” A 
Diploma is granted for Discoveries, with the exception of geo- 
graphical, archeological and paleontological discoveries, discoveries 
in the field of public or social science and discoveries of deposits 
of mineral resources. 

An application for a Diploma of Discovery can be made to the 
Bureau by the author himself or, in case of his death, by his heirs 
or by an enterprise or organization instructed by the author. The 
application must contain a description of the essence of the dis- 
covery with supporting documents. It is forwarded to the com- 
petent Academy or Scientific Institute who must, within a period 
of not more than three months, give their decision on the orig- 
inality of the discovery and recommend its exact formulation. Upon 
granting a Diploma of Discovery, the Bureau also pays to the 
author at once “an incentive reward” in the amount of not more 
than 50,000 rubles (at the tourist rate of exchange, about $5,000). 
This reward is not taxable. Apparently, the determination of the 
amount is entirely at the discretion of the Bureau, although I am 
advised that the competent Academy consulted by the Bureau 
makes suggestions. 

The new Soviet law continues to cover, as the old law did, two 
distinct subjects, which are not always clearly distinguished in 
Soviet publicity material, which speaks generally of “inventions 
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and technical or useful improvements.” The new law at least 
establishes a clear distinction by calling what were previously 
known as suggestions for technical improvements and propositions 
for rationalization of production by the new name of Innovations 
as distinct from Inventions. 

Innovations are proposals for improvement of adopted tech- 
niques for machines, engines, implements, instruments, accommo- 
dations, devices, assemblies, ete.; improvements in releasing pro- 
duction, and in technology of manufacturing; methods of control, 
observation and investigation of techniques of safety and workers’ 
protection; and proposals permitting increase of productivity of 
work, more effective utilization of energy, equipment and material. 
Briefly, Innovations are, in fact, what we call “suggestions” for 
improvement of workshop technique, and which practically every 
factory in the United States and other industrial countries invite 
its employees or workers to make with promise of reward by the 
management. 

Innovations in Soviet Russia and, indeed, in other Communist 
countries are covered by the same law as inventions, probably for 
two reasons: They are thus raised to a greater dignity; and then 
the law governs their utilization and fixes the schedule of remunera- 
tion paid to the authors thereof. 

A proposal for Innovation is filed in the form of an applica- 
tion with a brief description and, if necessary, with drawings, 
diagrams or sketches. The application is dealt with on a local 
basis. It is filed directly with the Section or Bureau of Inventions 
and Innovations established in each enterprise or organization. 
If the Innovation is of a nature that can be utilized also in enter- 
prises other than that to which the worker belongs, it may be filed 
with the regional Economie Council or with the competent Min- 
istry of the constituent Soviet Republic. The decision to accept or 
decline the proposal for the Innovation is the responsibility of the 
manager of the enterprise or organization or of the Economic 
Council or Ministry and this must be given within 15 to 45 days. If 
the applicant complains against the rejection, the matter must be 
reconsidered by the management, together with the local Commit- 
tee of Workers in the presence of the applicant. Originality is not 
a requirement. Therefore, the same technical improvement may 
he filed in two different State enterprises or sections of the country 
by two different persons independently of each other. 

After acceptance, the Innovation must be tested and intro- 
duced by the enterprise or organization. This is important because 
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the remuneration to the applicant depends on the utilization of the 
Innovation. 

I was advised that in 1958 a total of about 2,000,000 Innova- 
tions were filed in Soviet Russia and that 75% of these were 
accepted. It is difficult to say how this figure compares with the 
number of suggestions made by workers or employees in non- 
, that the 
number in Soviet Russia may be higher. In many branches of 


Communist countries. It is understandable, however 


Soviet industry the level of development has been much lower 
technically than in Western industrial countries, and it is possible 
that workers and employees, technically trained or imaginative, 
may have ideas of technical and useful improvements. 

On the other hand, there is a greater incentive for submission 
of such suggestions since their acceptance may lift the applicant 
above the common level of low paid workers, not only through the 
earning of the rewards fixed by the law, but also through the 
enjoyment of fringe benefits which are also provided by the same 
law. 

Inventions are defined in the law as “the solution of any tech- 
nical problem distinguished by a remarkable originality and which 
produces positive results in any field of national economy, culture, 
health or defense of the country.” The author of an Invention 
theoretically has a choice to apply either for the mere recognition 
of his authorship, in which case an Author’s Certificate is granted 
to him, or for the exclusive right to the invention, in which case 
a Patent is granted. 

Neither Author’s Certificates nor Patents are granted for 
products obtained by chemical means, but patents and certificates 
may be granted for chemical processes. Certificates can be granted 
for medicinal or food substances obtained by non-chemical means, 
as well as for processes. But patents are granted only for processes 
in these fields. 

A Certificate of Authorship automatically vests in the Soviet 
Government the exclusive right to the invention. A patent is gen- 
erally comparable to a patent in non-Communist countries. But 
although the issue of the latter is provided for, the provisions of 
the law seek to discourage the taking out of patents. The Bureau 
advised me that very few applications for a patent are filed by 
Soviet citizens in Russia. The reasons are several: 


(a) Itis obvious that in the climate of Soviet Russia, the desire 
by an inventor to claim exclusive rights and to deny to the 
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State the right to use an Invention is not looked upon 
favorably. 

While the law has strict provisions calling for the prompt 
utilization of an Invention for which an Author’s Certifi- 
vate is issued, no such provision is made for patents. 
Since suppression of private free enterprise leaves very 
little room, if any, for private exploitation of an invention 
of any consequence, a patented Invention may never be 
utilized, unless it is really important and the State is com- 
pelled to go to the patentee for a license. 


(c) Owners of Author’s Certificates pay no taxes for remu- 
neration received up to 10,000 rubles (about $1,000), while 
patentees are fully taxed. 

(d) The fringe benefits provided by law for inventors are 

available only to those obtaining Author’s Certificates. 
No fees are payable for the application or issue of Au- 
thor’s Certificates, as compared with the case of Patents, 
for which filing fees, appeal fees, granting fees and an- 
nuities are payable. 
Finally, in a number of cases, only Author’s Certificates 
ean be applied for. These are cases where the Invention 
results from a collective creation; when the Invention is 
made in conjunction with the work of the inventor in a 
Government, Cooperative, Public Enterprise, or Organ- 
ization, or at the inventor’s job; and when the inventor 
received financial or other material help for the working 
out of his Invention from a Government, Public Enter- 
prise, or other Organization. In view of the absence of 
any private research institutions or private industrial 
enterprise, these limitations which exclude the issue of a 
patent do in fact cover the typical Soviet working en- 
vironment of an inventor. 


I was advised that in 1958 about 38,000 applications for 
Author’s Certificates or Patents were filed in Soviet Russia and 
that only 25% of these were granted. Of these, 300 applications 
were filed by foreign applicants, and of these 200 were for Author’s 
Certificates and 100 for Patents. These foreign applicants include 
those from satellite countries. 

The Soviet law, of course, contains a special chapter on secret 
discoveries, inventions and innovations. It also provides that pat- 
enting inventions abroad by Russians can be effected only with the 
permission of the Bureau. The obtaining of licenses under foreign 
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patents can be secured only by the Ministry of Foreign Trade at 
the request of the interested enterprises or organizations and with 
the agreement of the Bureau. 

The right to obtain a Diploma for a Discovery and an Author’s 
Certificate or a Patent for an Invention, and also a Certificate for 
an Innovation, as well as the remuneration for these, may be in- 
herited. 


Procedure 

If we leave out of consideration the nature of the right of the 
inventor in an Author’s Certificate and in a Patent, for the rest 
the two are alike. The same requirements are in force for the 
application in the sense that for both the application must give a 
complete disclosure with specification, drawings, ete.; they both are 
similarly examined for novelty and usefulness; and a Certificate 
and Patent when published look alike except for the name by which 
they are called. 

Both are filed by the inventor or his heirs, or the enterprise 
or organization instructed by him, with the Bureau. If the applica- 
tion is found deficient, the inventor is required to complete it 
within a month. The Bureau then issues a statement of acceptance 
of the application for consideration. For a period of a month, the 
applicant has the right to add to or correct the description. 

The application is investigated for essentiality, novelty and 
usefulness of the invention. Usefulness is considered from the 
point of view of immediate or possible future utilization. Novelty 
is considered in the light of issued Author’s Certificates, Soviet or 
pre-Soviet and foreign patents, previously submitted applications, 
native and foreign literature, published reports of scientific or 
research institutes, etc. It is not a bar to an application for an 
Author’s Certificate, as distinct from an application for a Patent, 
that the inventor published his invention within less than four 
months prior to filing or that information on the invention or util- 
ization of the invention has been made without the knowledge of the 
inventor in less than a year prior to the filing of the application. 

I was advised that the greater number of rejections of applica- 
tions is due to lack of novelty. The Bureau has a small number of 
Examiners and relies primarily on outside consultants, whose 
number was indicated to me to be about 900. I was told that the 
reason for this is that inventions now are so complex and so varied 
that it seems more practical to rely on such consultation rather 
than attempt to develop a body of Examiners in the Bureau. In 
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fact, the entire force of the Bureau consists of only 350 persons, 
including clerks, typists, ete. 

The consultants of the Bureau are scientists or technical ex- 
perts of the competent Ministries, Councils of National Economy, 
Scientific Institutes or other State bodies. They are required to 
present their opinion on the application within two months. In 
another two months, the Bureau must accept or reject the applica- 
tion. In ease of acceptance, the Bureau gives the formulation of 
the invention which constitutes the claim or claims embodied in the 
invention as accepted. The applicant has a month within which to 
contest the action of the Bureau and the Bureau will reconsider the 
matter within a month. The decision of the President of the Bureau 
on such reconsideration is final. 

Upon grant, the Bureau will publish the invention in its Bul- 
letin of Inventions and will issue the Author’s Certificate or Patent. 
However, the Bureau has the right “in order to protect the in- 
terests of the Government” to postpone or not to publish a par- 
ticular invention. 

Within a year from publication (or issue, in the case of 
non-published inventions), the Government, Cooperatives, Public 
Enterprises or Institutes, or any person may enter a protest and 
the Bureau passes upon such protest. After a year, an Author’s 
Certificate becomes incontestable, but a Patent may be invalidated 
at any time until its expiration. 

-atents are issued for a term of fifteen years from the date 
of the filing of the application. An inventor, however, may at any 
time request that a Patent be converted into an Author’s Certificate, 
provided no license for its utilization has been granted and pro- 
vided that the Patent has not been transferred. 


Utilization of Inventions and Innovations 

The old Law of 1931 had two provisions with respect to the 
use of inventions for which a patent has been issued. It was first 
provided that a patentee was required to manufacture his inven- 
tion completely within the U.S.S.R. In the absence of such working 
within three years from the issue of the patent, a compulsory 
license might be ordered at the request of any State enterprise or 
organization interested in the invention and the amount of com- 
pensation to be paid to the patentee was determined administra- 
tively. It was further provided that if an invention was deemed 
useful to the State, and no agreement was possible with the pat- 
entee, compulsory expropriation might be ordered at any time (and 
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therefore immediately upon grant). A compensation was payable 
to the patentee as determined by the Committee of Inventions. 

Thus, compulsory expropriation or compulsory license were 
the only ways in which patentees could normally commercialize 
their rights in the U.S.S.R. The present law of 1959 has no provi- 
sion for working of patents and for compulsory license in the 
absence of working. In the absence of possibility of private enter- 
prise, such a requirement is indeed meaningless. On the other 
hand, the word “expropriation” is not mentioned, but it in effect 
exists. The provision of the new law is that if an invention has 
a special value for the Government and if a Ministry Department, 
Council of National Economy, or Executive Committee of the 
Soviet Workers Deputies can arrive at an agreement with the 
patentee to release his rights, in such a case permission for the 
utilization of the invention by the enterprise concerned can be 
issued only by the Council of Ministers of the U.S.S.R. It is this 
Council of Ministers which also establishes the remuneration to 
the patentee. 

On the contrary, with respect to Author’s Certificates, the 


vesting of the exclusive right in the Soviet Government is bound 
up with the right of the inventors to receive remuneration and 
since such remuneration is based on utilization of the invention, 
the law has specific and strict requirements for proceeding with 
such utilization. 


Every three months the Bureau of Discoveries and Inventions 
sends a list of all new inventions, with their supporting documents, 
to the Councils of Ministers of the various Soviet Republics, and to 
the Ministries, Departments, Cooperative Centers, and also to the 
Regional Soviets of Workers Deputies. These authorities are re- 
quired to examine the inventions and adopt decisions for their 
utilization and their inclusion in the schedules of the enterprises 
and organizations. In the case of very important inventions, the 
Bureau may go directly to the Council of Ministers of the U.S.S.R. 
with proposals for utilization. 

The above authorites are required to determine the enterprises 
or organizations which will have the responsibility of the utiliza- 
tion of the invention, i.e., preparation of working drawings, tests, 
organization for the manufacture, etc., and they must advise the 
Bureau. The inventor has the right and obligation to give his full 
cooperation toward the utilization of his invention and the enter- 
prise charged with the particular invention must report every 
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three months to the Bureau with respect to what has been done. 
The inventor must also take active part in the consultations, tests 
and all experimental work. During all this time, he retains his 
usual employment and he is paid as usual. 


Undue bureaucracy and red tape in connection with the intro- 
duction of the invention is made a criminal offense. Complaints 
of the inventor are dealt with, at first, by the management of the 
enterprise with right to appeal to higher authorities. To further 
promote assistance in the introduction of the invention, the law 
provides for payment of bonuses to workers assisting in this task 
and also to directors and chief engineers of enterprises and to 
leaders of scientific or research institutes or their deputies. This 
seems almost a direct result of the revelations of red tape and 
frustrations of the inventor in Dudinstev’s book. 


Authors of inventions enjoy the right to receive such addi- 
tional living quarters as are given to scientific workers. They also 
enjoy preferences in positions in scientific or research establish- 
ments with all of the extra fringe benefits that these positions carry 
in social insurance, medical service, admission to educational in- 
stitutions, longer holidays, ete. Indeed, in most areas of science, 
the current Soviet environment is highly favorable. The material 
benefits are comparable to those of the United States. The Com- 
munists have given to science some of the aura denied to religion 
and this is responded to by a feeling of dedication in Soviet scien- 
tific laboratories. 


As indicated previously, the Soviet Patent Law defines quite 
precisely the remuneration given to authors of inventions and 


innovations. This is based on the amount of yearly economy 
achieved by the introduction of an invention or an innovation, in 
accordance with the following table: 

Amount of Yearly 


Economy in 
Rubles 


Reward for 
Innovations 


Reward for 
Inventions 


Up to 1,000 


From 1,000 to 5,000 

From 5,000 to 10,000 
From 10,000 to 50,000 
From 50,000 to 100,000 
From 100,000 to 250,000 
From 250,000 to 500,000 
From 500,000 to 1,000,000 
From 1,000,000 and more 


25% of the economy, but 
not less than 200 rubles 


15% plus 100 rubles 
12% plus 250 rubles 
10% plus 450 rubles 
6% plus 2,500 rubles 
5% plus 3,500 rubles 
4% plus 6,000 rubles 
3% plus 11,000 rubles 


2% plus 21,000 rubles, 
but not more than 
200,000 rubles 


13.75% of the economy, but 
not less than 100 rubles 
7% plus 100 rubles 

5% plus 200 rubles 
2.75% plus 450 rubles 
2% plus 850 rubles 
1.75% plus 1,100 rubles 
1.25% plus 2,350 rubles 
1% plus 3,600 rubles 
0.5% plus 8,600 rubles, 
but not more than 
50,000 rubles 
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Thus, the maximum payable for any invention is 200,000 
Rubles, which is equivalent to $20,000 at the tourist rate of ex- 
change, whereas the maximum for an innovation is 50,000 Rubles 
or $5,000. With respect to inventions, this is an improvement over 
the previous law which fixed the maximum at 100,000 Rubles. 

The Bureau and the State Planning Commission determine 
the basis upon which the yearly economy is computed. 

In the case of inventions or innovations which do not bring 
any economy but improve the quality of the production, the con- 
ditions of work, accident prevention, etc., the reward is determined 
by the manager of the enterprise at no less than the minimum and 
no more than the maximum indicated above. For inventions re- 
sulting in the creation of new aspects of production or new kinds 
of valuable materials, machines or products, the remuneration may 
be increased to up to twice the amount indicated in the above table 
but not higher than the maximum. Any remuneration may be in- 
creased by from 10 to 30 percent depending upon the perfection of 
presentation (sketches, blueprints, models, etc). The author can 
complain about the amount of payment as determined and may 
appeal to higher authorities. 

Payments are made as follows: An amount of up to 2,000 
Rubles is paid out within one month from the date of approval of 
the schedule for the introduction of the invention. 25% of the esti- 
mated amount may be paid during the introduction and the balance 
not later than two months after the end of the first year of the 
utilization. If the economy achieved in the following years is 
greater than in the first year, an additional payment is made for 
a period of four years, taking the maximum economy for one year 
of utilization as the denominator. All payments for Author’s Cer- 
tificeates cease after five years. 

The characteristic feature of the law is that it gives the in- 
ventor only one advantage over the originator of an innovation, 
i.e., a right to a higher remuneration. However, in both instances, 
the amount of remuneration determinable by objective statutory 
criteria is limited and the determination is made by administrative 
authorities. Recourse to the Courts is not possible. 

How does the patent system really work in Soviet Russia with 
respect to inventors? Required reading in this connection is Vladi- 
mir Dudinstev’s “Not by Bread Alone” published in 1956 in Moscow 
and later translated into English. At first, the book was condemned 
by the Soviet leaders, but Mr. Krushchev, at the recent Soviet 
Writers Congress in Moscow in May 1959, rehabilitated the author 
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as having said true facts although, Krushchev said, he exaggerated 
them. 

In this story, the hero is an individual employee of an enter- 
prise, who invented a new machine and received an Author’s Cer- 
tificate in eight months, which implied that his invention was novel 
and useful. Then he waited for several months while the Bureau 
of Inventions sent it to the particular Ministry. After several 
complaints, he was summoned to Moscow to participate in the 
making of an experimental machine. But the Ministry transmitted 
the invention to the appropriate scientific and research institute, 
and this sat on it while its own workers prepared a substitute 
machine and had this made secretly by one of the factories. Fol- 
lowing further complaints, the inventor was told that the head of 
the particular institute considered his invention no good. After 
further complaints, the Ministry instructed a design office to pro- 
duce a prototype. While the plans for this were being prepared, 
the same institute had a variant of his invention approved by the 
Bureau and proceeded to make this kind of machine. It took more 
years and even a criminal prosecution and imprisonment of the 
inventor before, finally, the value of his invention was recognized 


by technicians outside the institute, and the machine was finally 
made and met with great success. 

The important thing in this whole story is the tremendous 
power exercised by scientific institutes headed by eminent pro- 
fessors or scientists who gather around themselves a large body 
of scientific and research men. The author of the book calls these 


institutes “monopolies” who control all technical progress. They 


are, he says, “archangels and prophets” and “ministers of the burial 
business” of any invention which does not originate with them. The 
State apparently favors this condition because it believes in col- 
lective research as superior to any individual genius and because 
this enables gradual or regulated progress without jolting the 
economic routine. But this also “transforms these public institu- 
tions into bureaucratic strongholds” and insures “mutual assist- 
ance between monopolies,” which “destroys every live idea among 
the common people.” 

Thus, inventors in the U.S.S.R. may have their inventions 
accepted by the Bureau quite promptly and inexpensively, if they 
are new and useful, but when it comes to the actual application.and 
use of these inventions, on which any hope for a remuneration and 
reward of the inventor depends, he is at the mercy of these scientific 
institutes which control the designing and execution of all technical 
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development and progress in Soviet Russia. If we are to believe 
the Soviet writer, Dudinstev, the inventor, who is not connected 
with a scientific institute, will usually be discarded. If this is true 
of Russian inventors, one may be permitted to have considerable 
doubt that foreign inventors may receive fair treatment. 


Foreign Patentees in the U.S.S.R. 

Article 14 of the Law of 1959 provides that foreigners— 
authors of discoveries, inventions or innovations—enjoy rights on 
the same basis as citizens of the U.S.S.R. There is not even a 
condition to reciprocity included in the law although probably this 
is implied under general provisions of Soviet law. 

The possibility of a foreigner being able to file an application 
for Innovation in Soviet Russia is a theoretical one. With respect 
to inventions, the foreign inventor or his assignee may apply for 
a patent or for an Author’s Certificate. If he applies for the latter, 
and he is granted such, he may have a chance for a remuneration 
within the limits indicated above. If he applies instead for a patent 
and obtains one, he must maintain it by the payment of annuities, 
and the problem is whether the Soviet authorities will ever come 
to him for a license to use his invention, and then while there is no 
legal limit fixed by law to the remuneration payable to him, this 
will be determined by the Council of Ministers without possible 
resort to the Courts. 

There have been isolated cases reported from time to time of 
payments made to foreign owners of Soviet patents particularly 
in conjunction with contracts providing also for know-how. I asked 
the Bureau in Moscow for figures with regard to such licenses, and 
the reply was merely that for the last three years there has been 
no case except that of a Swedish-owned Soviet patent relating to 
ship machinery in which case a payment of 40,000,000 rubles was 
made to the Swedish patentee. I suspect that this was a unique case 
for a long time. 

It may be of interest to note that the Soviet patent law has no 
provisions whatsoever on infringement of patents. Soviet law is 
designed primarily to reward Russian workers and to insure put- 
ting all practical inventions into productive use in the shortest 
possible time. The patent only insures the right to compensation 
by the State if the invention is used by it. 

The possibilities of real bargaining between foreign patentees 
and the Soviet State Enterprises or Organizations, instead of wait- 
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ing for expropriation, are very limited. This impediment is rein- 
forced by the basic drive in Russia for self-sufficiency. This makes 
negotiations in general long and often fruitless. 

Under the circumstances, one may be permitted to express the 
view that, so long and to the extent that industrial production in 
the U.S.S.R. remains secret, and that industrial plants are not 
open to inspection, the practical value of Soviet Patents or Author’s 
Certificates obtained by Western owners of inventions must be 
difficult of assessment. So far, however, as Soviet Russia may 
begin exporting finished manufactures and products which may 
infringe patents in the countries of importation, Soviet patents by 
foreigners may enable the possibility of licenses and remuneration. 

Soviet Russia has arrangements under which it receives and 
studies all foreign patents, so that all technical progress embodied 
in such patents in Western countries is made available to the 
Soviets upon publication. Filing patent applications by Western 
inventors in Russia will make such technical progress known to 
the Soviet scientists and technicians at an earlier time. However, 
since Belgian patents are published in about 6 months, the time lag 
is not substantial. I may add, before closing, that I was advised 


by the Bureau that very serious consideration is being given to 
the adherence by the U.S.S.R. to the International Convention for 
the Protection of Industrial Property. I was asked many questions 
in explanation of the various stipulations of the Convention and 
| gave all answers which I was able to. 
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THE SECTION 8 AFFIDAVIT—USE AND 
EXCUSABLE NON-USE‘* 


By John H. Merchant** 


Section 8 of the Trademark Act of 1946 seems to have received 
secant attention in trademark literature although since 1954 it has 
had a pronounced effect on the number of registrations maintained 
on the Principal and Supplemental Registers. 

Section 8(a) requires the filing in the Patent Office of an affi- 
davit showing that the mark is still in use, or showing that its 
non-use is due to special circumstances which excuse such non-use 
and is not due to any intention to abandon the mark. This affidavit 
may not be filed until the end of the fifth year following the date 
of registration but must be filed by the end of the sixth year in 
order to maintain the registration on the register. 

Section 8(b) requires that the same type of affidavit be filed 
in the case of 1881 and 1905 Act registrations, the marks of which 
have been published under Section 12(c). In such eases, the affi- 
davit must be filed within the sixth year following the date of 
publication in the Official Gazette under the latter section. 

The filing of the affidavit within the period specified in Section 
8 is mandatory and it is not within the discretion of the Commis- 
sioner to accept under any circumstances affidavits filed after the 
end of the sixth year following registration or publication under 
Section 12(¢c), as the case may be. If an acceptable affidavit is not 
filed within the period specified, the registration will be canceled 
by the Commissioner. 

The purpose of Section 8 is to provide an expedient means, to 
remove from the Register, registrations of marks which have 
been abandoned so that the Register will provide as accurate a 
record as possible of valid marks which are currently in use. It 
was reasoned that if use of a mark continued for six years, in all 
probability the use would continue for the term for which it was 
originally issued. 

The first general revision of the trademark laws had been 
attempted in 1924 with the introduction of S. 2679 in the 68th 
Congress but the provision requiring the filing of an affidavit of 


t 1.18—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8. 
* An address delivered at the American Bar Association’s Annual Meeting, 
August 25, 1959. 
** Director, Trademark Examining Operation, U.S. Patent Office. 
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use by the registrant appeared for the first time as Section 11 in 
H.R. 11988, introduced in the 70th Congress. In the Hearings on 
this bill and H.R. 6683, there appears, at page 48, the following 
discussion concerning the provision: 


Mr. Betu. On page 20 of the Vestal bill, line 3, after the 
words “United States,” we have inserted an entirely new 
proviso to the effect that the registration of any mark shall be 
eanceled. That registration is now for 20 years under the 
Act of 1905 and indefinite under the Act of 1920. However, 
this bill makes the registration under the Act of 1920 for 20 
vears. (Reading:) 

They shall be canceled at the end of five years following the 
date of registration unless within three months next pre- 
ceding the expiration of such five years the registrant shall 
file an affidavit in the Patent Office, in form to be preseribed 
by the commissioner, to the effect that that mark is still in 
use. 

This is a very important proviso and this would cover the 
marks, foreign marks which are registered in this country for 
wines and liquors and for marks which are used in this country 
but for one reason or another the manufacturer can not get 
his raw materials, unless such nonuse is due to special cireum- 
stances beyond the control of the registrant and not to any 
intention not to use or to abandon such trade-mark. In such 
case the registrant shall file an affidavit to that effect and his 
registration shall continue for twenty years. 


This suggested revision was adopted and the amended bill was 
introduced as H.R. 11988, Section 11, providing that the registra- 
tion of any mark under the provisions of the Act would be canceled 
at the end of five years following the date of registration, unless 
within three months next preceding the expiration of such five 
years the registrant file in the Patent Office an affidavit in a form 
to be prescribed by the Commissioner that said mark is still in 
use by the registrant; or that nonuse was due to special cireum- 
stances beyond the control of the registrant and not to any inten- 
tion not to use or to abandon the mark. It was further provided 
that forms for such affidavits would be mailed by the Commissioner 
to the registrant or to his duly authorized attorney or to his rep- 
resentative designated in Section 8 hereof, not less than three 
months prior to the expiration of such five-year period, but failure 
to receive such form shall not excuse the failure to file such 
affidavit. 
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No trademark bills were introduced in either the 73rd or 74th 
Congress but efforts to revise the trademark laws were revived by 
introducing in the 75th Congress H.R. 9041, the first of the “Lan- 
ham” bills. 

There was no provision in this bill for an affidavit of use, 
however, in the Report in connection with the discussion of the 


provisions of Section 9, at pages 142 and 143, appears the following: 


Mr. THomson. Mr. Chairman, just one statement. The 
old Vestal bill provided, in order to keep the records of live 
registrations, that every five years the registrant should file 
affidavit that he was still using his mark. I would like to ask 
Mr. Rogers why a similar provision was omitted from the new 
bill? 

Mr. Rocers. No particular reason. None of us were quite 
satisfied it would accomplish much, but there is no objection 
to putting it back in, if the Committee thinks it advisable. Of 
course, it does have this advantage, it does weed out dead 
wood. 

Mr. Lanuam. Might it not be, from that angle, an advis- 
able thing? Would it impose any hardship on business in any 
way? 

Mr. Rocers. I do not think so. I am just wondering if it 
would present any administrative difficulties. 

Mr. LanHuam. May I ask, Mr. Commissioner, in that re- 
gard, if that provision would present any administrative diffi- 
culty? 

ComMMISsSIONER Cor. I think it would lighten our burden 
by the removal of those marks. 

Mr. Lanuam. Then, in the drafting of section 9, let us 
have that provision. 


H.R. 4744 introduced March 3, 1939 in the 76th Congress, like- 
wise did not provide for the filing of an affidavit by the registrant. 
In the Report on this bill at page 72, Mr. Thomson again called 
attention to the omission and suggested that there be included a 
provision for an affidavit after the first five years, if the mark was 
still in use. He noted that such a provision was in Section 11 
of H.R. 2828 of the 71st Congress, to which reference has been 
made above. 

In commenting on this proposal, the following conversation 


followed: 
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Mr. Rocers. Of course the effect of that would be to 
remove a lot of dead wood from the records of the Office, 
which is desirable, and to keep it a record of live marks. 

Mr. Lanuam. In other words, the amendment, you think 
is quite appropriate? 

Mr. Rogers. I think it is quite appropriate. 


Section 8 of H.R. 6618, introduced June 1, 1939, 76th Congress, 
included the requirements in substantially the same form as in 
Section 11 of prior bills H.R. 11988, 70th Congress; H.R. 2828, 
71st Congress; H.R. 7118, 72nd Congress and H.R. 102, 77th Con- 
gress. 

In the House Report, No. 944, on this bill, the purpose of the 
legislation was discussed in general terms, there being no reference 
to the inclusion of the requirement for an affidavit of use. 

In H.R. 102, introduced in the 77th Congress on January 3, 
1941, the language of Section 8 was identical to that of Section 8 
of H.R. 6618. The text of this bill was materially revised on April 
28, 1941 by The Co-Ordination Committee, Section 8 being modified 
as follows: 


See. 8. (a) Each certificate of registration shall remain 
in force for twenty years: Provided, That the registration of 
any mark under the provisions of this Act shall be canceled 
by the Commissioner at the end of six £+#¥e years following 
its date, unless within one year three months next preceding 
the expiration of such sia f+¥e years the registrant shall file 
in the Patent Office an affidavit showing * sueh form as may 
be presertbed by the Commissioner stating that said mark is 
still in use or showing that its H, hewever, nonuse is due to 
special circumstances which excuse such nonuse and is not due 
to any intention #et te ase oF to abandon the s#eh mark. Special 
notice of the requirement for such affidavit shall be attached 
to each certificate of registration, the affidavit shal se state, 
tH tte eis tHe Heetetttieds stat Het be etteetrert Leettioe 
ot atte Hetttee doetHis tee ster atten attt Le atttetredt 


(b) Any registration published under the provisions of 
subsection (c) of section 12 of this Act shall be canceled by 
the Commissioner at the end of six years after the date of 
such publication unless within one year next preceding the 
expiration of such six years the registrant shall file in the 
Patent Office an affidavit showing that said mark is still in 
use or showing that its non-use is due to special circumstances 
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which excuse such non-use and is not due to any intention to 
abandon the mark. 


(c) The Commissioner shall notify any registrant who 
files either of the above prescribed affidavits of his action 
thereon and of the grounds therefor. 


The bill with these changes was introduced as H.R. 5461 on 
July 31, 1941. A companion bill, S. 895 was introduced in the 
Senate. 

In the hearings on these bills, the only reference to Section 8 
appears on page 189 as follows: 


Mr. Lanuam. Here is one from the Rochester patent 
group, and they say: 


Section 8(a) requires the registrant to file an affidavit 
of use within six years, otherwise the registration shall be 
cancelled. It is questioned whether this provision is not too 
harsh and whether the desired result could not be accom- 
plished by providing that failure to file the required affidavit 
would constitute prima facie evidence of abandonment. The 


question is also raised as to whether power should not be 
given to the Commissioner to waive the strict application of 
this section where satisfactory showing is made that the 
failure to file the affidavit of use has been through inadver- 
tence, accident, or mistake, and without intent to abandon the 
mark. 

I think we have discussed that pretty generally. 


No further changes in the language of this section were made 
in subsequent bills, namely, H.R. 82, 78th Congress, introduced 
January 6, 1943 and H.R. 1645, 79th Congress, introduced January 
22, 1945. Thus the language of Section 8 of the Trademark Act 
of 1946, Public Law 489, 79th Congress is identical to that of The 
Co-Ordination Committee bill (H.R. 5461 and S. 895). 

A few words about the affidavit to be filed, a suggested form 
for which appears in the current edition of the Trademark Rules 
of Practice on page 65. 

Rule 2.163 provides that if no affidavit is filed within a reason- 
able time prior to the expiration of the sixth year, the registrant 
is notified that the registration will be canceled unless an acceptable 
affidavit is filed within the period specified in the statute. However, 
failure of the Office to mail the notice does not relieve the regis- 
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trant of the responsibility of filing the affidavit by the end of the 
sixth year. 


In accordance with present policy the notice is mailed to the 
registrant approximately two months before the expiration of the 


sixth year. In the event the notice is returned by the Post Office 
as undeliverable, a title report is ordered, and if the assignment 
records show that the registration has been assigned, the notice is 
re-mailed to the assignee of record. 

The requirements for the affidavit are set forth in Rule 2.162. 
The affidavit must: 


(1) Be exeeuted by the owner of the registration after 
expiration of the five year period following registration or 
publication under Section 12(e) ; 


(2) Identify the registration certificate by number and 
date of registration ; 

(3) Recite sufficient facts to show that the mark is still 
in use, specifying the nature of the use, or recite sufficient facts 
to show that nonuse is due to special circumstances which 
excuse nonuse and is not due to any intention to abandon the 
mark; 


(4) Be accompanied by an order for title report for 
Office use. 


The requirements of item (3) may be satisfied by submitting 
with the affidavit a specimen or facsimile showing the mark as 
currently used. 

Since the statute requires that the affidavit show that the mark 
is in use during the sixth year, an affidavit executed before the 
beginning of the sixth year cannot be accepted. Prematurely ex- 
ecuted affidavits are returned in accordance with the notice first 
published in the Official Gazette on February 12, 1952 (655 O.G. 
298) and superseded by an amended notice dated July 13, 1953 
and published in 673 O.G. 9 (August 4, 1953). The latter notice 
also points out that “the affidavits of use” are not required in the 
ease of 1881 and 1905 Act registrations which have not been re- 
published under Section 12(c) even though such registrations have 
been renewed under the provisions of Section 9 of the 1946 Act. 
Renewal of an 1881 or 1905 Act registrations under the latter 
section merely extends the term and does not otherwise affect the 
status of the registration. 
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One of the first problems which arose in connection with the 
affidavit of use under Section 8 was the interpretation of the term 
“showing.” In view of the importance of the issue involved with 
respect to the rights of the trademark owners, it was considered 
advisable to submit this question to the Commissioner for formal 
review. 

The decision of the Commissioner, Ex parte The Globe-Wer- 
nicke Co. and Ex parte Magnolia Metal Co., 96 USPQ 189, 438 
TMR 302; 669 O.G. 1 (April 7, 1953) considered at some length 
the sufficiency of the affidavits which merely recited that the marks 
of the registrations involved were still in use. The Commissioner, 
after reviewing the legislative history of the bills which finally 
resulted in the Lanham Act, concluded that the selection of the 
term “showing” in Section 8, and “stating” in Section 9, was made 
only after studied and careful review and that it must be con- 
sidered that some evidence of use of the mark, other than the mere 
statement of the owner, was intended to be required to justify 
maintaining the registration on the register. 

The sufficiency of the showing submitted in support of the 
allegation of use was left to the discretion of the Examiner to be 
determined on the basis of the facts presented in the individual 
ease. It was held, however, that a specimen or facsimile or its 
equivalent showing the mark as currently used would appear to be 
acceptable. In accordance with present practice, recitation of an- 
nual sales volume and advertising expenditures in connection with 
the mark will also be acceptable. 

In many instances, the manner in which a mark is used, par- 
ticularly with respect to manner of display or background, differs 
from the form in which it was originally registered. In such cases 
specimens or facsimiles submitted with the affidavit of use there- 
fore differ somewhat from the mark as registered. A liberal policy 
has been followed in accepting affidavits where the accompanying 
exhibits indicate that the essential features of the mark are still 
in use. It is of course desirable that the Office records reflect the 
change in the form in which the mark is used. In Ex parte Peter- 
sen & Pegau Baking Company, 100 USPQ 20, 44 TMR 547, 
involving Registration No. 190,771, the Assistant Commissioner 
stated, in considering the acceptance of an affidavit submitted 
under Section 8(b): 


“For obvious reasons it is desirable to amend such registra- 
tions, under the provisions of section 7(d), eliminating aban- 





| 
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doned matter which is not an integral part of the mark and 
the elimination of which will not alter materially the character 
of the mark, in order that the registration records accurately 
reflect the existing situation as to the mark actually in use.” 


See also Hanna Paint Mfg. Co., 103 USPQ 217, 45 TMR 352 
(Com’r). 
The following defects are most commonly encountered in the 
examination of Section 8 affidavits: 
(1) Failure to file within the sixth year following registration, 
or publication under Section 12(c) 
Ex parte Radio Corporation of America, 114 USPQ 403, 
47 TMR 1404 (Com’r) ; 
Ex parte Buchicchio, 118 USPQ 40, 48 TMR 1412 (Com’r). 
(2) Allegation of use not supported by acceptable showing of 
use 
Ex parte The Globe-Wernicke Co., 96 USPQ 189, 43 TMR 
302 (Com’r). 
(3) Mark shown on specimens accompanying affidavit differs 
to marked extent from mark as originally registered. 
In re Continental Distilling Corporation, 117 USPQ 300, 
48 TMR 998 (CCPA); 
Ex parte The International Nickel Company, Inc., 113 
USPQ 351, 47 TMR 1020 (Com’r). 
(4) Mark currently used on different goods from those iden- 
tified in registration. 
Ex parte Kelley-How-Thomson Co., 118 USPQ 40, 48 
TMR 1412 (Com’r). 


(5) Defects in title. 
(6) Excuse for nonuse not acceptable. 
Ex parte Denver Chemical Mfg. Co., 118 USPQ 106, 48 
TMR 1410 (Com’r) ; 


Ex parte Astra Pharmaceutical Products Inc., 118 USPQ 
368, 48 TMR 1409 (Com’r). 


Note: Compare Ex parte Rex-Conservenglas-Gesellschaft 
Leonhardt & Kleemann Rex Konservenglasgellschaft mit 
beschraenkter Haftung, 103 USPQ 329, 45 TMR 353, concern- 
ing excusable nonuse. 


During Fiscal Year 1948 through 1953 the number of regis- 
trations issued on both the Principal and Supplemental Registers 
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together with the marks of registrations published under Section 
12(c) totaled 114,448. Registrations canceled for failure to file 
the affidavit of use or excusable non-use during the corresponding 
Fiscal Years, six years later, namely, 1954 through 1959, totaled 
30,967. Thus, approximately 27% of the registrations issued and 
published under Section 12(c) were canceled through failure to file 
an acceptable affidavit under Section 8. This figure is somewhat 
lower than the actual number since registrations issued and marks 
of registrations published during the latter months of Fiscal Year 
1953, will not be canceled until the early part of Fiscal 1960, which 
began July 1, 1959. Perhaps, the actual figure will approach 30%. 

Section 8 seems to have served its intended purpose. The 
notice mailed approximately two months before the end of the sixth 
year following registration gives the trademark owner whose mark 
is still in use, ample opportunity to comply with the statute and 
maintain his registration on the Register. While no doubt the 
registrations of some marks that are still in use are inadvertently 
permitted to lapse, the number is relatively small as compared with 
the total number of registrations on the Register. And it has, as 
predicted by Mr. Rogers, served “to remove a lot of dead wood 
from the records of the Office, which is desirable, and to keep it 
(the Register) a record of live marks.” 
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NOTES FROM THE PATENT OFFICE 
By Milton E. Abramson* 


Likelihood of Confusion—Overcoming the Refusal to Register 


The Lanham Trademark Act of 1946 prohibits the registration 
of a mark which “so resembles a mark registered in the Patent 
Office or a mark or trade name previously used in the United States 
and not abandoned, as to be likely, when applied to the goods of 
the applicant, to cause confusion or mistake, or to deceive pur- 
chasers.” * Thus, an applicant who seeks to register his mark in the 
Patent Office may be advised that the mark cannot be registered 
for the reason that it so resembles a previously registered mark as 
to be likely to cause confusion or mistake, or to deceive purchasers. 

Whether a mark for which registration is sought so resembles 
a mark which is already registered as to be likely to cause con- 
fusion is largely a matter of opinion. Unless two marks are iden- 
tical or virtually identical and used on goods which are identical 
or virtually identical there will be differences of opinion as to 
whether there is likelihood of confusion. 

Further, opinions may differ according to the interest of the 
parties to the mark. An applicant seeking to register a mark and 
the owner of a registered mark quite often feel completely different 
about the probability of confusion. An Examiner in the Patent 
Office considering the question of likelihood of confusion may 
arrive at his decision on bases which were not considered by either 
user of the mark. In addition, courts, on appeal from decisions 
rendered in the Patent Office, may base their conclusions on reasons 
different than any theretofore set forth. 

The ex parte examination presents a good opportunity to con- 
sider the likelihood of confusion between respective marks. The 
Examiner will advise the applicant of the reason for his finding that 
confusion in trade would be a likely result if two marks are used 
simultaneously. The applicant or his attorney will either state 
reasons supporting the belief that the Examiner erred, or present 
facts and circumstances to show that confusion is not likely. The 
following are some of the more persuasive reasons usually offered 
to urge the withdrawal of a refusal to register a mark on the 





* Examiner, Trademark Operation, U.S. Patent Office. Member, District of Colum- 
bia Bar. 

t+ 2.9—REGISTRABILITY—CONFUSING SIMILARITY. 

1. Sec. 2(d), Trademark Act of 1946, 60 Stat. 427. 
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grounds of likelihood of confusion. Obviously, the list is not ex- 
haustive but it may prove of value in most situations. 


When Applicant Claims Ownership of the Cited Registrations 

Perhaps the best and easiest way to cause withdrawal of a 
refusal to register a mark because of likelihood of confusion is to 
show that the applicant owns the cited registration. If the name of 
the registrant in the cited registration is the same as the appli- 
eant’s name set forth in the application, it is necessary only to 
insert a statement in the application to the effect that the applicant 
is still the owner of the registration. If the applicant claims owner- 
ship of a registration in which the name of the registrant differs 
from that of the applicant it is necessary to explain the discrepancy. 
If the registration was acquired by the applicant in the purchase 
of the business appurtenant to the mark, the assignment should be 
recorded in the Assignment Branch of the Patent Office. The appli- 
cant can then order a title report from the Assignment Branch to 
be placed in the record of the application as evidence of ownership 
of the registration. If a cited registration has been assigned to an 


applicant but not recorded, other evidence such as a verified copy 
of the document transferring the business including the mark and 
attendant good will must be furnished to the Patent Office before 
the cited registration may be withdrawn as a bar to registration. 


Should the applicant acquire ownership of the company who 
owns the cited registration as a wholly-owned subsidiary after 
the registration date of the cited mark, the registration may be 
assigned to the applicant. Such an assignment should be recorded 
in the Assignment Branch of the Office. The records will then show 
that the applicant is the owner of the cited registered mark, and 
it will thereupon be withdrawn as a bar to registration. 


When Applicant Does Not Claim Ownership of the Cited Registration 


An applicant can often justify the withdrawal of a registration 
cited as a bar to registration of his mark on the grounds of con- 
fusing similarity even though he does not own the cited registra- 
tion. 

In the event the owner of the cited registration has abandoned 
the mark the applicant can seek to cancel the registration. This ac- 
tion must be taken for as long as the Office records show an exist- 
ing registration it is assumed that the mark is valid and in use. 
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Only when the cited registration has been canceled (or has lapsed) 
will it be withdrawn as a bar to the registration of the applicant’s 
mark. 

Letters of consent to applicant’s registration obtained from 
the owners of the cited registrations are, in most cases, also 
insufficient to cause withdrawal of a refusal to register. The pri- 
mary duty of the Office is to protect the public from probable con- 
fusion. Letters of consent which are often furnished merely to 
avoid litigation do not protect the public. The solution here, again, 
is the institution of proceedings to cancel the cited registration. 
(There are rare exceptions to this policy, e.g., where two marks 
are not identical and used in connection with somewhat different 
goods and sold through different trade channels for a long period 
of time without known confusion.) 


Under extraordinary conditions it is possible to seek concur- 
rent registration, thus avoiding the cancellation of a cited regis- 
tration. To secure concurrent registrations there must have been 
rights in the respective marks existing in both parties prior to the 
publication of either mark in the Official Gazette of the Patent 


Office whether the publication is for registration or for acquiring 
the benefits of the statute under section 12(c) of the Act of 1946. 
The parties to a proceeding for concurrent registrations must also 
be true adversaries—not merely friendly claimants. 


Finally, the applicant may try to show that confusion between 
his mark and the mark in the cited registration is not likely. Sev- 
eral factors are considered by the Examiner in determining the 
likelihood of confusion. These include, differences in the marks, 
differences in the goods or services involved, differences in the 
methods of marketing, differences in channels of distribution, and 
differences in the classes of purchasers. In addition, consideration 
is given to the discretion likely to be exercised by purchasers of the 
goods or services involved. Each of these items alone may be 
urged, or the cumulative effect of several factors may be submitted 
for consideration. The argument may be based on reasoning alone 
submitted in the form of remarks. Where the issue is close, the 
position of the applicant should be supported by evidence, such as 
affidavits from persons in a position to know the facts and circum- 
stances upon which the applicant depends to overcome the holding 
of likelihood of confusion. Opinions of disinterested persons, such 
as trade association officials, are naturally given greater weight 
than opinions of applicant’s employees and close business asso- 
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ciates. The arguments and supporting evidence submitted to over- 
come a holding of likelihood of confusion often bring to light facts 
and circumstances ordinarily not available to the Examiner and 
result in the withdrawal of the refusal to register. 

Of course, the applicant always has recourse to appeal where 
the Examiner does not withdraw a refusal to register an applicant’s 
mark based on probable confusion with a prior registration. 


PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—August 
1959 1958 


Applications filed 15,411 14,931 


Registrations issued 
Principal Register 11,695 9,263 


Supplemental Register o44 517 


12,239 9,780 
2,214 2,052 
Sec. 12(c), publications .........................- 323 274 
See. 8, affidavits filed 7,926 7,981 
See. 8, cancellations 3,364 3,337 


Cancellations, other 113 116 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 
ALLP.P.l. 


Account of the Reunion of the Executive Committee at Luxembourg from 18th to 
21st May, 1959. (List of Questions for the London Congress, May 30th to June 
tth, 1960.) 


Diamond, Sidney A, 
Trademark Licensing in Upward Trend. (Advertising 
p. 169. ) 


DuPont, E. I., de Nemours & Company, Inc. 
Why DuPont Redesigned its Paint Labels. (Printers’ Ink, July 17, 
“Hardly Any Such Thing as Brand Loyalty,” BBDO’s Brower Charge 
Age, August 24, 1959, p. 8.) 
Chas. H. Brower of Batten, Barton, Durstine & Osborn warns that 
be ready to change in face of changing markets and competition. 


Label Law Should Include Cosmeties. (American Druggist, September 


g 

Newitt, John H. 
Successful Introduction of New Industrial Products. (Sales Management, July 10 
1959, pp. 32, 35-36, 38, 40.) 

Private Labels Pose Serious Problem for National Brands, “Food Engineering” Finds. 
(Advertising Age, August 17, 1959, pp. 2, 54.) 

Seaman, James. 
Anything Can Happen When You Start to Sell Abroad. (Sales Management, July 
17, 1959, pp. 31-33, 83.) 

Trade Name on Label Must be that of the Brand Dispensed. (American Druggist, Sep 
tember 7, 1959, p. 20.) 

Zimmerman, Richard G. 
National Advertisers Must Block Private Brands in Supermarkets, or Get Hurt, 


Zimmerman Asserts. (Advertising Age, August 17, 1959, pp. 67-68, 70, 72. 


BOOK NOTICE 


Brewster, Kingman, Jr. 
Antitrust and American Business Abroad. New York. MeGraw-Hill Book Com 
pany, Inc. 1958. Pp. 509. Price $12.00. 


Copies of these articles are available for reference in the Association’s library. 
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Part Il 


THE PARKWAY BAKING COMPANY, INC., et al. v. FREIHOFER 
BAKING COMPANY et al. 


Nos. 12405-6—C. A. 3— May 21, 1958 —117 USPQ 426 


18.—LICENSES 

An exclusive licensee in Philadelphia of secret formula for baking of low calorie 
bread and trademark HOLLYWOOD, enters into agreement to deliver the bread to a 
grocery chain within its exclusive territory, with knowledge that grocery chain 
would sell a substantial quantity of the bread through its stores in the area of 
another exclusive .licensee. In retaliation the licensee of the invaded area sold 
HOLLYWOOD bread through its unlicensed subsidiary in area of first licensee. Licensee 
of invaded area is enjoined from selling HOLLYWOoD bread in Philadelphia, since 
sales to grocery chain within its territory with knowledge of sales to be made in 
another’s territory, did not violate terms of license. 

8.7—COURTS—CONFLICT OF LAWS 

Litigation in one state arising out of transaction in another requires applica- 
tion of conflict of laws rule that contract be construed where last act took place to 
formalize the contract, and failure of plaintiff to raise issue below does not bar 
court from applying Illinois law. 

1.1483—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 43 (a) 

Sales of HOLLYWooD bread through its unlicensed subsidiary was false repre- 
sentation that it was licensed and constituted a false designation of origin or false 
representation within Section 43(a). Fact that printing of wrapper was error is 
no defense since act does not require proof of intent to deceive. Plaintiff must 
show, to establish right for damages, that statement is false and deceived a portion 
of buying public, but proof of deception not necessary for injunction since likeli- 
hood of deception is sufficient. 


Action by The Parkway Baking Company, Inc., and National Bakers 
Services, Inc. (involuntary plaintiff) v. Freihofer Baking Company and 
William Frethofer Baking Company and National Bakers, Inc. (Additional 
defendants) for trademark infringement and unfair competition in which 
National Bakers Services, Inc., counterclaims against The Parkway Baking 
Company, Inc., and William Freihofer Baking Company for breach of 
contract. Plaintiff and involuntary plaintiff appeal from District Court 
for Eastern District of Pennsylvania from judgment for plaintiff in part 
and defendant in part. Affirmed. 

Case below reported at 47 TMR 1373. 


George B. Christensen, of Chicago, Illinois, for National Bakers Services, 


Inc. 
Henry N. Paul, Jr., of Philadelphia, Pennsylvania, for The Parkway Bak- 
ing Company, Inc. 
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Joseph Gray Jackson, of Philadelphia, Pennsylvania, for Freihofer Baking 


Company and William F'reihofer Baking Company. 


Before Biccs, Chief Judge, KALODNER, Circuit Judge, and Wriacut, District 

Judge. 

Biaas, Chief Judge. 

The Parkway Baking Company |Parkway]} holds an exclusive license 
from the National Bakers Service, Inc. | National], the owner of a secret 
formula for the baking of a low calorie bread and of the trademark HOLLY- 
woop, to bake and sell HOLLYWoop bread in the greater Philadelphia area.’ 
The William Freihofer Baking Company { William Freihofer| is National’s 
exclusive HOLLYWOop licensee in an area north of the Parkway territory 
in which lies the City of Allentown, Pennsylvania. The Freihofer Baking 


Company of Philadelphia | Philadelphia lreihofer|, a subsidiary of William 


Freihofer and subject to the latter company’s control, is not licensed by 
National to use the HOLLYWoop trademark in any area. 

Prior to May 1956, both William Freihofer and Parkway sold HOLLY- 
woop bread to individual store units of the American Stores, a large chain 
grocery which operates stores in both the Parkway and William Freihofer 
territories. In May 1956 the American Stores desiring to purchase all of 
its Hollywood bread from a single source at one price entered into a require- 
ments contract with Parkway. Under the terms of this contract, Parkway 
was to deliver HOLLYWOOD bread to the platform of the American Stores’ 
warehouse which was located within the Parkway exclusive territory. Al- 
though this contract was entered into by Parkway with the knowledge that 
a substantial quantity of its bread would be reshipped by the American 
Stores to retail outlets in the William Freihofer Allentown territory there 
is no substantial evidence that this sales agreement was a subterfuge 
entered into merely to enable Parkway to invade William Freihofer’s area. 
Nor is there any evidence that Parkway did or could exercise any control 
over American Stores. 

When Parkway’s loLLYwoop bread appeared for sale and was sold 
in William Freihofer territory, William Freihofer immediately protested 
to National which requested Parkway to stop these sales. Parkway, faced 
with the choice of continuing the platform deliveries to the American 
Stores’ warehouse or losing the American Stores business, continued the 
deliveries. William Freihofer then decided to retaliate. It entered into an 
agreement with its wholly owned subsidiary, Philadelphia Freihofer, 
whereby HOLLYWooD bread was sold to Philadelphia Freihofer in Allentown. 
and would then be brought to the Philadelphia area and distributed 
throughout that territory by Philadelphia Freihofer. 


“A, The Company [National] shall (or hereby does): 1. Grant to the Bakery 
[Parkway] the use of its services and the exclusive right to bake and sell HOLLYWOOD 
BREAD in the following territory. City of Philadelphia and territory five miles outside 
corporate limits; city of Camden, New Jersey and territory laying within a radius of 
20 miles south of Camden City Hall, also 20 miles southeast and east, but 15 miles north 
and northeast, all in New Jersey.” 
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During this period of retaliation the William Freihofer HOoLLYWoop 
bread was not wrapped in its customary wrapper bearing the designation 
“William Freihofer Baking Co., Allentown, Pa.” but instead was wrapped 
with a label bearing the designation Freihofer Baking Co., Philadelphia, 
Pa.’ The trial court found that the disparity between the usual label and 
that used during the period of retaliation was caused by an error on the 
part of William Freihofer or the printer and was not consummated inten- 
tionally. This finding*® is fully supported by the record. But the label 
indicated that Philadelphia Freihofer was licensed to bake and sell HOLLY- 
woop bread. The two assertions were false. 


Accordingly, Parkway brought the present action against Philadelphia 


Freihofer alleging a violation of Section 438(a) of the Lanham Act, 60 
Stat. 441 (1946), 15 U.S.C.A. § 1125(a).* William Freihofer was permitted 
to intervene as a party defendant pursuant to agreement. Rule 24(b), Fed. 
R. Civ. Proe. 28 U.S.C. National had refused to join in the complaint with 


Parkway and therefore was joined by Parkway as an involuntary party 





Wm. Freihofer label 
William Freihofer Baking Co. 
Allentown, Pa. 
Reg. Penna. Dept. Agr. 
FREIHOFER’S HOLLYWOOD 
@® Weight 1 Ib. 
Hollywood @® Licensed by National Bakers Services, Inc., Chicago 
The Erroneous label 
Freihofer Baking Co. 
Philadelphia, Pa. 
Reg. Penna. Dept. Agr. 
FREIHOFER’S HOLLYWOOD 
® Weight 1 Ib. 
Hollywood @® Licensed by National Bakers Services, Inc., Chicago 
3. See Finding “1.”, of the opinion of the court below, 154 F.Supp. at p. 827, 114 
USPQ 278, 280 (47 TMR 1: 
4. Section 43(a) of the Lanham Act provides: 

‘““Any person who shall affix, apply, or annex, or use in connection with any 
goods or services, or any container or containers for goods, a false designation of 
origin, or any false description or representation, including words or other symbols 
tending falsely to describe or represent the same, and shall cause such goods or 
services to enter into commerce, and any person who shall with knowledge of the 
falsity of such designation of origin or description or representation cause or pro- 
cure the same to be transported or used in commerce or deliver the same to any 
earrier to be transported or used, shall be liable to a civil action by any person 
doing business in the locality falsely indieated as that of origin or in the region 
in which said locality is situated, or by any person who believes that he is or is 
likely to be damaged by the use of any such false description or representation.” 
The eourt below correctly stated its jurisdict on as follows: 

“The cause of action, insofar as Parkway and Freihofer is concerned, is for 
trademark infringement and unfair competition and jurisdiction of this Court with 
respect thereto is based upon 15 U.S.C. 1125a, 15 U.S.C. 1121, 28 U.S.C. 1138a, 
28 U.S.C. 1338b and upon diversity of citizenship between Parkway and Freihofer, 
and the fact that the amount in controversy exceeds $3,000 exclusive of interest 
and costs. 

“National’s causes of action against Freihofer, Wm. Freihofer and Parkway 
are for breach of contracts, and jurisdiction of this Court with respect thereto 
is based upon diversity of citizenship between National and Freihofer; National 
and Wm. Freihofer; and National and Parkway; and the fact that the amount 
involved in the controversies between these parties in each case exceeds $3,000 
exclusive of interest and costs.” 
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plaintiff. Rule 19(a), Fed. R. Civ. Proc. 28 U.S.C. National then entered 
a general appearance in the case and filed claims against Parkway and 
William Freihofer alleging that both baking companies had violated their 
license agreements. National’s claims proceeded on the theory that the 
licenses barred the licensees from making sales within their territories 
knowing that purchasers were buying for resale and distribution within the 
exclusive territory of another licensee. 

The trial court found that Parkway’s license allowed it to make bona 
fide sales and deliveries to an independent purchaser within its exclusive 
territory regardless of its knowledge that some of the bread would be sold 
later by that independent purchaser within the exclusive territory of Wil- 
liam Freihofer. The court below also found that since William Freihofer’s 
sales in Philadelphia were made through its controlled subsidiary, Phila- 
delphia Freihofer, these were not bona fide sales and that therefore William 
Freihofer had violated its license. Accordingly, the trial court enjoined 
William Freihofer from invading the Parkway territory through sales to 
Philadelphia Freihofer for resale within Parkway’s territory. The trial 
court also found that inasmuch as National was not injured by such sales 
and since the license agreements are for the benefit of the exclusive licensees, 
that Parkway could recover against William Freihofer on the theory that 
it was a third party beneficiary of the license contract between National 
and William Freihofer. The cause was referred to a master for the pur- 
pose of ascertaining the damages. The trial court also found that there 
was a technical violation of Section 43(a) of the Lanham Act by Phila- 
delphia Freihofer, but found such violation to be de minimis and therefore 
awarded no damages and did not issue an injunction. 154 F.Supp. 823, 
114 USPQ 278 (47 TMR 1373). 

Parkway, at our No. 12,406, appeals from the refusal of the District 
Court to grant Parkway an injunction and an accounting against Phila- 
delphia Freihofer for its alleged violation of Section 43(a) of the Lanham 
Act. National, at our No. 12,405, appeals from the ruling that Parkway 
did not violate its license when it sold to the American Stores. Other claims, 
cross claims and counterclaims were asserted. They were dismissed, how- 
ever, and the orders of dismissal have not been appealed from. We will 
not encumber this opinion by setting out these pleadings. 


I. National’s Counterclaim Against Parkway 


The question involved in this appeal is whether Parkway’s sales to 
American Stores are in violation of the license which it holds from National, 
or in brief, whether Parkway is selling its Hollywood bread in Allentown. 

As the rights and duties of licensor and licensee are determined by 
the terms of their contract, this question can be resolved only by an inter- 
pretation of that instrument. As we have said, the contract between 
Parkway and National gave Parkway the right to bake and sell HoLLYWoop 
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bread in the Philadelphia area. The writing contains no restriction against 
bona fide sales to an independent vendor within the exclusive territory, 
even though Parkway has knowledge that the vendee, American Stores, 
will resell the bread within the exclusive territory of another. National, 
however, argues that under Illinois law we would be required to read such 


a restriction into the contract. Parkway contends that we are precluded 


from applying Illinois law because: (1) the contract was entered into in 
Pennsylvania; (2) National did not raise the issue of Illinois law in the 
court below which decided the case under the law of Pennsylvania, and 
(3) National failed to give any notice of foreign law as is required by 
the Pennsylvania Judicial Notice Act, Act of May 4, 1939, P.L. 42, 28 
P.S. Pa. § 294. 

At the threshold, therefore, we are faced with the question of which 
law to apply in interpreting the contract. Although there is evidence in 
the record that Medina, National’s Vice-President, signed the Parkway 
license agreement in Philadelphia, the license itself contains the statement 
that it shall be in effect “only upon acceptance by the Company at its 
offices in Chicago, Illinois.” There is also a recital on the agreement that 
National “has caused this agreement to be executed * * * attested * * * 
and its corporate seal affixed at Chicago, Illinois.” 
shows it appears that the last act necessary for the formation of the con- 
tract occurred in Illinois. 

This, therefore, being a case where the litigation is in one state and 


So far as the record 


the operative transaction in another it is the duty of the federal court to 
apply the conflict of laws rules of the state where the case is being tried. 
Klazon Co. v. Stentor Co., 313 U.S. 487, 49 USPQ 515 (1941). The Penn- 
sylvania rule in contract cases is that the interpretation of the instrument 
is determined in accordance with the law of the place of contracting, and 
that is the place where the last act necessary for the formation of the 
eontract occurred. Field v. Descalzi, 276 Pa. 230, 120 A. 113 (1923) ; 
Wilson v. Homestead Valve Manufacturing Co., 217 F.2d 792 (3 Cir. 1954) ; 
McLouth Steel Corp. v. Mesta Machine Co., 214 F.2d 608 (3 Cir. 1954). 
In this case, therefore, we must apply the law of Illinois. 

Neither the failure of Parkway to raise the issue of Illinois law below, 
nor its lack of compliance with the Pennsylvania Judicial Notice Act can 
bar our application of Illinois law on this appeal. Parkway’s concern with 
the requirements of the Judicial Notice Act was precisely answered in 
Lamar v. Micou, 114 U.S. 218 (1885), wherein it was stated, p. 223, that, 
“The law of any State of the Union, whether depending upon statutes or 
upon judicial opinions, is a matter of which the courts of the United States 
are bound to take judicial notice, without plea or proof.” See also Hanley 
v. Donoghue, 116 U.S. 1, 6 (1885) ; Gallup v. Caldwell, 120 F.2d 90 (3 Cir. 
1941) ; Wm. J. Lemp Brewing Co. v. Ems Brewing Co., 164 F.2d 290, 293, 
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75 USPQ 208, 210 (7 Cir. 1947); Mills v. Denver Tramway Corporation, 
155 F.2d 808 (10 Cir. 1946) ; Wigmore, Evidence § 2573 (3rd ed.) ; 3 Beale, 
The Conflict of Laws § 624.1; 5 Moore, Federal Practice § 43.09. And 
National cannot be considered to have waived its right to have the contract 
interpreted under the proper law by failing to raise the question in the 
District Court. Pecheur Co. v. Nat. Candy Co., 315 U.S. 666, 53 USPQ 11 
(32 TMR 194) (1942); United States vy. Certain Parcels of Land, etc., 
144 F.2d 626 (3 Cir. 1944); Faron v. Penn Mutual Life Ins. Co., 176 F.2d 
290 (3 Cir. 1949); Long v. Morris, 128 F.2d 653 (3 Cir. 1942); Harry L. 
Scheinman Sons v. Scranton Life Ins. Co., 125 F.2d 442 (3 Cir. 1941). 
It is clear, therefore, that the law of Illinois governs the interpretation of 
this contract. 

In Illinois the intention of the parties to a contract is determined by 
the language of the contract itself, and the courts may not construe into a 
writing provisions that are not there. Ambarann Corp. v. Old Ben Coal 
Corp., 395 Ul. 154, 69 N.E.2d 835 (1946); Donaldson v. Gordon, 397 Il. 
488, 74 N.E.2d 816 (1947) ; Saddler v. Nat. Bank of Bloomington, 403 IIL. 
218, 85 N.E.2d 733 (1949). What is more, contracts which restrict the 
free and unlimited exchange of services or commodities are strictly con- 
strued, Tarr v. Stearman, 264 Ill. 110, 105 N.E. 957 (1914); United 
Romanian Meat Market & Grocery Store v. Abramson, 218 Ill. App. 577 
(1920), and the restrictions will be extended no further than the language 
of the contract absolutely requires. Wiggins Ferry Co. v. Ohio & M. Ry. 
Co., 72 Ill. 360 (1874); Bentley v. Merchants Matrix Cut Syndicate, 328 
Ill. 589, 66 N.E.2d 493 (1946). Applying these legal principles to the 
Parkway contract, we cannot construe the terms of that writing so as 
to add a term precluding a sale and delivery of HOLLYWoop bread to Amer- 
ican Stores within Parkway’s territory, regardless of any use the American 
Stores will make of the bread after they receive it. 

National, however, attempts to add the restrictive term by way of 
custom and usage. The court below found that the credible evidence offered 
by National as to this point fell far short of establishing a custom or usage 
in the baking trade, and the record supports such finding. A usage or 
custom to be binding must be so uniform, long-established, and generally 
acquiesced in by those pursuing the particular calling as to induce the 
belief that the parties contracted in reliance upon it. It must be proved by 
instances of actual practice—a succession of individual facts; and not by 
the individual opinions of witnesses as was attempted in this case. T'raff 
v. Fabro, 337 Ill. App. 83, 84 N.E.2d 874 (1949); Kelly v. Carroll et al., 
223 Ill. App. 309 (1921); Cleveland, C., C. & St. L. Ry. Co. v. Jenkins, 
174 Ill. 398, 51 N.E. 811 (1898) ; Bissell v. Ryan, 23 Ill. 566 (1860). 

Finally, National attempts to sustain its position by a line of Illinois 
authorities which purportedly interprets exclusive territory agreements as 


prohibiting sales made within an exclusive territory if the seller knows the 
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goods will be resold elsewhere.® None of these cases is apposite. They do 
not deal with an alleged breach of a license agreement by a sale and 


delivery within an exclusive territory for resale into another territory, but 


rather with the failure to pay the commission when a sale is made in 
another’s exclusive territory. What is more, in all but one of the cases 
relied upon by National, delivery of the goods was made directly into the 
restricted area. In the one remaining case, Jllinois Terra-Cotta Lumber Co. 
v. Owen, 167 Ill. 360, 47 N.8. 722 (1897), it was held that one could not 
avoid his obligation to pay royalties by making a contract of sale outside 
of his licensed territory if the goods were to be used within his territory, 
when his contract required him to make all efforts reasonable to sell his 
goods within his particular territory. 

We therefore agree with the final determination of the court below 
that Parkway did not violate its license by selling and delivering bread 
to the American Stores knowing that American Stores would resell a 
substantial portion of that bread within Freihofer’s exclusive territory. 
The fact that its determination was posited on Pennsylvania law is incon- 
sequential. Helvering v. Gowran, 302 U.S. 238 at 245 (19387); S. EB. C. v. 
Chenery Corp., 318 U.S. 80 at 88 (1942). 


II. Parkway’s claim under the Lanham Act 


In the appeal at our No. 12,406, Parkway argues that the trial court 
erred in refusing to grant an injunction and an accounting for damages 
after having found that Philadelphia Freihofer had technically violated 
Section 43(a) of the Lanham Act, supra, note 4. The court refused to 
grant the sought for relief because the violation was entirely due to a 
mistake which had been corrected, and because Parkway was not harmed 
by the violation. 

In Section 48(a) Congress has provided a remedy by way of civil 
damages or injunction against anyone who, in connection with goods or 
services in commerce® uses a false designation of origin or any false de- 
scription or representation. [ Callmann, Unfair Competition and Trade- 
marks §18.2(b); L’Aiglon Apparel v. Lana Lobell, Inc., 214 F.2d 649, 
102 USPQ 94 (3 Cir. 1954). The selling of merchandise under the false 
representation that it was done under the sponsorship and with the ap- 


5. Goodman v. Motor Products Corp., 9 Ill. App.2d 57, 132 N.E.2d 356 (1956) ; 
Smith Furniture Co. v. Peter & Volz, 205 Ill. App. 379 (1917); Illsley v. Peerless Motor 
Car Co., 195 Ill. App. 572 (1915), modifying 177 Ill. App. 459 (1913); Marshall v. 
Canadian Cordage & Manufacturing Co., Ltd., 160 Ill. App. 114 (1911); and Illinois 
Terra-Cotta Lumber Co. v. Owen, 167 Ill. 360, 47 N.E. 722 (1897). 

6. It is clear that the sales made in Philadelphia and other parts of Pennsylvania 
of Freihofer bread which had been transported from Allentown, were not in commerce 
under this section. Samson-Crane Co. v. Union National Sales, Inc., 87 F.Supp. 218, 
83 USPQ 507 (40 TMR 33) (D.C. Mass. 1949), aff’d 180 F.2d 896, 96 USPQ 454 
(1 Cir. 1950); Application of Bookbinder’s Restaurant, 240 F.2d 365, 112 USPQ 326 
(CCPA 1957) (47 TMR 521) (3 Cir. 1947). This portion of the case, therefore, deals 
only with those limited sales in Southern New Jersey. 
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proval of a licensor, certainly falls within the broad terminology of Section 
43(a), ef. American Automobile Association v. Spiegel, 205 F.2d 771, 
98 USPQ 1 (48 TMR 1070) (2 Cir. 1953), cert. den. 346 U.S. 887, 99 USPQ 
490 (1953). The name Philadelphia Freihofer upon the bread wrapper 
was a false representation that it, Philadelphia Freihofer, was licensed by 
National to make and sell HOLLYWoopD bread in the Philadelphia area. 
The fact that the name appeared on the wrapper because of a mistake is 
not a defense to an action under this section for there is no requirement 
that the falsification occur wilfully and with intent to deceive.’ 

However, a plaintiff in order to make out a cause of action for damages 
under Section 43(a) must show not only that the defendant’s advertisement 
is false but also that this falsification actually deceives a portion of the 
buying public. Gold Seal Co. v. Weeks, 129 F.Supp. 928, 940, 105 USPQ 
405, 415 (45 TMR 1075) (D.C.D.C. 1955), aff’d sub nom. in 8S. C. Johnson 
& Son v. Gold Seal Co., 230 F.2d 832, 108 USPQ 400 (D.C. Cir. 1956), 
cert. den. 352 U.S. 829, 111 USPQ 467 (1956); Bechik Products, Inc. v. 
Federal Silk Mills, Inc., 185 F.Supp. 570, 107 USPQ 218 (46 TMR 84) 
(D.C. Md. 1955). This does not place upon the plaintiff a burden of 
proving detailed individualization of loss of sales. Such proof goes to 
quantum of damages and not to the very right to recover. However, there 
must be a showing of some customer reliance on the false advertisement. 

In the case at bar, the false designation was in very small print, while 
the trademark Freihofer’s HOLLYWOOD was large and clear. There was 
nothing fallacious as to the trademark. Parkway has introduced no evi- 
dence that anyone who purchased HOLLYWoop bread with the false desig- 
nation on the wrapper did so because of the false wrapper, nor is there 
any evidence that anyone would have refused to purchase this bread had 
they known of the fallacious label. It seems clear that the customers sought 
a low calorie loaf called HOLLYWoop and that is what they received. As 
was stated in the Gold Seal Case, supra, “Section 43(a) was to promote 
fair business dealings. It was not to provide a windfall to an overly eager 
competitor.” 129 F.Supp. at 940, 105 USPQ at 416 (45 TMR at 1087). 

No one will question that Parkway was injured by a direct diversion 
of sales to William Freihofer during William Freihofer’s retaliatory 

7. Section 3 of the Act of March 19, 1920, ch. 104, 41 Stat. 533 which was super- 
seded by Section 43(a) of the Act of 1946, required a showing of wilfulness and intent 
to deceive. This proof of wilfulness made enforcement of Section 3 practically impos- 
sible. Parfumerie Roger et Gallet Societe Anonyme v. Godet, Inc., 17 TMR 1, 2 (8.D. 
N.Y. 1926). Accordingly, in a bill introduced by Senator Ernst in 1928, 8S. 2679, 68th 
Cong., 2d Sess. § 30 (1925) the requirement of wilfulness and intent to deceive had 
been stricken, and these elements were kept out in the Vestal Bill, H.A. 6248, 69th 
Cong., 1st Sess. § 36 (1926) and in the Lanham Bill. 

In the case at bar we need not and do not decide the issue as to whether proof 
of knowledge of the falsity of the description is required in cases where the accused 
person causes or procures materials bearing a false description to be transported or 
used in commerce. It is clear that Philadelphia Freihofer used the false label in con- 
nection with HOLLYWwoop bread and therefore its acts clearly fall within the provisions 
of the class of offenders apparently categorized in the first clause of Section 43(a). 


This clause does not require proof of specific knowledge of the falsity of the repre- 
sentation. 
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period but that injury, so far as the record shows, does not come by way 
of false description or representation, rather it was caused by William 
Freihofer’s invasion of Parkway’s exclusive sales territory for which Park- 
way has already received judgment. 

In cases of injunction, however, there seems to be no requirement 
that purchasers actually be deceived, but only that the false advertisements 
have a tendency to deceive. This seems to be the result desired by Congress 
in that Section 43(a) confers a right of action upon any person who 
“believes that he is or is likely to be damaged” by defendant’s practices. 
While it would be going too far to read the requirement of customer re- 
liance out of this section so far as damages are concerned, we believe that 
this is a recognition that, as with most equitable relief by way of injunc- 
tion, Section 43(a) may be asserted upon a showing of likelihood of damage 
without awaiting the actuality. Weil, Protectibility of Trademark Values 
Against False Competitive Advertising, 44 Cal. L. Rev. 527 (1956); 
Derenberg, Federal Unfair Competition Law at the End of the Lanham 
Act; Prologue or Epilogue? 32 N.Y.U. L. Rev. 1029 (1958). 

However, the record is clear that the use of the false label by the 
Freihofer companies had terminated prior to the rendering of judgment 
in the court below. The cases are legion which say that where there has 
been a cessation of the conduct complained of, at any time prior to judg- 
ment, it is a matter for the exercise of the discretion of the court, as to 
whether an injunction should issue. Under the facts of this case we do not 
believe that the court below abused its discretion. 

Accordingly, the judgment of the court below will be affirmed. 





E. & J. GALLO WINERY v. BEN R. GOLTSMAN & CO., INC., 
doing business as ALABAMA WINE ASSOCIATION 


No. 1488-N—D. C., M. D. Alabama, N. Div. — March 20, 1959 
— 121 USPQ 122 


8.1—COURTS—J URISDICTION 

Because of unfair competition aspect of trademark litigation, requisite juris- 
dictional sum is tested by value of good will sought to be protected and not by 
extent of damages plaintiff claims. 

Jurisdiction exists under Trademark Act of 1946 without regard to citizenship 
of parties or amount in controversy, but it is essential to jurisdiction that there 
has been an infringement which falls within terms of Act and that mark be regis- 
tered. Jurisdictional test is whether use by defendant of alleged infringing trade- 
mark in intrastate commerce substantially affected interstate commerce engaged in 
by plaintiff’s use of registered trademark. 

7.11I—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

Test of infringement assumes there will be an average purchaser buying in the 
usual manner; test excludes careless and/or indifferent purchaser. 

It is not necessary that plaintiff prove actual confusion, but in absence of such 
proof Court must subject registered trademark and alleged infringing trademark to 
three tests of sound, sight and meaning. 
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7.112—REMEDIES INFRINGEMENT BASIS OF RELIEF—« JOLORABLE 
IMITATIONS 
THUNDERBOLT for wine is not likely to be confused with THUNDERBIRD for wine: 
any similarity of sound and sight that may exist is more than offset by dissimilarity 
of meaning, manner in Which wine is sold, and degree of care generally exercised 


by wine purchasers, 


Action by E. & J. Gallo Winery v. Ben R. Goltsman & Co.. Inc., also 
doing business as Alabama Wine Association, for trademark infringement. 
Complaint dismissed. 

William G. MacKay, of San Francisco, California, and Hinson & Hamilton, 
of Montgomery, Alabama, for plaintiff. 
Rushton. Stakely & Johnston and William B. Moore, Jr.. of Montgomery, 

Alabama, and Leslie D. Taggart and Watson, Leave nworth, Kelton &: 


Taggart, of New York, N. Y., for defendant. 
JOHNSON, District Judge. 

This cause, coming on to be heard in open court on the 16th day of 
February, 1959, is now submitted to the Court upon the pleadings. the 
proof—consisting of the ora] testimony of several witnesses and the exhibits 
thereto—certain interrogatories and answers thereto, and the briefs sub- 
mitted by the parties, 

The plaintiff, E. & J. Gallo Winery, a California corporation, brings 
this action against Ben R. Goltsman & Co.. Inc., also doine business as 
Alabama Wine Association, an Alabama corporation, alleging that the 
defendant has adopted and is now using a trademark that is “confusingly 
similar” to plaintiff's registered trademark. in violation of the trademark 
laws of the United States," and because of said alleged violation asks this 
Court to enjoin the defendant, its agents and employees from using the 
“confusingly similar” trademark. Plaintiff also seeks to have this Court 
order the defendant to deliver up to this Court for the purpose of destruc- 
tion all labels and printed matter bearing the alleged infringing trademark 
and that this Court order said defendant to account for and pay to the 
plaintiff all profits made by said defendant by the use of said alleged 
infringing trademark. . 

To the plaintiff’s claim, the defendant pleads the general issue and 
further contends that this Court has no jurisdiction in this cause, since 
this defendant was not and is not dealing “in commerce” within the mean- 
ing of Title 15, §1114. U.S.C.A. 

F'rom the evidence presented, this Court finds that the plaintiff has 
been for a long number of years and now continues to be engaged in the 
wine business in the State of California, producing and selecting and mar- 
keting wines throughout the United States. The plaintiff has a reputation 
for producing and marketing wines of hich quality throughout the United 
States and within this district. Since April of 1957. this plaintiff has used 








l. 15 U.S.C.A, §§ 1051-1127. 
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the distinctive trademark THUNDERBIRD on a certain grade of wine. This 
trademark has been continuously used by this plaintiff placing it on the 
labels, which labels are placed upon the wine bottles, in which bottles the 
wine is bottled and distributed. Plaintiff has engaged in an advertising 
campaign almost continuously since the adoption of the trademark THUNDER- 
BIRD, and said trademark has become well and familiarly known and 
established throughout the United States and within this district as the 
trademark of this plaintiff for this particular wine. The trademark 
THUNDERBIRD was duly registered in the United States Patent Office, and 
this plaintiff is the owner of same, it being identified as registered No. 
656,907, dated January 7, 1958. The trademark THUNDERBIRD has also been 
duly registered under the laws of the State of Alabama, this registration 
having taken place on July 14, 1958. The plaintiff’s trademark THUNDERBIRD 
is, generally, in a fanciful style of type. The word THUNDERBIRD, as used 
by the plaintiff, is printed in red and occupies a prominent position on 
plaintiff's wine label. Also on plaintiff’s wine label is the word GALLo. The 
word GALLO is, in each instance, used immediately above the word THUNDER- 
BIRD and is printed on said label in letters as large or larger than those 
used in printing the word THUNDERBIRD. The word GALLO is printed in black. 
Immediately above the word GALLO on plaintiff’s label is a likeness or a 
representation of a thunderbird. This representation of the thunderbird 
occupies a prominent place on the label and is in red and gold colors. Also 
on plaintiff's labels are printed instructions to “Serve Cold” and printing 
that identifies this wine as “Aperitif Wine,” and also that it is “Grape 
wine with natural pure flavors.” 

The evidence in this case further shows that the plaintiff adopted and 
uses this label on a special natural grape wine, with natural pure flavors, 
and that the designation THUNDERBIRD is intended to and does set this type 
of wine apart from every other wine produced and marketed by the Gallo 
Company. However, this aperitif grape wine, with natural pure flavors, 
is only a variety of wine, such as is port, muscatel, sherry, ete. 

The defendant is a distributor of various varieties of wine in the State 
of Alabama. The defendant produces no wine, but secures the wine that it 
distributes, mostly in bulk, from California producers. The defendant 
distributes wine only in the State of Alabama and distributes several 
varieties, such as La Rosa, Old Constitution, San Pedro, and Old Abbey. 
In addition, the defendant also distributes a formula wine of the aperitif 
variety, which is also a grape wine with natural pure flavors. The defen- 
dant commenced distributing this wine in July of 1958, and identifies this 
aperitif formula wine by the name THUNDERBOLT. The trademark THUNDER- 
BOLT has not been registered with the United States Patent Office. The label 
used by the defendant on its THUNDERBOLT wine has prominently written 
across the center thereof, in large black type, the word THUNDERBOLT. Also 
on defendant’s label immediately under the word THUNDERBOLT are the 
words “Private Stock,” and immediately below that is a round, red badge, 
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approximately one inch in diameter, in which there is written “Grape wine 
with pure natural flavors.” 

The basis for the defendant’s claim that this Court does not have 
jurisdiction is, generally, that defendant was and is not dealing “in com- 
merce” within the meaning of the Lanham Trademark Act (1946), Title 
15, §§1051-1127. For the reasons hereinafter stated, this contention is with- 
out merit. It is without merit, first, because there is a diversity of citizen- 
ship between the parties, the plaintiff being a California corporation and 
the defendant being an Alabama corporation. Because of the unfair com- 
petition aspect of this litigation and the evidence submitted in support of 
and in opposition thereto, the requisite jurisdictional sum is to be tested 
by the value of the good will sought to be protected and not by the extent 
of the damages plaintiff claims. See Nims on Unfair Competition and 
Trademarks, 4th Ed., published 1947, Vol. 2, §363, and Seaboard Finance 
Company v. Martin, 5th Cir., 1957, 244 F.2d 329, 113 USPQ 362 (47 TMR 
857). In addition to the foregoing, the contention made by the defendant 
that this Court does not have jurisdiction of this cause is also without 
merit because this defendant was, in the use of the alleged infringing 
trademark THUNDERBOLT dealing “in commerce” within the meaning of the 
Lanham Trademark Act. The Lanham Act defines “commerce” as follows: 


“The word ‘commerce’ means all commerce which may lawfully be 
regulated by Congress.” Title 15, §1127— 


and, 


“For the purposes of this chapter a mark shall be deemed to be 
used in commerce (a) on goods when it is placed in any manner on 
the goods or their containers or the displays associated therewith or on 
the tags or labels affixed thereto and the goods are sold or transported 
in commerce and (b) on services when it is used or displayed in the 
sale or advertising of services and the services are rendered in com- 
merce.” 


As to the jurisdiction of this Court, Title 15, §1121, states: 


“81121. Same; jurisdiction of Federal courts 

“The district and territorial courts of the United States shall have 
original jurisdiction, the circuit courts of appeal of the United States 
and the United States Court of Appeals for the District of Columbia 
shall have appellate jurisdiction, of all actions arising under this 
chapter, without regard to the amount in controversy or to diversity 
or lack of diversity of the citizenship of the parties.” 


Jurisdiction exists under the trademark act, it seems, without regard 
to the citizenship of the parties or the amount in controversy, but it is 
essential to jurisdiction that there has been an infringement which falls 
within the terms of the trademark act, as by the use of the trademark in 
interstate or foreign commerce, and that the trademark be a registered one. 
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In Armstrong Paint & Varnish Works v. Nu-Enamel Corp. (1938), 
305 U.S. 315, 39 USPQ 402, 405 (29 TMR 3), it was held that under the 
provisions of the Trademark Act of 1920 that: 


“Unless plainly unsubstantial, the allegation of registration under 
the act is sufficient to give jurisdiction of the merits.” 


The test is, therefore whether the use by the defendant of the alleged 
infringing trademark THUNDERBOLT in intrastate commerce substantially 
affected interstate commerce engaged in by the plaintiff’s use of the regis- 
tered trademark THUNDERBIRD. If so, this defendant was engaged “in 
commerce” within the meaning of the Lanham Act and this Court has 
original jurisdiction of this case, aside from the diversity aspect of the 
ease. In this connection, this Court specifically finds from the evidence pre- 
sented that defendant’s use of the unregistered (except in Alabama) trade- 
mark THUNDERBOLT in intrastate commerce had and does now have a sub- 
stantial economic effect on plaintiff’s interstate use of its registered trade- 
mark THUNDERBIRD. This Court, therefore, specifically concludes that this 
defendant is engaged “in commerce” within the meaning of the Lanham 
Trademark Act and that this Court has jurisdiction in this case. 

The defendant’s general issue plea raises the real question in this case, 
that question being: Is defendant’s unregistered trademark THUNDERBOLT, 
as used on the wine distributed by it, “confusingly and deceptively” similar 
to plaintiff’s registered trademark THUNDERBIRD, as used on its wine? The 
test of infringement assumes there will be an average purchaser buying in 
the usual manner. The test excludes the careless and/or the indifferent. 
See Wrisley Co. v. Iowa Soap Co., 122 F. 796, and Reynolds & Reynolds 
Co. v. Norick, 114 F.2d 278, 46 USPQ 494 (30 TMR 633). The plaintiff 
here offered no evidence that there was or had been any confusion existing 
in the mind of any of the buying public. 

Of course, it is not necessary that plaintiff prove actual confusion, 
but in the absence of any such proof this Court must subject the registered 
trademark and the alleged infringing trademark to the three tests of 
sound, sight, and meaning. See Sleeper Lounge Company v. Bell Manu- 
facturing Co., 253 F.2d 720, 117 USPQ 117 (48 TMR 970). 

Applying these three tests, this Court specifically finds and concludes 
that there is no probability that the average person will be so confused by 
the defendant’s use of the alleged infringing trademark THUNDERBOLT 
as to believe that defendant’s product was produced by Gallo Thunderbird 
Wine Corporation. This Court further finds that there is no reasonable 
likelihood that the wine-buying public? will be deceived or confused by 
the two trademarks in question. In this connection, the statement of the 
Fifth Cireuit Court of Appeals in Squirrel Brand Company v. Barnard 


2. The evidence in this case makes it clear that the wine-buying public—insofar 
as their selection and purchase of wine is concerned—is a highly discriminating group. 
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Nut Co., 1955, 224 F.2d 840, 106 USPQ 296, 298 (45 TMR 1324), cert. den. 
350 U.S. 995, 108 USPQ 456, is appropriate: 


‘* * * fundamentally, deception, actual or probable, is the essence 
of an action for infringement or unfair competition. The test is 
whether there is a probability that the average person will be so 
confused by the use of the device complained of as to believe that 
the products offered by the infringer were produced by the trademark 
owner,—that there is likelihood that prospective purchasers will be 
misled to appellant’s [trademark owner| damage. * * *” 


A consideration of all of the evidence, including a close study of the 
trademarks as used by the plaintiff and defendant on their formula aperitif 
wines, forces this Court to the conclusion that any similarity of sound and 
sight that may exist between the registered trademark THUNDERBIRD and 
the alleged infringing trademark THUNDERBOLT is more than offset by the 
dissimilarity of meaning, the manner in which wine is sold in the State 
of Alabama,* and the degree of care generally exercised by wine purchasers. 
This Court, therefore, also concludes that the use by the defendant of the 
trademark THUNDERBOLT does not constitute an infringement of the regis- 
tered trademark THUNDERBIRD. 

In accordance with the foregoing and for good cause shown, it is, 
therefore, the Order, Judgment and Decree of this Court that the plaintiff’s 
complaint against this defendant for infringement of plaintiff’s registered 
trademark No. 656,907 be and the same is hereby dismissed. It is the 
further Order, Judgment and Decree of this Court that the costs be and 
they are hereby taxed against plaintiff, for which execution may issue. 


nner 





3. The evidence reflects that practically all of the wine in the State of Alabama 
is sold through state owned and operated liquor stores. The law requires that the 
prospective purchaser select from display counters the product he desires, and after 
making that selection he is required to request the product of the salesman by name. 
After paying the cashier for the product, it is produced by the salesman for the pur- 
chaser’s inspection prior to the time it is packaged. Thus, in the State of Alabama it 
is virtually impossible for a wine purchaser to be confused by similar trademarks. 
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OLD CHARTER DISTILLERY CO. v. CONTINENTAL DISTILLING CORPORATION 


No. 1386—D. C. Delaware — May 27, 1959-—121 USPQ 492 


8.2—COURTS—PLEADING AND PRACTICE 
Where a plaintiff does not contend that decision for plaintiff in prior cancella 
tion proceeding recognizing concession of confusing similarity, created an estoppel 
by judgment, and defendant in the present infringement action has denied plain 
tiff’s allegation of confusing similarity, doctrine of collateral estoppel being not 
pleaded is unavailable, and issue is in dispositive posture. 
8.5—COURTS—EVIDENCE 
8.6—COURTS—FINDINGS 
Test of colorable imitation under Lanham Act is to be applied by the Court. 





Substantial similarity is all that is necessary to constitute infringement. Court 
considers commonplace nature of dissimilar portions of marks, absence of evidence 
of secondary significance, noisy conditions obtaining in taverns where sales are 
made, difference in word picture of marks, adult status of customers and strict 
discrimination by some customers; but finding in Patent Office Interference of 
likelihood of confusion is not considered deserving of extensive reliance, the ques 
tion of likelihood of confusion being for determination by the Court and not expert 
witnesses or testimony. A 1906 stipulation by plaintiff’s predecessor that there has 
been no conflict in business between the two marks is of limited significance. De 
fendant’s allegation or admission of confusing similarity in prior cancellation 
proceeding and R.S. 4915 actions based thereon, and in a prior discontinued 
infringement action, is accorded substantial weight. CHARTER OAK is held a colorable 
imitation of OLD CHARTER. 

In determining relief Court considers necessity to abstain from complicated 
decrees, the public interest in the cause and the interest of the litigants. Public 
interest is not the prime rationale, the public having no standing to initiate suit 
and the Court having power to sanction use of marks despite public confusion. 

7.121—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—IN GENERAL 

Defendant commenced sale and obtained registration in 1934. Plaintiff filed 
a cancellation proceeding but withdrew it after sending an infringement notice in 
1938. Plaintiff ascertained that a third company obtained label approval including 
the mark but failed to take any action. The defendant then instituted a cancella- 
tion proceeding and this infringement action was begun in 1951. Degree of deceptive 
similarity varies, and is less likely where marks are not identical, and employed 
on products of differing commercial properties or employed on products marketed 
for dissimilar consumer appeal. Where marks are not identical, are used on whiskey 
of different price category and different type and plaintiff might have obtained 
determination 22 years earlier, plaintiff is denied plenary relief despite the fact 
continuous litigation was maintained in the Patent Office. Defendant may display 
the mark solely in conjunction with its corporate name. 


Action by Old Charter Distillery Co. v. Continental Distilling Corpora- 
tion for trademark infringement and unfair competition. Judgment for 
plaintiff. 

See also 35 TMR 159, 38 TMR 80, 41 TMR 34, 44 TMR 1084, 46 TMR 
425. 

Aaron Finger and Richards, Layton & Finger, of Wilmington, Delaware, 
(Melvin D. Goodman, Alan 8S. Kuller, Alan Burton Lerner, and Chad- 
bourne, Parke, Whiteside & Wolff, of New York, N. Y., of counsel) 
for plaintiff. 
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James R. Morford, Ernest 8. Wilson, Jr., and Morford, Young & Conaway, 
of Wilmington, Delaware, for defendant. 


WriGut, Chief Judge. 

This is a trademark action brought pursuant to 15 U.S.C.A. §§ 1051- 
1127 commonly denominated the Lanham Act.’ Plaintiff’s trademark is 
OLD CHARTER and defendant’s CHARTER OAK. Both marks are used for 
whiskey. There are no charges of label simulation or peculiar similarities 
in advertising.* Thus, the basis of the infringement is confined solely to 
the two marks.® 

Protracted litigation between the parties has preceded the immediate 
cause resulting principally in the rendition of a judgment of priority of use 
in plaintiff’s favor and the establishment of the validity of the OLD CHARTER 
mark.* The issues of confusing similarity and the equitable defenses of 
laches, acquiescence and estoppel remain for decision.°® 

At the outset, after a careful perusal of the case law and legal litera- 
ture, the very cogent remarks of Judge Leahy are noted with approval: 


“My reading in the literature has covered hundreds of cases deal- 
ing with many subjects pertaining to trademark infringement and 
unfair competition. The experts in the field have been hard put to 
work out a scheme among the multiple decisions. Instance after in- 
stance may be cited where decisional results are patently incompatible. 
A pattern of logic has failed to result, I believe, because each decision 
is controlled by its particular facts. This type of litigation presents 





1. 60 Stat. 427ff., Act of July 5, 1946, c. 540, as amended (Comp. par. 1; Ans. 
par. 1). The acts which constitute trademark infringement are also alleged as unfair 
trade practices and unfair competition against plaintiff (P. Tr. Br. 3-4). Thus the 
suit is federally cognizable absent diversity and jurisdictional amount 28 U.S.C.A. 
§ 1838(b); L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 214 F.2d 649, 654, 102 USPQ 
94, 98-99 (3 Cir. 1954). Plaintiff, Old Charter Distillery Co., and defendant, Continental 
Distilling Corporation are both incorporated under the laws of the State of Delaware. 

2. Pre-trial Conf. pp. 8-9, 17-18, 97. 

3. Note 2, supra. 

4. Order dated May 22, 1956 wherein Rodney, J., 

“Ordered, Adjudged and Decreed That: 

“1, The principles of collateral estoppel are applicable to the final judgment ren- 
dered in said prior action in the District Court of the United States for the District 
of Columbia, and those matters that were actually litigated and decided therein are 
now res judicata between the parties hereto. 

“2. Said final judgment conclusively determined, in particular, the following mat- 
ters which were actually litigated and decided in said action, and are res judicata in 
this action: 

“(a) Said District Court had jurisdiction over the subject of said prior action 
and over the person of the defendant therein. 

“(b) The trademark OLD CHARTER had priority of use as against the trademark 
CHARTER OAK. 

“(e) Plaintiff derived a good and valid chain of title to the trademark oLpD 
CHARTER by virtue of good and valid assignments from predecessors in title who 
had used that trademark prior to the use of the trademark CHARTER OAK, and its 
rights to said trademark OLD CHARTER had not been abandoned. 

“(d) The registration of said trademark OLD CHARTER in 1935 in the United 
States Patent Office was valid and was not fraudulent.” 

Opinion of court is reported at 138 F.Supp. 473, 108 USPQ 165 (1956). 

5. Pre-trial Conf. pp. 5, 6, 13-16. 
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fact cases. This makes it difficult to apply precedents which are con- 
elusive. The soundness of any particular court’s decision is controlled 
by the fidelity of the application of established legal principles to a 
particular set of facts for adjudication. * * *” ® 


The course thus charted, a careful analysis of the facts is indicated. 

On March 13, 1934 CHARTER OAK registration issued to defendant, 
Continental Distilling Corporation (Continental), a wholly owned sub- 
sidiary of Publicker Industries, Inc.’ (Publicker). The credible evidence 
demonstrates that the name was suggested by Dr. Marks, an officer of 
Continental and his wife Miriam,® and after a trademark search indicated 
its availability, the mark was adopted.® Nothing in the record indicates 
Continental’s appropriation of the mark was tainted and anything but 
innocent. 

The Bernheim Distilling Company (Bernheim), a Kentucky corpo- 
ration, claiming use by predecessors in interest since 1874 had registered 
OLD CHARTER On February 19, 1935.° It is worthy of note that Wright & 
Taylor, one of the prior owners in Bernheim’s title registered the mark in 
1909 under the Act of 1905.14. This registration expired in 1929 and was 
not renewed.*” 

In June 1937 the present plaintiff, Old Charter Distillery Co., a 
wholly owned subsidiary of Schenley Distillers, Inc. (Schenley), by mesne 


conveyances assumed ownership of the OLD CHARTER mark.’* The Bernheim 
trademark file reveals that Mida’s Trade Mark and Patent Bureau, Incor- 
porated, reported in late 1936 defendant’s adoption of CHARTER OAK for 
whiskey." 

In January 1938 trademark counsel for plaintiff advised defendant 
that its mark infringed plaintiff’s OLD CHARTER, and requested Continental 





6. Telechron, Inc. v. Telicon Corp., 97 F.Supp. 131, 150-151, 89 USPQ 107, 122-23 
(41 TMR 418) (D.C. Del. 1951). The incompatibility of decisional results alluded to 
by Judge Leahy is exhibited by the chart set forth below: 
Distilled Beverage Marks 
Determined to be Infringing 


DIXIE DEW and DIXIE BELLE for whiskey and DIXIE BELLE and DIXIE BEAUX for gin; 
Century Distilling Co. v. Continental Distilling Co., 106 F.2d 486, 42 USPQ 348 (29 
TMR 457) (3 Cir. 1939). 

OLD RAVEN for whiskey and RAVEN RUN for whiskey; G. F. Heublein & Bro. v. 
Bushmill Wine & Prod. Co., 55 F.Supp. 964, 62 USPQ 180 (34 TMR 236) (D.C. M.D. 
Pa. 1944). 

Determined not to be Infringing 


p.M. for whiskey and y.P.M. for whiskey; Alexander Young Distilling Co. v. National 
D. Prd. Corp., 40 F.Supp. 748, 51 USPQ 41 (31 TMR 389) (D.C. E.D. Pa. 1941). 

CHATEAU MARTIN for wine and CHATEAU MONTAY for wine; Eastern Wine Corpora 
tion v. Winslow-Warren, Ltd., 137 F.2d 955, 57 USPQ 433 (2 Cir. 1943). 

7. DX 8A, 8C; Certificate of Renewal dated August 17, 1954, DX 8B. 

8. N.T. 480-481, 693, 1194. 

9. DX 14; N.T. 491, 492, 517, 521, 531. 

10. PX 5. 

11. DX 6. 

12. PX 59; N.T. 504. 

3%. FAY. 

14. DX 37A and 37B; N.T. 845-846, 1397-1398. 
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discontinue the use of CHARTER OAK.’ Thereafter when negotiation between 
the parties did not bear fruit, plaintiff in September 1938 averaging prior 
use, petitioned for cancellation of defendant’s registration under Section 
13 of the 1905 Act (Cancellation 3436).'° Defendant in its answer denied 
plaintiff’s allegation of confusing similarity, the precise issue now before 
the court.’* Over defendant’s vigorous protest plaintiff withdrew the peti- 
tion without prejudice on July 11, 1939.** 

Subsequently, on February 14, 1940, defendant instituted a Section 13 
(old) action’® to have plaintiff’s mark canceled (Cancellation 3663). 
Defendant in its petition did not specifically allege that the two marks 
were confusingly similar; however, in response to plaintiff’s request for a 
bill of particulars defendant stated: 


“1) In answer to that part of respondent’s motion for further 
and better statement of claim which reads, in part: 


“Petitioner * * * has failed to indicate whether or not it is 
relying upon the confusion in trade elause of the State. It is, therefore, 
believed that Petitioner should be required to state whether or not 
it contends that the mark sought to be cancelled is confusingly similar 
to the mark claimed to be owned and used by Petitioner.’, petitioner 
states that it does rely upon the confusion in trade clause of the 
Statute.” 7° 


The Patent Office on July 16, 1943, sustained the petition for cancel- 
lation, finding against plaintiff on priority of use.*‘ Both the Acting 
Examiner and the First Assistant Commissioner of Patents relied upon 
defendant’s allegation of confusing similarity without which defendant 
would not have had standing to pursue the relief it sought.*® Thus the 
Acting Examiner of Interferences stated in his decision of September 14, 
1942: 


15. PX 12; N.T. 52. 
16. PX 19; 15 U.S.C. § 93 (old). 


17, DX 2. 

18. DX 2. 

19. PX 28; 15 U.S.C. § 93 (old). 

20. PX 32. 

21. PX 36. 

22. “It is well settled * * * that an application for cancellation must be sufficient 


in itself independently to state a valid cause of action, notwithstanding that the appli- 
cant for cancellation may have been charged, whether correctly or incorrectly, with a 
violation of the trademark rights of the registrant. * * *” Joseph Dixon Crucible Co. 
v. kichard Best Pencil Company, Inc., 99 USPQ 170, 171 (Asst. Comr. 1953). 

«“* * * Unless an opposition alleges that the opposer has used the mark, or one 
cary similar, it will be dismissed.” Nims, Unfair Competition and Trademarks, 
Vol. 2, p. 794. 

«* * * He must allege that the published mark is confusingly similar to his own 
and that it is used on goods of the same descriptive properties as those to which he 
applies his own mark. Further he must allege priority of use of his mark over that 
of the applicant and also that he is using it at the time he files his opposition, otherwise 
he cannot be damaged.” Nims, Unfair Competition and Trademarks, Vol. 2, p. 795. 
(Emphasis supplied. ) 
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“As to the question of likelihood of confusion in trade, it appears 
that the goods are in part identical and it likewise appears that the 
parties do not contend, but in fact admit that the marks involved are 
confusingly similar. Accordingly, the only question involved herein 
is that of priority of use as between the parties.” ** (Emphasis sup- 
plied. ) 


Similarly the First Assistant Commissioner of Patents in his determina- 
tion on July 16, 1943 observed, 58 USPQ 490, 491: 


“Respondent’s mark is OLD CHARTER. The mark relied upon by 
petitioner is CHARTER OAK. Both are registered for whiskey, and are 
conceded by respondent to be confusingly similar. The only contro- 
versy between the parties relates to the question of ownership.” ** 


In November 1943 plaintiff filed a bill in equity in the United States 
District Court for the District of Columbia for review of the Patent Office 
determination under R. S. § 4915 joining the Commissioner of Patents 
and defendant.”° In this action, plaintiff alleged and defendant admitted 
that defendant had filed a petition to cancel the “oLD CHARTER Registration” 
on the ground that OLD CHARTER was deceptively similar to CHARTER OAK 
and that defendant had “priority of use and ownership of CHARTER OAK.” *° 
On January 7, 1944, plaintiff instituted a precautionary R. 8. § 4915 pro- 
ceeding in this court wherein defendant answered as it had in the District 
of Columbia suit.?’ 

On December 7, 1944, defendant sued plaintiff in this court for in- 
fringement, defendant specifically avering: 


“8) OLD CHARTER is confusingly similar to CHARTER OAK. 
“9) OLD CHARTER is a colorable imitation of CHARTER OAK. 


“10) The aforesaid use of OLD CHARTER on whiskey constitutes an 
infringement of plaintiff’s United States Trademark Registration No. 
311,038 on CHARTER OAK, for whiskey.” ** 


The District of Columbia R. 8. § 4915 cause resulted in a reversal of 
the Patent Office decision; Judge Holtzoff determining priority in favor 
of plaintiff.2° The Court of Appeals for the District of Columbia Circuit 
affirmed on December 7, 1950.*° 


23. PX 34. 

24. PX 36. 

25. 35 U.S.C. § 63 (repealed) ; PX 37. 

26. PX 37, PX 38. 

27. DX 21; Civil Action 359. 

28. PX 45; defendant on December 21, 1950 discontinued this infringement suit 
(C.A, 498). At no time during the six years the action was pending did defendant 
withdraw the aforementioned affirmative allegations. 

29. PX 39; Old Charter Distillery Co. Inc. v. Ooms, 73 F.Supp. 539, 75 USPQ 
280 (38 TMR 80) (D.C. D.C. 1947). 

30. PX 43; Continental Distilling Corp. v. Old Charter, 188 F.2d 614, 87 USPQ 
365 (41 TMR 34) (D.C. Cir. 1950). 














946 THE TRADEMARK REPORTER Vol. 49 T. M.R. 





Judge Holtzoff and the Circuit Court in review construed the litigants’ 
conduct as conceding the similarity issue. Thus the District Court opinion 
commences, 75 USPQ at 281: 


“The defendant, Continental Distilling Corporation, is the owner 
of another whiskey trademark, to wit, CHARTER OAK. It is conceded 
that there is confusing similarity between the two trademarks. The 
controversy is as to which of the two parties has the prior right to a 
whiskey trademark embracing the word CHARTER. * * *” *! (Emphasis 
supplied. ) 


The Court of Appeals in its first sentence remarked : 


“Tn this case two distillery companies, conceding their registered 
trademarks for whiskey to be confusingly similar, are contending for 
priority. * * *”*? (Emphasis supplied. ) 


On June 28, 1951, the present infringement action was commenced and 
since plaintiff relied on Judge Holtzoff’s determination of priority, a 
separate trial restricted to the scope of Judge Holtzoff’s adjudication per- 
taining to precedence of use was had before Judge Rodney.** On January 
6, 1956, Judge Rodney sustained plaintiff’s position.** 

At no time has plaintiff contended that Judge Holtzoff’s findings 
relevant to the similarity issue created an estoppel by judgment.** Defen- 
dant having denied plaintiff’s allegation of confusing similarity and the 








31. Note 29, supra. It is significant to note that Judge Holtzoff’s findings of fact 
filed on June 16, 1948, stated (PX 40): 
“17, The respective trademarks OLD CHARTER and CHARTER OAK are confusingly 
similar.” 


and his conclusions of law (PX 40): 
“11. Plaintiff is entitled to judgment, adjudging and declaring as follows: * * * 
“‘(e) The trademarks OLD CHARTER, CHARTER OAK, are deceptively similar under 

U.S. Code, Title 15, Sees. 85 and 96; * * *.” 

32. Continental Distilling Corp. v. Old Charter, 188 F.2d 614, 615, 87 USPQ 365, 
366 (41 TMR 34) (D.C. Cir. 1950). 

33. Docket Nos. 36 and 37. 

34. Old Charter v. Continental, 138 F.Supp. 473, 108 USPQ 165 (46 TMR 425) 
(D.C. Del. 1956) ; see also note 4, supra. 

35. “Mr. Goodman: The issue of confusing similarity I guess, your Honor, is 
technically in the case. 

“«* * * So that the result of it was that the parties having agreed that the marks 
were confusingly similar and the Courts having accepted the concession and, as a 
matter of fact, straight through the history you will see that every opinion of every 
Court always opened up with the statement, ‘The marks are confusingly similar, the 
parties have so conceded,—’ but since it was a concession rather than actual litigation 
of the issue, strictly speaking technically it did not raise a question of collateral estoppel. 
So that on the prior proceeding before Judge Rodney we did not urge that defendant 
was collaterally estopped to raise the question of confusing similarity. We still have 
that issue in the case, and with that I think we go to the new issues raised by the 
affirmative defenses and the answer of this defendant which, as I see it, is in the first 
affirmative defense; it is laches, acquiescence and estoppel.” Remarks of counsel for 
plaintiff, Pre-trial Conference, May 22, 1958, pp. 5-6. 
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doctrine of collateral estoppel unavailing since not pleaded,**® the issue 
is in dispositive posture. 
The Lanham Act in pertinent part provides: 


“(1) Any person who shall, in commerce, (a) use, without the 
consent of the registrant, * * * colorable imitation of any registered 
mark in connection with the sale, offering for sale, or advertising of 
any goods or services on or in connection with which such use is likely 
to cause confusion or mistake or to deceive purchasers as to the source 
of origin of such goods or services; * * *.” 


“The term ‘colorable imitation’ includes any mark which so re- 
sembles a registered mark as to be likely to cause confusion or mistake 
or to deceive purchasers.” *’ 


There is no need to seek a novel test for applying the statutory pro- 
visions for Judge Leahy in Telechron, Inc. v. Telicon Corp. enunciates an 
eclectic standard chosen from the prevailing authority: 


“The test of ‘colorable imitation in commerce’ suggested by the 
statutory prohibition is not an analytical difference between marks of 
two competing products when placed in juxtaposition, but whether a 
sensory difference will be recognized by the ordinary purchaser when 
he does not have the opportunity for comparison—i.e. whether a decep- 
tive similarity exists when average buyer is unable to distinguish 
defendant’s name or mark from his recollection of plaintiff’s mark. 
Short of this, resemblance constituting infringement is incapable of 
exact definition. * * *” * 


The test is essentially one to be applied by the court.*® Substantial 
similarity and not identity is all that is necessary to constitute an infringe- 


36. Bryar v. Campbell, 177 U.S. 649 (1900); Graff Furnace Co. v. Scranton Coal 
Co., 266 F. 798 (3 Cir. 1920). The court assumes no position on the substantive availa- 
bility of collateral estoppel; see 65 Harv. L. Rev. 818, 1952, Developments in the Law— 
Res Judicata; Scott, Collateral Estoppel by Judgment, 56 Harv. L. Rev. 1, 1942; 
Newport et al. v. Seaboard, Civ. Action (D.C. Del. 1958). 

37. 15 U.S.C.A, § 1114; 15 U.S.C.A. § 1127. 

38. 97 F.Supp. 131, 89 USPQ 107, 115-116 (41 TMR 418) (D.C. Del. 1951). 

39. “No conclusive criteria to test the possibility of confusion are possible. See 
Restatement of Torts § 729. Moreover, since reliable evidence of actual instances of 
confusion is practically almost impossible to secure, particularly at the retail level, in 
the final analysis the decision must rest on the court’s conviction as to possible con- 
fusion. * * *” Miles Shoes Inc. v. R. H. Macy Co. Inc., 199 F.2d 602, 603, 95 USPQ 
170, 171 (42 TMR 911) (2 Cir. 1952). 

“The plaintiff did not produce any evidence of actual cases of confusion in the 
minds of buyers and others resulting from the similarity of the trademarks. However, 
that is unnecessary and it has been held many times that the Court can make a finding 
of confusing similarity from a comparison of the mark or names themselves in the 
setting in which they are used by the respective parties. * * *” Williamson-Dickic 
Mfg. Co. v. Davis Mfg. Co., 149 F.Supp. 852, 854, 112 USPQ 383, 384 (47 TMR 624) 
(D.C. E.D. Pa. 1957). 

See also, The Best Foods, Inc. v. Hemphill Packing Co., 5 F.2d 355 (15 TMR 208) 
(D.C. Del. 1925) ; Pre-trial Conf. pp. 16, 17-18, 97. 
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ment.*® Proof of actual confusion is not required*! and when introduced 
is scrutinized carefully.*2 Evidence of a negative character such as 
testimony by the trade or by consumers that they are not deceived and that 
the respective marks do not cause confusion, is of doubtful value.** A side 
by side comparison of the marks is afforded little weight for the products 
bearing the marks are rarely displayed that way in the commercial com- 
munity.** 

Application of these principles presents an exceedingly difficult and 
close question. On the one hand, CHARTER the longer of the two words, 
appears in both marks. OLD and OAK are both three letter words beginning 
with “O” and have a somewhat similar sound. The word OLD is common- 
place among whiskey trademarks,*® and is sometimes omitted by customers 
when they make their purchase.*® Hence OLD GRAND DAD and OLD TAYLOR 
become GRAND DAD and TAYLOR.*’ 








40. “ ‘Similarity, not identity, is the usual recourse when one party seeks to benefit 


by the good name of another.’ * * *” Telechron, Inc. v. Telicon Corp. 97 
l: 


himself 
I. Supp. 131, 143, 89 USPQ 107, 116 (41 TMR 418) (D.C. Del. 1951). 

See also, McLean v. Fleming, 96 U.S. 245 (1877). There is infringement where 
the substantial and distinctive part of the trademark is copied or imitated. Queen Mfg. 
Co. v. Isaac Ginsberg §& Bros., 25 F.2d 284 (18 TMR 275) (8 Cir. 1928); Bunte Bros. 
v. Standard Chocolates, 45 F.Supp. 478, 53 USPQ 668 (32 TMR 349) (D.C. Mass. 1942). 

41. Best Foods vy. Hemphill Packing Co.; Miles Shoes Inc. v. R. H. Macy Co., 
and Williamson-Dickie Mfg. Co. v. Davis Mfg. Co., note 39, supra; George W. Luft 
Co., Ine. v. Zande Cosmetic Co., Inc., 142 F.2d 536, 61 USPQ 424 (34 TMR 190) (2 
Cir. 1944), cert. den. 323 U.S. 756, 68 USPQ 358 (1944); La-Touraine Coffee Co. v. 
Lorraine Coffee Co., 157 F.2d 115, 70 USPQ 429 (36 TMR 271) (2 Cir. 1946); Barba- 
sol Co. v. Jacobs, 160 F.2d 336, 72 USPQ 350 (37 TMR 135) (7 Cir. 1947); Englander 
v. Continental Distilling Company, 37 USPQ 264 (28 TMR 265) (CCPA 1938); Nims, 
Unfair Competition and Trademarks, pp. 676, 1018. 

42. Flintkote Co. v. Tizer et al., —— F.2d , 121 USPQ 284 (3 Cir. 1959) ; 
Miles Shoes Inc. v. R. H. Macy Co., note 39, supra; Eastern Wine Corporation v. 
Winslow-Harren, Ltd., 137 F.2d 955, 57 USPQ 433 (33 TMR 302) (2 Cir. 1943) ; 
Alexander Young Distilling Co. v. National D. Prod. Corp., 40 F.Supp. 748, 51 USPQ 
$1 (31 TMR 3889) (D.C. E.D. Pa. 1941); Oakite Products, Inc. v. Buckeye Soda Co., 
6 USPQ 152, 20 TMR 540. 

43. Nims, Unfair Competition and Trademarks, Vol. 2, p. 1054. 

44. “This is a question of fact to be determined with regard to the circumstances 
of the particular case. * * * Moreover, the test of colorable imitation is, not whether 
a difference may be recognized between the marks of two competing articles when 
placed side by side, but whether the difference will be recognized by the purchaser when 
not having the opportunity for comparison. McDonald v. Mueller, 183 F. 972, 106 
C.C.A, 312. The similarity is deceptive when it is such that the average buyer, in the 
exercise of ordinary care and caution in the purchase of such an article, is unable to 
distinguish the defendant’s name or mark from his mental picture or recollection of 
plaintiff’s mark. The test is not visual comparison, but is memory comparison. Nims 
on Unfair Competition and Trademarks, pp. 583 and 588, 589. * * *” The Best Foods, 
Inc. v. Hemphill Packing Co., 5 F.2d 355, 357 (15 TMR 208) (D.C. Del. 1925). 

See also, Telechron, Inc. v. Telicon Corp., 198 F.2d 903, 94 USPQ 363 (42 TMR 
832) (3 Cir. 1952); Nehi Corp. v. Mission Dry Corp., 117 F.Supp. 116, 100 USPQ 
38 (44 TMR 497) (D.C. Del. 1953); Williamson-Dickie Mfg. Co. v. Davis Mfg. Co., 
note 39, supra; Nims, Unfair Competition and Trademarks, Vol. 2, p. 1019. 

45. As of April 1, 1958, the following bourbon whiskeys commencing with OLD 
were available for consumer purchase in the Commonwealth of Pennsylvania: OLD CROW; 
OLD DOVER; OLD FITZGERALD; OLD FORESTER; OLD GRAND DAD; OLD KENTUCKY TAVERN; 
OLD MR. BOSTON; OLD TAYLOR; OLD VANDERGRIFT; OLD HICKORY; OLD AMERICAN; OLD 
STAGG (Pennsylvania State Store Price List No. 68, April 1, 1958; DX 41B). 

46. N.T. 1309, 1319. 

47. Note 46, supra. 
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There is, however, no evidence indicating that OLD CHARTER has achieved 
this stature.** Moreover, it is the entire mark which is subject to legal 
protection.*® 

The court is also aware that whiskey is sold by the drink, over the 
counter at bars and taverns, and these establishments are frequently noisy 
with a television set in operation and the din of voices, glasses and ice in 
the background.®® Hence the patron does not necessarily see the package 
nor is his order received under ideal acoustical conditions. 

Countering these similarities, the connotation of the two marks is quite 
different. CHARTER OAK has specific reference to a purported event in his- 
tory, namely, to a particular oak tree near Hartford, Connecticut in the 
hollow of which Captain Wadsworth is reported to have hidden the Charter 
of Connecticut to Prevent its seizure by Sir Edmund Andros in 1687." 
Under no reasonable stretch of the imagination can OLD CHARTER be deemed 
to imply the same word picture. 

It is not without significance that the first words of the marks differ. 
To some noted writers in the field this dissimilarity would alone be con- 
clusive to a finding of no infringement.*” 





48. “It is true that the evidence before us shows there is confusion on the part 
of some of the consumers. This confusion, however, is the result of the fact that some 
of the purchasers call the plaintiff’s oil by the name QUAKER rather than QUAKER STATE. 
The record is barren as to any confusion between the names QUAKER STATE and QUAKER 
clty. Such being the case, the complainant contends that it now has the right to use 
QUAKER exclusively as well as QUAKER STATE, and asks the court to restrain all who 
use a trade name similar to QUAKER as well as those who use a name similar to QUAKER 
STATE. This argument is inapplicable to the facts in the case for one reason and 
possibly for two. First, there is no evidence that the complainant’s oil was called 
QUAKER in 1919, when the defendant started in business. Hence it cannot be said that 
the defendant violated any rights of the complainant at that time. The fact that the 
public afterwards began to call the complainant’s product QUAKER should not be per- 
mitted to divest the defendants of any rights already acquired. * * *” (Emphasis 
supplied.) Quaker State Oil Refining Co. v. Steinberg, 189 A. 473, 477. 

49. “Each of the marks contain two words. Although the first word of each 
is identical, each mark must be viewed as a whole, since ‘Combined they constitute a 
trademark which is the subject of protection by the law.’ * * * ” Nehi Corp. v. Mission 
Dry Corp., 117 F.Supp. 116, 117, 100 USPQ 38, 39 (44 TMR 497) (D.C. Del. 1953). 

«* * * There is not so much danger of confusion between QUAKER CITY and QUAKER 
MAID. If, however, in common use they are shortened to QUAKER, as we agree they are 
likely to be, more or less confusion will result. This is a reason, and by itself a good 
reason for refusing to register one trademark so nearly like one already registered. 
The difficulty, however, is that, whether so intended or not, the effect of the ruling if 
it has any effect, is to give to the defendant the exclusive use of the word QUAKER 
and to permit it alone to advertise QUAKER-made candies. * * *” Loughran v. Quaker 
City Chocolate & Confectionery Co., 286 F. 694, 698 (13 TMR 149) (D.C. E.D. Pa. 1923). 

“«* * * The registration of a trademark does not give the registrant a monopoly of 
every word in the trademark howsoever disposed and used.” Loughran v. Quaker City 
Chocolate § Confectionery Co., 296 F. 822, 827 (14 TMR 79) (3 Cir. 1924). 

50. Jos. S. Finch & Co. v. Western Wine & Liquor Co., 99 USPQ 145 (44 TMR 
317) (Comr. of Patents, 1953). 

51. DX 32. 

52. “* * * It has been said that when a trademark consists of two or more words 
or parts, the first part is the predominant, salient part and that therefore if the first 
part is copied there must be infringement but if the imitation is only of the second 
part, infringement is doubtful. * * *” Nims, Unfair Competition and Trademarks, 
Vol. 1, p. 680. 

“Similarities in the beginning of first words of trademarks are more important 
than similarities in their endings. Where the last word in each mark is the same and 
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The court is also cognizant that distilled beverages are generally re- 
quired to be sold to adults, and are not usually purchased by telephone or 
mail.°* 

The role advertising assumes in modern merchandising is not without 
significance, particularly in the distilled spirits area where it is widely 
recognized that there are certain whiskey users who buy strictly by the 
brand and no similarity in name or label simulation outside of patent mis- 
representations will deceive or confuse this class.°* The evidence discloses 
that the products bearing the contested marks are widely advertised.*® 

Restricting the determination to simply assessing the above enumerated 
elements would, indeed, be an arduous task. There are, however, other 
pertinent factors which must be considered. 

Shortly after the passage of the 1905 Act four companies claiming 
ownership of whiskey marks encompassing the word CHARTER sought regis- 
tration. The companies with their respective marks are set forth below :*° 


Company Name Mark 


Wright & Taylor OLD CHARTER 
Bluthenthal & Bickart OLD CHARTER 
Mayer Sons & Co. CHARTER OAK*’ 
Cushman & Co. ROYAL CHARTER 


Interference was declared and the Patent Office concluding that the 
marks were likely to cause confusion in the trade and that there was 
priority of use in favor of Wright & Taylor, one of plaintiff’s predecessors, 
refused registration of the Bluthenthal, Mayor and Cushman marks:** 


the first word in each is distinctly different the great weight of authority is that no 
infringement exists.” Nims, Unfair Competition and Trademarks, Vol. 2, p. 758 citing 
Glenmore Distilleries Co. v. National Distillers Products Corp., 23 F.Supp. 928, 39 
USPQ 65 (28 TMR 485) (D.C. E.D. Va. 1938). 

53. Judicial notice is taken of the strict state enactments attending the dispensa- 
tion of alcoholic beverages. 

54. “* * * T see no reason why anybody should think PM is the same as Y.P.M. or 
vice versa. Both brands are well advertised, and clerks in stores, bartenders in tap- 
rooms, and the purchasing public seem well aware that these are two brands of whiskey 
bearing those names. * * * But in the instant case, since the letter Y is missing from 
the defendant’s trademark, my conclusion is that no such element of confusion exists 
(regarding the names per se) as would justify injunctive relief.” Alexander Young 
Distilling Co. v. National D. Prod. Corp., 40 F.Supp. 748, 757, 51 USPQ 41, 49 (31 
TMR 389) (D.C. E.D. Pa. 1941). 

N.T. 1164-1165, 1304, 1305, 1324. 

The court was favorably impressed by the testimony of defendant’s vice president, 
R. Robert Smith, wherein the witness, particularly knowledgeable in the field of adver- - 
tising, developed the concept of “Brand Personality.” N.T. 1110-1115. 

55. PX 10; DX 22. 

56. DX 6; DX 7. 

57. There is no evidence that the defendant is successor in interest to Mayer Sons 
& Co. CHARTER OAK mark. 

58. It is important to indicate that the finding of confusing similarity was affirmed 
by the Commissioner on December 6, 1905 (DX 7, Paper 43-44). Thereafter the Patent 
Office examined into priority of use and the final adjudication denying registration to 
Bluthenthal, Cushman and Mayer was decreed October 18, 1906 (DX 7, Paper 134). 
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“The issue of the interference consists of the words CHARTER OAK, 
OLD CHARTER, and ROYAL CHARTER as applied to whiskey, and the ques- 
tion for determination is whether these words so nearly resemble each 
other as to mislead the public or deceive purchasers. 

“Tt is believed that the word CHARTER included in all of the marks 
is the most prominent feature and the one which would attract the 
attention of purchasers and serve as the means of identification. It 
must be held, therefore, that the marks so nearly resemble each other 
as to be likely to cause confusion in the trade. * * *” (DX 7, Paper 
43-44, December 6, 1905). 


The court does not deem this determination deserving of extensive 
reliance despite plaintiff's suggestion that Patent Office decisions “are 
persuasive evidence ‘as to what experts in the field of trade names consider 
as confusingly similar.’” °® To begin with plaintiff in other submissions, 


citing authority urges that expert opinion is not proper evidence :® 


“Moreover, likelihood of confusion is still ‘a question to be decided 
not by expert witnesses but by the court, and therefore is a decision 
not based upon testimony but upon judicial opinion.’ 3 Callmann, 
The Law of Unfair Competition and Trademarks (2d ed.) § 82.3(b), 
pp. 1570-1571. * * *” (Page 38 Pif. Br. After Trial) (Emphasis sup- 
plied). 

~ * * 
“* * * At best ‘the testimony of experts or of dealers is of little 
assistance.’ Yale & Towne Mfg. Co. v. Alder, 154 F. 37, 38 (2 Cir. 
1907). * * *” (Page 56 Plf. Br. After Trial) (Emphasis supplied). 


This decision, moreover, was made at the inception of the 1905 Act® 
when it, perhaps, was sound administrative policy to reject all registrations 
evidencing the remotest resemblance to a mark establishing priority of use. 
The Commissioner had before him four marks and the record indicates that 
the marks were not adjudicated individually, despite the fact that Wright 
& Taylor stipulated. 


“* * * there has never been any conflict in business between said 
CHARTER OAK brand and the other trademarks involved in the issue of 
this interference and particularly that there has never been any conflict 
between said CHARTER OAK brand and the OLD CHARTER brand of Wright 





59. Plf. R. Br. p. 56 citing Stardust, Inc. v. Weiss, 79 F.Supp. 274, 279, 79 USPQ 
162, 166 (38 TMR 1114) (S.D. N.Y. 1948). 

60. “Rejection of direct evidence of ‘actual experience in the trade’ usually is 
due to a misunderstanding of the function of such evidence. Testimony on confusion 
and similarity is offered to show the effect of words and devices in the marked place, 
not to offer opinions of witnesses as substitutes for the opinion of the court. Such 
witnesses are not experts; expert testimony on the question of similarity is not com- 
petent. ‘The opinion of the witnesses in that regard * * * must yield to the more 
positive evidence afforded by the exhibits.’ On the other hand, evidence of actual 
instances of deception, though not required, is ‘always competent and often illumina- 
tive.’ But opinion testimony may help to corroborate testimony of witnesses who are 
actually confused. * * *” Nims, Unfair Competition and Trademarks, Vol. 2, pp. 
1022-1023. (Emphasis supplied. ) 

61. Note 58, supra. 
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& Taylor. The only conflict between the brands involved in this inter- 
ference being between the brands covered in the other three applica- 
tions involved ; there being the conflict between the OLD CHARTER brands 
and the ROYAL CHARTER brand, but none with CHARTER OAK.” ® 


Subsequent actions of the Patent Office strongly indicate that CHARTER 
OAK and OLD CHARTER would not have been denominated confusingly simi- 
lar had the Commissioner solely before him the presently contested marks. 
In November 1906 shortly after the above enumerated whiskey marks were 
denied registration, CHARTER OAK for ale and porter was enrolled.®** 
Further, no interference was proclaimed in 1935 when OLD CHARTER was 
registered by Bernheim, notwithstanding the prior enrollment of CHARTER 
OAK by Continental.** Noteworthy too is the fact that in 1939 when 
Hudson’s Bay® proposed ROYAL CHARTER for whiskey the Patent Office 
refused registration because of the apparent deceptive similarity between 
ROYAL CHARTER and plaintiff's OLD CHARTER;* no interference was pro- 
claimed between ROYAL CHARTER and Continental’s CHARTER OAK.* 

The marks have been in existence for over 26 years and at the present 
time the litigants are experiencing success with the products on which are 
affixed the controversial marks.** Of limited significance is the 1906 stipu- 
lation noted above, wherein one of plaintiff’s predecessors admitted “there 
has never been any conflict in business between the OLD CHARTER mark and 
CHARTER OAK.*® 


62. DX 7, Paper No. 110, Stipulation dated June 14, 1906. See also DX 7, Paper 
No. 23, wherein Wright & Taylor would not subscribe to a similar stipulation advanced 
by Bluthenthal, Cushman and Mayer. 

63. DX 4. In Wardall v. Camden County Beverage Co., 45 USPQ 530, 531 (1940), 
the Patent Office held that ale and whiskey are goods of the same descriptive properties: 








“Appellant’s registration is for whiskey, and appellee’s application specifies 
only ale. These goods, though specifically different, are goods of the same descrip- 
tive properties, and, in considering the likelihood of confusion resulting from the 
concurrent use of the marks on the goods involved, it is proper to give consideration 
to the fact that purchasers frequently order and buy whiskey and ale by the drink 
and without seeing the labels or trademarks. * * * ” 

64. CHARTER OAK was registered March 13, 1934 (note 7, supra); OLD CHARTER, 
February 19, 1935 (note 10, supra). 

65. The Governor and Company of Adventurers of England Trading into Hudson’s 
Bay. 

" 66. Ex parte Hudson’s Bay Co., 36 USPQ 458 (28 TMR 221) (1938), Asst. Comr. ; 
37 USPQ 831 (28 TMR 416) (1938), Asst. Comr. 

67. “Applicant appeals from the refusal of the Examiner of Trademarks to register 
the words ROYAL CHARTER as a trademark for whiskey and brandy in view of a prior 
registration of the words OLD CHARTER for use with whiskey.” (36 USPQ 458 [28 TMR 
158 |.) 

No ex parte proceeding between Hudson’s Bay ROYAL CHARTER and Continental’s 
CHARTER OAK has been brought to the attention of the court nor has independent 
research disclosed one. 

68. N.T. 1539-1542. 

69. Note 62, supra. For the evidentiary value of such admissions see Croton Watch 
Co. v. Laughlin, 208 F.2d 93, 96-97, 99 USPQ 299, 301 (44 TMR 411) (2 Cir. 1953): 

«“* * * By the 1939 contract the Movado company agreed that if GRENCHEN 
were added to NIVADA, watches so marked might come in. This was an admission 
that there would be no confusion between them and the registered mark MOVADO. 
True, Movado did not expressly so state, and it is possible that it only meant to 
surrender what it thought to be its right for a consideration limited to that particu- 
lar occasion. But it does not give any such explanation of its consent, and its consent 
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-. It is, however, defendant’s behavior which is pivotal on this issue. On 
a. four occasions defendant has either alleged or admitted the two marks to be 
ds confusingly similar.”° 
Defendant urges, (1) since these admissions were contained in unveri- 
ER fied papers they may not be considered,”’ and (2), that the averments are 
ni- conclusions of fact and are not evidentiary facts and hence inadmissible for, 
KS. “* * * An admission that an assertion in an opposing pleading 
re is true, even in the same case, does not necessarily mean that all of 
ha the underlying evidential facts are true. It simply means that the 
aS matter is not presently worth contesting, and that the pleading party 
ER does not choose to litigate this particular issue at this particular time. 
The truth of ultimate facts is established in discovery proceedings and 
in in trial, not in pleadings. This is not to say that a pleading party can 
ice later decide, in the same lawsuit, that it would like to litigate the 
en matter after all; but neither does it mean that a party who is willing 
"O- to concede a particular issue in one lawsuit must forevermore be held 
to that position in every other lawsuit. Such a rule would mean that 
t every fact in every lawsuit would have to be fully litigated, and every 
™ trial nearly endless.” *? 
re 
u- These prior allegations although incapable of estoppel by judgment 
re effect because, inter alia, not relied upon as such by plaintiff** are, never- 
nd | theless, accorded substantial weight.** It would be an affront to our judi- 
' P . ° ri oe Pa ye 
was not confined to a particular importation but was general. * * * In the absence 
mn of evidence to the contrary, we think the claim is wholly unjustified that watches 
oil so marked will result in confusion. * * * 
| «* * * The agreement would be equally effective as an admission, even if the 
0), plaintiff, were not the successor of Horowitz, the promisee. However, a mandatory 
1g: | injunction directing the Movado company to file its written consent to the impor- 
= | tation would be justified only if the plaintiff has succeeded to the contract rights 
“Sf of Horowitz. * * *” 
4 70. Notes and accompanying text 20, 26, 27, 28, supra. 
om 71. “In summary, it is clear that the statements in prior pleadings not signed o1 
ok i verified by the party, are not binding in the present action. As to confusing similarity, 
| they are not even admissible.” (Dfd. T. Br. p. 11.) 
Incorporated by reference in defendant’s submission after trial (Dfd. Law Br. pp. 
ER, I 2 ' 
39-40). 
ns 72. Dfd. Law Br. pp. 46-47. 
; 73. Note 36, supra. 
. | 74. Note 69, supra; L. P. Larson, Jr., Co. v. Wm. Wrigley, Jr., Co., 253 F. 914 
: (9 TMR 77) (7 Cir. 1918) ; 65 Harv. L. Rev. 818, 823-824, 1952: 
ter Preclusion of Inconsistent Positions.—The rule that a person is precluded from 


ior making allegations of fact inconsistent with a position he took in a previous case 


{R is not based on the policies against relitigation, but on a desire to preserve the dignity 
| of judicial proceedings by preventing the successive assertion of factually contra- 
’s dictory statements as the truth. This is a form of estoppel based on the conduct 
nt of the party rather than the court, in which respect it is similar to election of 
remedies. The preclusion, like election of remedies, preferably should not be applied 
where the first position taken did not harm or cause reliance by the other party. 
‘ch Unlike res judicata, it operates regardless of finality of the original proceedings 
or identity of the parties, and it applies only to positions taken on the facts, not 
EN inconsistent points of law. Some courts apply the rule only where the position was 
wt successfully maintained, while others do not require success if the second action has 
= some connection with the first. The preclusion seems an undesirable restriction 
os against decision on the merits in the second action where it is applied to facts that 
_- | were not major issues in the first action, or to facts that were conjectural at that 


mt time.” (Emphasis supplied.) 
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cial system and an intolerable presumption upon this court to accept 
defendant’s cavalier approach on this matter. 

Under certain circumstances defendant’s view of according little or 
no significance to statements embodied in pleadings of other proceedings 
would be entirely palatable, for instance, where admissions are made in 
third party complaints, third party plaintiff having adopted completely 
principal complaint’s allegations in order to insure indemnity in the event 
of an adverse decision in the main litigation.’® In the present setting there 
are no mitigating circumstances to accord these admissions anything less 
than the plenary consideration they deserve. 

The allegations and answers were not averments pertaining to an in- 
significant issue. To the contrary, on each and every occasion they were 
the basis according defendant standing before the respective courts and 
administration bodies.”* Clearly the Patent Office and the learned jurists 
involved in the District of Columbia 4915 suit would not have tackled the 
question of priority unless the marks were found to be deceptively similar, 
and whether this issue be conceded by the parties or determined by the 
courts should be of no moment where the issue is of such magnitude.” 

Defendant’s statement of policy, namely, “such a rule would mean 
that every fact in every lawsuit would have to be fully litigated and every 
trial nearly endless,” ** is utterly without merit in the present context. 
Would the Patent Office proceeding or the trial before Judge Holtzoff have 
been endless if the defendant did not contend that the marks were decep- 
tively similar? To pose the question is to suggest the answer for there 
would have been no issue at all before either tribunal.”® Furthermore, since 
only the marks were at issue no additional evidence would have been re- 
quired.*° 

The interest of present day justice considering primarily the existence 
of crowded dockets and the high costs of litigation imposed on the public 
requires that principal contentions between parties be conclusively adjudi- 
cated in the first forum wherein the matter is judicially cognizable. 

After a careful evaluation of all the aforementioned considerations the 
court concludes CHARTER OAK to be a colorable imitation of OLD CHARTER 
which is “likely to cause confusion or mistake or to deceive purchasers as 
to the source of origin.” ** 


75. Giannone v. U.S. Steel Corp., 238 F.2d 544 (3 Cir. 1956); Frank R. Jelleff, 
Inc. v. Braden, 233 F.2d 671 (D.C. Cir. 1956). 

76. Note 22, supra. 

77. 65 Harv. L. Rev. 818, 823-824 (1952). 

78. Note 72, supra. 

79. Notes 22, 76, supra. To permit the contest of priority of use absent an allega- 
tion of confusing similarity would give Patent Office standing to the world, an intolerable 
burden for any trademark registrant. Manifestly, the Act of 1905 did not countenance 
such conduct. 

80. Notes 2, 3, 39, 41, supra. See also Sun-Maid Raisin Growers v. American 
Grocer Co., 40 F.2d 116, 119, 5 USPQ 68, 70 (20 TMR 300) (CCPA 1930); W. E. 
Kautenberg Co. v. Ekco Products Co., 251 F.2d 628, 631, 116 USPQ 417, 419 (48 TMR 
763) (CCPA 1958). 

81. 15 U.S.C.A. § 1114. 
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The relief an injured litigant is entitled after establishing affirmatively, 
validity, priority and likelihood of confusion, depends upon a careful 


evaluation of the equities and competing interests.** There are principally 


three interests that require consideration: 


(1) Judicial tribunals must abstain from involvement in complicated 
decrees necessitating close surveillance and administration. Courts are not 
equipped nor are they particularly expert to administer adjudications 
requiring principally business judgment. In addition, it would be an eco- 
nomic waste of judicial time to indulge in such activities. 


(2) The public interest, aside from the general tenet to preserve 
honesty and fair dealing and to secure the fruits of private enterprise is 
to safeguard to the individual the right to buy what he thinks he wants 
demanding justification for his preference notwithstanding that the choice 
may be capricious or dictated by ignorance.** Although the test for deter- 
mining consumer deception is couched in terms of likelihood of public 
confusion, the public interest is not the primary rationale behind trade- 
mark protection.** This is graphically portrayed by two important factors 
attending trademark litigation: First, the proceeding is solely between the 
contesting parties and thus the public has no standing either to initiate 
suit or as amicus.*® Secondly, since the suit is adversary courts may judi- 
cially sanction employment of the contested marks despite the finding of 
public confusion where for various reasons the party entitled to relief has 
forfeited it through the interplay of various equitable principles.*® Tri- 





82. Century Distilling Co. v. Continental, 106 F.2d 486, 42 USPQ 348 (29 TMR 
457) (3 Cir. 1939) (complete relief) ; Procter ¢ Gamble Co. v. J. L. Prescott Co., 102 
F.2d 773, 40 USPQ 434 (29 TMR 105) (3 Cir. 1939) (denial of relief); Q-Tips, Inc. 
v. Johnson & Johnson, 206 F.2d 144 (44 TMR 39) (3 Cir. 1953) (denial of an ace- 
counting); Anheuser-Busch, Inc. v. Du Bois Brewing Co., 175 F.2d 370, 81 USPQ 423 
(39 TMR 573) (3 Cir. 1949) (plaintiff denied relief, defendant restricted to market 
it had oeeupied as of date action commenced); Cohn & Rosenberger, Inc. v. Kaufman 
§ Ruderman, Inc., 113 N.Y.S. 2d 62, 94 USPQ 13 (42 TMR 662), Supreme Ct. Appel- 
late Div. 1952 (defendant required to display mark in conjunction with corporate name). 

83. Eastern Wine Corp. v. Winslow-Warren, Ltd., 137 F.2d 955, 57 USPQ 433 
(33 TMR 302) (2 Cir. 1943); see also concurring opinion, Frank, J., in Standard 
Brands v. Smidler, 151 F.2d 34, 37, 66 USPQ 337, 340 (35 TMR 277) (2 Cir. 1945). 

84. Standard Brands vy. Smidler, supra. Developments in the Law Trademarks and 
Unfair Competition, 68 Harv. L. Rev. 814, 816, 885-893 (1955). 

85. 68 Harv. L. Rev. 885-893 (1955). 

86. “However, when the public is confused by the dual use of the trademarks, 
the effect of applying personal defenses against its owner will be only to perpetuate 
this confusion. Thus in Procter & Gamble Co. v. J. L. Prescott Co., the court held 
the plaintiff to be barred by laches and refused an injunction, although there was 
evidence of substantial confusion among grocers and consumers between the names 
CHAS-O and CHIPSO, both used on soap. Where the plaintiff’s suit is dismissed because 
of unclean hands, not only is confusion tolerated, but the plaintiff can continue to 
mislabel or falsely advertise his product. Further, nothing will prevent the defendant 
from joining the plaintiff in practicing the same deception on the public. Thus where 
the plaintiff’s figless laxative was trademarked SYRUP OF FIGS, the result of the court’s 
refusal to enjoin the defendant was that there might be two misbranded products on 
the market instead of one.” 68 Harv. L. Rev. 814, 886-887 (1955). 
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bunals have on occasion, however, sua sponte considered the likelihood of 
publie deception and afforded appropriate relief.*’ 


(3) Manifestly, it is the interests of private litigants founded upon 
basic economic and social concepts, that are accorded the principal protee- 
tion.“* Mr. Justice Frankfurter has stated the owner of a mark is entitled 
to protection against one poaching upon the “commercial magnetism of 
the symbol he has created.” °° 

The present record discloses that between 1934 and plaintiff’s notice 
of infringement in January 1938 defendant was selling whiskey under the 
mark CHARTER OAK. The documentary evidence represented by warehouse 
receipts is unassailable®® and the court credits the testimony of defendant’s 
witnesses who stated they remembered sales of CHARTER OAK during this 
period.“ The paucity of documents on this issue has been adequately 
explained by the intervening years during which defendant’s plants and 
offices were moved, records were destroyed and key witnesses died.*” 

The first evidence of OLD CHARTER production after prohibition occurred 
in 1937.°* The record indicates that in 1936 plaintiff’s predecessor in inter- 
est learned of Continental’s registration ;°* however, the first communication 
with Continental did not oceur until January 1938.* 

When defendant refused to accommodate plaintiff and cancel its mark, 
plaintiff instituted cancellation 3436.°° Despite the fact defendant desired 
to contest the issue at that time, plaintiff withdrew the proceeding without 
prejudice over defendant’s objection.®’ 

Plaintiff suggests the reason for abandoning cancellation 3436 was 
occasioned by an investigation which exhibited that defendant was not 





87. Stahly, Inc. v. M. H. Jacobs Co., 183 F.2d 914, 86 USPQ 131 and 426 (40 
TMR 675 and 969) (7 Cir. 1950), cert. denied, 340 U.S. 896, 87 USPQ 432 (1950). 

88. Eastern Wine Corp. v. Winslow-Warren, Ltd., supra; 68 Harv. L. Rev. 814, 
816, 885-893 (1955). 

89. “* * * The extent to which the owner of such a mark is given exclusive rights 
in it is determined by a tension between the desire to secure to producers the benefits 
of their labors by preventing consumer deception as to the source of goods, and the 
desire to keep free the means of expression necessary for effective competition. The 
public interest in preventing consumer deception or injury has rarely been thought of 
as the primary rationale behind trademark protection; rather, such deception or its 
likelihood has been taken to be the test of injury to the private right of the trade- 
mark owner. * * * ” 68 Harv. L. Rev. 814, 816, 885-893 (1955). See also Mishawaka Mfg. 
Co. v. Kresge Co., 316 U.S. 203, 205, 53 USPQ 323, 324-325 (32 TMR 254) (1942). 

90. DX 12. 

91. N.T. 586, 588, 608, 610, 612, 617, 618, 666, 895, 897, 898, 928, 934, 952, 
956, 959-960, 984, 987, 1014, 1052, 1152, 1208, 1209, 1212, 1240, 1251; DX 13, DX 18. 

92. N.T. 963, 1016, 1054-1055, 1060, 1119, 1276. 

93. N.T. 26; DX 25; PX 9A and B, PX 62. 

94. DX 37A and B. 

95. PX 12. 

“The Anheuser-Busch Brewing Association is the predecessor corporation to An- 
heuser. Although for accuracy this opinion will frequently refer to the Association 
rather than to Anheuser, it is important to note that, in legal effect, the actions of 
the Associations are those of Anheuser for the purposes of the case at bar.” Anheuser- 
Busch v. Du Bois Brewing Co., 175 F.2d 370, 372, 81 USPQ 423, 424 (39 TMR 573) 
(3 Cir. 1949), fn. 4. 

96. DX 2. 

97. DX 2. 
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using the mark; therefore, continuing the proceeding would be an unwar- 
ranted financial burden since it was fully protected by the January 1938 
infringement notice in the event Continental thereafter used the mark.®* 

To ascertain whether Continental was using the mark, Mr. Seasonwein 
at that time trademark counsel for plaintiff, testified he “had personally 
examined directories and other published material and had found no listing 
of CHARTER OAK; he had also been advised by Washington counsel that no 
CHARTER OAK certificate of label approval had been issued to defendant,” 
and that he had reported these findings to his superior, Mr. Heymsfeld, 
who made the decision to discontinue the proceeding.” 

The evidence, however, belies plaintiff’s proffer. To begin with, plain- 
tiff’s vice-president, Ralph T. Heymsfeld, admits Dr. Marks informed him 
that Continental was using the mark.'®’ In addition, Mr. Seasonwein stated 
that on April 20, 1938, he purchased a bottle of CHARTER OAK whiskey dis- 
tilled by Springdale Distilling Co. (Springdale), and although he dis- 
covered that Springdale had obtained approval for use of the label did not 
pursue the matter further.’®' Specifically, he did not investigate to deter- 
mine whether there were any sales of CHARTER OAK whiskey by Continental 
to Springdale. Mr. Seasonwein’s testimony on this point is especially 
worthy of note: “When I found that Continental also had a registration, 
it seemed to me that the more important person was Continental rather 
than Springdale.” 7°? This testimony demonstrates that Continental as a 
member of the Publicker complex commanded Seasonwein’s respect. 

It is also interesting that Seasonwein, in the aforementioned statement 
inadvertently equated label approval with registration. There is no evi- 
dence whatever which would indicate a CHARTER OAK registration by 
Springdale.'** Therefore, Seasonwein having knowledge that label approval 
for CHARTER OAK issued to Springdale and knowing that the only out- 
standing registration of CHARTER OAK belonged to Continental'’** for whom 
Seasonwein admittedly professed respect, it simply did not make good sense 
to allow the matter to remain in that posture. 





98. N.T. 1455-1456; Plf. Br. after Tr. pp. 21-23. 

99. Plf. Rep. Br. p. 36; N.T. 65-67, 1455, 1465-1466. 

100. “Q. If you want to look at the memorandum, just ask me for it. I am going 
to refer to certain sentences: 


“<T (meaning Mr. Heymsfeld) said that I did not see why any expense would be 
justified if he (meaning Dr. Marks) were not using the mark. 

“<He said, Oh, we are using the mark.’ 

“Ts that your recollection? 

“A, That is correct, yes.” (N.T. 1462-1463) 

See also N.T. 1450, 1470. 

101. N.T. 136, 1415; letter received by Seasonwein from Washington counsel dis 
closed certificates of label approval were issued to Springdale Distillery Co. as follows: 
June 8, June 28, 1936; February 4, 8, March 15, 16, June 26, August 27, 1937 (N.T. 
1417). 

102. N.T. 136. 

103. The 1936 report of Mida’s Trade Mark and Patent Bureau, Incorporated to 
Bernheim discloses sole registration of the name CHARTER OAK to Continental. DX 
37 A and B. 

104. DX 8A. 
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The present record uncontrovertibly demonstrates that Continental 
did in fact during the period under consideration sell whiskey to Spring- 
dale’® and although there is no documentary evidence that Springdale 
purchased CHARTER OAK as such, a valid inference to this effect may be 
drawn from the credible testimony’ and a consideration of all the con- 
commitants surrounding these transactions.’°’ The fact of the matter is, 
that Seasonwein did nothing with regard to the Springdale operation after 
he was advised of the certificates of label approval.1°* He did not even 
apprise Heymsfeld of this information, who according to plaintiff, was 
responsible for the decision to discontinue cancellation 3436.'° 

Considering the aforementioned factors, namely, the statement by 
Dr. Marks that Continental was using the mark;'’® the sales of CHARTER 
OAK in bottles by Springdale ;'"' sole registration of CHARTER OAK by Con- 
tinental ;""° defendant’s vehement objection to withdrawing the proceed- 
ings;'!* and that Schenley and Publicker are two giants in the industry, 
reveal rather strongly that the explanation for discontinuance was other 
than economics and nonuse of the mark by Continental.'™ 

The withdrawal of cancellation 3486 placed defendant in a vulnerable 
position. The effectiveness of defendant’s registration was indeed precari- 
ous without knowledge of OLD CHARTER’s next move if one were forthcoming. 
Moreover, if it desired to continue in the Patent Office as a petitioner it 
could deny that the marks were confusingly similar as it had in answer 
to plaintiff’s 3486 petition.’ 








105. N.T. 965-966. From 1934-1939 sales totalled $1,513,034.82 (N.T. 968). 

106. N.T. 935, 1257. 

107. Notes 101, 105, supra. 

108. Note 102, supra. 

109. N.T. 136, 1466-1467, 1497-1499. 

“Q. When you (Seasonwein) got the information from the Washington lawyers as 
to the certificates of label registration issued to Springdale for CHARTER OAK whiskey 
did you bring that to the attention of Mr. Heymsfeld? 

“-. No, sir. 

“Q. You did not? 

“A. It seemed to me to be insignificant. 

“Q. Did you investigate the operations of the Springdale Distilling Company in the 
production and bottling of the CHARTER OAK whiskey? 

“A. No, I did not. As a matter of fact, as you know, when you ask questions and 
get someone to think about a subject, you get to think about why, and I felt that 
was one of Mr. Kalish’s problems. 

“Q. Didn’t you find out that Springdale was bottling CHARTER OAK whiskey which 
they bought in bulk under that name from Continental Distilling Corporation? 

“A, I never found that out; I never investigated that. I know that you have 
claimed that, but I have never seen any proof of it.” (N.T. 1497) 

110. Note 100, supra. 

111. Note 101, supra. 

112 DX 8A, DX 37A and B. 

113. Note 97, supra. 

114. Other avenues of pursuit indicate that perhaps the reason for discontinuance 
was the feeling among the Schenley hierarchy that they would have trouble proving 
the mesne transfers required to establish priority. The record reveals that during the 
pendency of cancellation 3436 plaintiff was engaged in an interference proceeding with 
the mark ROYAL CHARTER (36 USPQ 458, Asst. Comr. 1938; 37 USPQ 831, Asst. Comr. 
1938). This controversy was compromised between the parties and plaintiff was not 
forced to bare the OLD CHARTER chain of title. 

115. Note 17, supra. 
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Defendant could have, however, brought a declaratory judgment 
action if it desired to maintain its denial of petitioner’s 3436 allegation 


of confusing similarity.‘*® Defendant instead chose to proceed in the same 


forum initiated by plaintiff. 

During the 40’s while the marks were in litigation, the parties mer- 
chandised whiskey under the contested marks.*’ 

The present infringement action was commenced on June 28, 1951.""* 

The question of deceptive similarity is one of degree capable of varia- 
tion mainly by three determinants that must be considered to properly 
formulate a decree. Marks are less likely to cause confusion as to source 
where (1) they are not identical; (2) employed on products of differing 
commercial properties; and (3) employed on products marketed for dis- 
similar consumer appeal.’?® 

The marks are not and never have been identical, and although they 
are presently employed on bourbon whiskey the respective packages are 
merchandised in distinctly different price categories.’*° In addition, over 
the years plaintiff’s product has become associated with Kentucky distilling, 
defendant’s with Pennsylvania.**’ 





116. A charge of infringement is peculiarly appropriate subject matter for a 
declaratory judgment action. 6 Moore Fed. Prac. § 57.20. 

117. DX 20; N.T. 1300; PX 25. The evidence discloses that the whiskeys bearing 
the contested marks are aged between 6-7 years before sale. Thus the date of distilla- 
tion is important for a proper evaluation of product activity. For example DX 43, ¢ 
bottle of CHARTER OAK bonded in bond bourbon, 4/5 quart, exhibits the following dates 
on its revenue stamp: “Made 1941”—“Bottled 1947.” 

118. Complaint. 

119. Flintkote v. Tizer et al., —— F.2d ——, 121 USPQ 284 (3 Cir. 1959). 

120. Comparative pricing: 

OLD CHARTER 
April 1, 1950 Mich. 4/5 (86 Pr.) $5.42 
July 17, 1950 Pa. 4/5 és 6.04 
July 17, 1950 W.Va. 5th id 4.90 
April 1, 1958 Pa. 4/5 4 6.47 


CHARTER OAK 


100 Pr. in Bond $4.37 
" 292. 4.83 
” Sth 3.80 
” 4/5 4 yrs. 5.83 
86 Pr. 4/5 4.43 


June 1958 Orlando, Fla. 5th (86 Pr.) OLD CHARTER list $6.40 discount price $4.59; 
5th (86 Pr.) CHARTER OAK list $4.65 discount price 3 bottles for $10. (N.T. 1098-1104) 
(DX 41E.) 

121. Label approval for Kentucky whiskey under the brand CHARTER OAK issued 
to Continental in December 1947 (PX 57). This is the only evidence indicating defen- 
dant utilization of Kentucky whiskey. Defendant explained this use as emanating from 
World War II restrictions which depleted Continental’s reserves, necessitating open 
market purchased (Stipulation, Sept. 19, 1958). 

In view of the circumstances surrounding this transaction and no evidence showing 
that defendant’s reasons for using Kentucky whiskey were other than stated, the court 
affords this event minor consideration and finds that Continental’s CHARTER OAK whiskey 
has become associated with Pennsylvania distilling. 

It is significant that plaintiff attributes to this matter no special application for 
relief. (Pre-Tr. Conf. pp. 8-9) 
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An absolute injunction and an accounting would, under the cireum- 
stances, be too harsh considering that plaintiff could have had this con- 
troversy determined twenty years ago;'** thus to now require defendant 
to completely abandon its market and possibly permit plaintiff to achieve 
an unjustified windfall would afford plaintiff more than it deserves.*** 
In denying plaintiff the relief sought, the court has considered plaintiff’s 
allegation that it was not required to bring an infringement action before 
it commenced the present suit for (1) defendant was not making extensive 
use of its mark prior to the commencement of this action, and (2), the 
controversy was in litigation in the Patent Office and the courts during the 
entire period. 

Plaintiff’s initial contention relevant to nonuse by Continental is 
answered by the uncontrovertible proof in the record. The court credits 
defendant’s testimony indicating use of the mark since 1934.*** 

Plaintiff’s second averment that it need only litigate in one arena at 
a time’ is without merit. The improvident and completely unjustified 
withdrawal of cancellation 3436 over protestations of defendant set in 
chain the lengthy and expensive truncated litigation which plaintiff seeks 
now to avail itself as exoneration for delay in bringing to a prompt deter- 
mination the contested issues.'*° Therefore in the application of the 
traditional discretion of equity in framing decrees, plaintiff is denied the 
plenary relief it seeks.‘*’ 

Against this background, limited injunctive relief will be granted. 
The defendant will be permitted to display its mark CHARTER OAK only in 
conjunction with its corporate name.'** The details of affixing defendant’s 


corporate name to its mark will be left to the ingenuity of experienced 








122. Notes 16, 17, 18, supra. 

123. Procter ¢& Gamble Co. v. J. L. Prescott Co., 102 F.2d 773, 40 USPQ 43 
(29 TMR 105) (3 Cir. 1939); Valvoline Oil Co. v. Havoline Oil Co., 211 F. 189 (4 
TMR 257) (D.C. 8.D. N.Y. 1913); Nims, Unfair Competition and Trademarks, Vol. 2, 
§ 416, fn. 11, p. 1306. 

124. Notes 90, 91, 117, supra. 

125. Taylor Engines, Inc. vy. All Steel Engines, Inc., 192 F.2d 171, 174-175, 92 
USPQ 35, 37 (9 Cir. 1951) ; Noll v. Rinex Laboratories Co., 25 F.Supp. 239, 242 (N.D. 
Ohio 1935), aff’d 99 F.2d 1013 (6 Cir. 1938); Nims, Unfair Competition and Trade- 
marks, Vol. 2, p. 1293; Plf. Tr. Br. pp. 48-50. 

126. If plaintiff had proceeded with cancellation 3436 the issues would have been 
in proper posture from the standpoint of both plaintiff and defendant; thus obviating 
the costly and time consuming piecemeal litigation that followed. 

127. “Injunctions in these cases should be practical as Judge Woodward said, but 
they should be no broader than is necessary to give adequate protection to the plaintiff. 
* * *” Nims, Unfair Competition and Trademarks, Vol. 2, p. 1156. 

See also 68 Harv. L. Rev. 814, 885-895 (1955) ; note 82, supra. 

128. “* * * We believe that plaintiff’s legitimate interests will be protected 
and defendant will suffer no undue injury if defendant is prohibited from displaying 
its mark in a script form and is required to accompany use of its mark by its corporate 
name, * * *” Cohn & Rosenberger Inc. v. Kaufman §& Ruderman, Inc., 113 N.Y.S. 
2d 62, 63, 94 USPQ 13 (42 TMR 662), Supreme Ct. Appellate Div. 1952. 

“A trademark identifies the origin of goods, not their nature. Trademark infringe- 
ment involves confusion of origin, not confusion of goods. * * *” Nims, Unfair 
Competition and Trademarks, Vol. 1, p. 671. 

See also Bond Stores v. Bond Stores, 104 F.2d 124, 41 USPQ 562 (29 TMR 520) 
(3 Cir. 1939). 
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counsel and incorporated in the order.’*® Plaintiff is denied an account- 
ing.13° 

The court deems that the above adjudication comports with the various 
legitimate interests previously enunciated, and the attendant equities. 

The foregoing opinion is adopted as the court’s findings of fact and 
conclusions of law pursuant to F.R.C.P. 52(a). 


Let an order be submitted. 


JOHN MORRELL & CO. v. RELIABLE PACKING CO. 


No. 58 C 1965—D. C., N. D. Illinois, E. Div. — April 6, 1959 
— 121 USPQ 133 


7.211—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Chapter 140 Illinois Rev. Stat. §22 applies notwithstanding absence of com- 
petition between parties. 


Action by John Morrell & Co. v. Reliable Packing Co. for trademark 
infringement, unfair competition and violation of Illinois Rev. Stat. ¢. 140, 
s. 22. Defendant moves to strike third count of complaint. Motion denied. 


Byron, Hume, Groen & Clement, of Chicago, Illinois (Mason, Fenwick & 
Lawrence, of Washington, D. C., of counsel) for plaintiff. 
John Charles Brezina, of Chicago, Illinois, for defendant. 


SULLIVAN, Chief Judge. 

This action to recover damages and for an injunction arises from 
defendant’s alleged misuse of plaintiff’s trademark. The first count of the 
complaint is based on the Federal Trademark Act; the second count claims 
unfair competition; the third count claims a violation of Chapter 140 Ill. 
Rev. Stat. Ann. §22. 

Defendant has moved to strike the third count on the grounds that 
it is inconsistent with the other two, apparently on the theory that the 
Illinois statute does not apply when the parties to an action are in com- 
petition. It is true that that Act applies when the parties are not in 
competition. HMH Publishing Co., Inc. v. Playboy Records, Inc., 161 F. 
Supp. 540, 118 USPQ 144 (48 TMR 1216) (N.D. Ill., 1958). However, there 
is nothing in its language restricting it to that situation. In fact, the clause 
authorizing an injunction includes the phrase “notwithstanding the absence 





129. “* * * Plaintiff is apprehensive that an adjudication that the red oval mark 
was free to defendant’s use ‘would permit Defendant to reduce the size of its oval 
and thereby greatly increase the confusion of Defendant’s mark with Plaintiff’s. If 
defendant undertook to do this, we would have quite a different case, for a very small 
red oval figure might well be deceptively similar to the plaintiff’s red circle mark, * * *.” 
Mishawaka R. & W. Mfg. Co. v. Panther-Panco Rub. Co., 153 F.2d 662, 665, 68 USPQ 
232, 235 (36 TMR 30) (1 Cir. 1946). See Bond Stores v. Bond Stores, supra. 

130. McLean v. Fleming, 96 U.S. 245, 258 (1877); Best Foods v. Hemphill Pack 
ing Co., 5 F.2d 355, 358 (15 TMR 208) (D.C. Del. 1925); Q-Tips, Inc. v. Johnson & 
Johnson, 206 F.2d 144, 98 USPQ 86 (44 TMR 39) (3 Cir. 1953). 
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of competition between the parties.” This seems to indicate that the legis- 
lature feared that the Act might be applied only to competitive situations 
and wished to make sure that both competitive and non-competitive facts 
were covered; and the Illinois Appellate Court has so applied the Act. 
Adams v. Kasgnel, 16 Ill. App.2d 540 (1958). 

The defendant’s motion to strike Count III of the complaint will be 
denied. 


ELECTROLUX CORPORATION, Appellant, v. VAL-WORTH, INC., et al., 
Defendants, and VACUUM CLEANER CONSERVATION COMPANY, 
INC., et al., Respondents 


No. 24— New York Ct. App. — July 8,1959 


7.213—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE 
ADVERTISING 
“Bait Advertising” should be enjoined. 
It is unfair competition, and not merely “lost leader” selling practices, where 
a merchant actively discourages sales of items which he has previously advertised 
in laudatory terms in order to sell different unadvertised goods. 
7.24—REMEDIES—UNFAIR COMPETITION—DEFENSES 
The plaintiff trademark owner, who continued to supply old machines to 
defendant with knowledge that the machines were being rebuilt with parts and 
accessories not manufactured by plaintiff, is estopped from complaining of defen- 
dants’ use of plaintiff’s trademark on such rebuilt machines. 


Appeal from a judgment, entered April 17, 1958, upon an order of 
the Appellate Division of the Supreme Court in the First Judicial Depart- 
ment which (1) reversed, on the law and the facts, a judgment of the 
Supreme Court, entered in New York County upon a decision of the court 
at a Special Term (BENeEpict D. DINEEN, J.), in favor of plaintiff, and 
(2) dismissed the complaint. Stated findings of fact and conclusions of 
law contained in the decision of the court at Special Term were reversed 
and new findings and conclusions made by the Appellate Division in lieu 
thereof. 


Hamilton Hicks for appellant. 

Sidney 8S. Bobbé and Raymond Sacks for respondent. 

Arthur E. Pettit and Carey Vennema for the Singer Sewing Machine 
Company, amicus curiae. 


Chief Judge Conway. The plaintiff is the manufacturer of the widely 
known ELECTROLUX vacuum cleaner. The defendants-respondents are Solo- 
mon Sacks, who does business as “Famous Vacuum Shops” and “Famous 
Appliance Shops,” and Vacuum Cleaner Conservation Company, Inc., of 
which Sacks is the president and principal stockholder. 





Ed. Note: At the time of publishing this issue of The Trademark Reporter,® this 
ease did not appear in any other printed medium, which accounts for the lack of addi- 
tional citations. In the future when citations are omitted, it can be assumed the printing 
of the case was original with U.S.T.A. 
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It appears that respondents have been purchasing used “Model XII” 
ELECTROLUX vacuum cleaners from plaintiff and others since 1948 for prices 
ranging from $3.00 to $7.50 each. Respondents would then disassemble 
the machines, clean and rebuild them, and, when necessary, supply new 
parts and accessories some of which were not manufactured by the plain- 
tiff. The result would then be sold and advertised as “rebuilt ELECTROLUX” 
vacuum cleaners (trademark ELECTROLUX displayed prominently). How- 
ever, a small label and a decalcomania transfer which recite that the ma- 
chine was reconditioned by Famous Vacuum Shops were attached to the 
machine. 

In 1949 plaintiff requested by letter that respondents make it clear 
that the machines have been rebuilt by “Famous” rather than by Electro- 
lux. Since then, respondents have continued to buy thousands of used 
machines from plaintiff, rebuild them and advertise them as rebuilt by 
Famous Vacuum Shops, or Famous Appliance Shops with the full knowl- 
edge and acquiescence of plaintiff until January of 1953. However, the 
plaintiff, though it sold many used machines which it had acquired as 
“trade-ins” to dealers such as respondents, refused at all times to sell 
them new parts and accessories. 


In 1952 respondents arranged for television advertising with a tele- 
vision promoter. They agreed that the commercials would furnish tele- 
phone numbers for prospective inquirers and that telephone responses 


would be turned over to respondents for $2 to $3 each. During the com- 
mercials which were broadcast over four television channels, the actor or 
salesman exhibited a “rebuilt ELECTROLUX,” described it as such in glowing 
terms and offered it for $14.95. Telephone numbers were also furnished for 
prospective inquirers. 

The record further discloses that Adler, an investigator hired by the 
plaintiff, called one of the telephone numbers furnished during the com- 
mercial and requested a demonstration. Subsequently, one Forde, a sales- 
man, arrived at Adler’s home where he demonstrated and sold to him a 
rebuilt machine. But then he attempted to sell a new machine not manu- 
factured by the plaintiff which he claimed was a better machine. However, 
the investigator refused to make any further purchase and subsequently 
turned the rebuilt machine over to plaintiff’s engineers who examined it. 
Although the motor and body were manufactured by Electrolux, some of 
the accessories were not. 

The proof also demonstrates that respondents sold new machines 
manufactured by several of plaintiff’s competitors but that respondents 
did not mention these machines on the commercials. Rather, they offered 
the rebuilt machines at $14.95 for the purpose of attracting prospects to 
whom more expensive new machines not manufactured by plaintiff might 
be sold. Furthermore, respondents’ salesmen were not compensated for 
selling the “rebuilt ELECTROLUX” but rather their compensation depended 
on sales of the other machines. 
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In June of 1953 Electrolux brought an action seeking injunctive 
relief, as well as damages, against Sacks, Vacuum Cleaner Conservation 
Company and others who are not parties to this appeal. After trial before 
the court sitting without a jury, Special Term rendered a decision with 
specific findings of fact, including those set forth above, and conclusions 
of law. 

In addition to the facts already stated, Special Term found that the 
procedure was to endeavor to sell the “rebuilt ELECTROLUX” and then to 
“switch” the transaction to the new machine by ealling the “rebuilt ELECTRO- 
LUX” “just a lot of junk,” and by saying that it looked “silly” and by 
disparaging it generally. Furthermore, respondents would give a salesman 
the names and addresses of four telephone inquirers, four new machines but 
only one “rebuilt ELECTROLUX.” Moreover, the salesman would be in- 
structed not to permit the rebuilt machine to leave his hands but rather 
to disparage it and to try to sell the new machine instead. In addition the 
rebuilt machine could not be sold profitably for $14.95 for the initial cost 
and business expenses compelled respondents to rely on the sale of the 
higher priced machines in order to make the operation a paying one. In 
short, the court found that the telecasts were calculated to give the impres- 
sion that a used ELECTROLUX with ELECTROLUX parts, which retained the 
quality associated in the public mind with plaintiff’s products, was obtain- 
able at a low price whereas respondent’s actual purpose was to discourage 
the purchase of the advertised machines and induce the public to buy costly 
machines of makes other than ELECTROLUX. 

Special Term also found that some of the non-ELECTROLUX parts were 
functionally inferior to the corresponding parts manufactured by the 
plaintiff. Moreover, it was further found that Sacks instructed the tele- 
vision promoter to telecast that the machines were rebuilt by the famous 
vacuum cleaner company (meaning Electrolux, a famous company). This 
use of the word “famous” was held to be deceptive whether used as an 
adjective or a noun. However, the court also found that since January 12, 
1953, when Electrolux made its first complaint in this regard, there has been 
no advertising using the word “famous,” the reference having been changed 
to Parsons Appliance Corporation. 

Special Term concluded, in substance, that it was actionably deceptive 
to advertise the rebuilt machines with the ELECTROLUX name when they 
contained non-ELECTROLUX parts and that it was also actionable to use the 
name without stating that the reconditioning was actually performed by 
Vacuum Cleaner Conservation Company. The court also held that respon- 
dents’ sales practices constituted “bait advertising” and that, as such, it 
was unfair to the public as well as the plaintiff owner of the advertised 
trade name. In addition, the court took the view that plaintiff was entitled 
to damages attributable to defendants’ acts of unfair competition, in an 
amount to be determined by a court-appointed Referee. 
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Accordingly, a judgment was entered thereon which, in substance, 
enjoined defendants from (1) using the word “Electrolux” unless the 
machines were wholly and completely the product of the plaintiff; (2) 
from offering any vacuum cleaner under the trade name ELECTROLUX for 
the purpose of luring prospects with the object of diverting them from 
the advertised article by disparagement or otherwise and for the purpose 
of inducing them to purchase a product not manufactured by the plaintiff; 
(3) from advertising and selling under the name ELECTROLUX a machine 
which was reconstructed by the Vacuum Cleaner Conservation Company 
without stating that the reconstruction was the work of that company; 
(4) from advertising and selling under the name ELECTROLUX and repre- 
senting that the machines were built by someone else than the actual 
rebuilder; and (5) from using the word “famous” in advertising and pro- 
moting vacuum cleaners not rebuilt by plaintiff so that the use of the 
word “famous” was deceptive or misleading. Furthermore, the judgment 
directed that a Referee be appointed to report on the damages attributable 
to the acts of unfair competition including an accounting based on defen- 
dants’ profits. 

The Appellate Division, with one Justice dissenting, reversed certain 
specific findings of fact, made additional findings, reversed the conclusions 
of law, and, accordingly, dismissed the complaint. In addition to finding 
that plaintiff had shown no damages from the acts complained of, the 
Appellate Division found, in general, that respondents’ use of the word 
“famous,” a common trade name, was not deceptive, and, further, that 
there were no representations that the machines were new or rebuilt by 
plaintiff. Moreover, it observed that since 1948 plaintiff has been selling 
old machines to respondents, who, in turn, had since then been using the 
same methods of refurbishing and labelling the machines with plaintiff’s 
knowledge. Furthermore, although the Appellate Division agreed that 
respondents used the rebuilt machines as a lure to sell the new machines, 
it found that defendants did not refuse to sell the rebuilt machines, but 
did, in fact, sell 5,000 of them subsequent to 1948, including the one sold 
to plaintiff’s investigator. 

It readily appears from the foregoing that three types of conduct are 
here involved. The first two which form the essence of the first cause of 
action in the complaint fall into that category of unfair competition where- 
in it is charged that defendants have “palmed off” their goods as those 
of the plaintiff. They are (a) the use of the ELECTROLUX trade name on a 
machine which contains non-ELECTROLUX parts and accessories, and (b) the 
use of the word “famous” on the telecast. The third is respondents’ use 
of the rebuilt machine as a lure to sell other nonadvertised machines which 
is alleged in the complaint as the second cause of action and which shall be 
treated last. 

When the Appellate Division reverses specific findings of fact and 
makes new findings, as in this case, it becomes our duty to determine which 
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findings are supported by the weight of the credible evidence (Civ. Prac. 
Act, § 605; see Roberts v. Fulmer, 301 N.Y. 277, 281 [1950] ; Chamberlain 
v. Feldman, 300 N.Y. 135, 139 [1949]). In this connection, we note that 
the additional finding that respondents have been using the same proce- 
dure of replacing worn and missing parts since 1948 is amply supported 
by the record. In addition, the Appellate Division and the Special Term 
are in essential agreement on the facts as to the prior dealings between 
plaintiff and respondents in which plaintiff sold the old machines with 
knowledge and acquiescence in the fact that the machines would be recon- 
ditioned and sold as rebuilt ELECTROLUX vacuum cleaners. In brief, plain- 
tiff knew what was happening to the machines and, yet, continued to sell 
old vacuum cleaners to respondents although at the same time refusing any 
new parts and accessories with which to repair them. 

The Appellate Division held that plaintiff was estopped from enjoining 
a course of business of which it not only presumably had knowledge, but 
in which it actively participated. We agree in this conclusion. For, as we 
have said in Rothschild v. Title Guar. & Trust Co. (204 N.Y. 458, 461 
{1912]), “Where a person wronged is silent under a duty to speak, or by 
an act or declaration recognizes the wrong as an existing and valid trans- 
action, and in some degree, at least, gives it effect so as to benefit himself 
or so as to affect the rights or relations created by it between the wrong- 
doer and a third person, he acquiesces in and assents to it and is equitably 
estopped from impeaching it.” Assuming that it was actionable to use 
foreign parts in the “rebuilt ELECTROLUX,” plaintiff profited by continuing 
sales of trade-in machines while at the same time refusing to sell genuine 
ELECTROLUX parts to respondents. “One cannot knowingly sanction business 
methods adopted by a rival, much less invite his competitor to engage 
in a business and later recover damages for the alleged losses to his 
business by means which he encouraged.” (William H. Keller, Inc., v. 
Chicago Pneumatic Tool Co., 298 F. 52, 59 (18 TMR 393) [7th Cir., 1923], 
cert. denied, 265 U.S. 593 [1924]; see, also, Landers, Frary & Clark v. 
Universal Cooler Corp., 85 F. 2d 46, 49 (26 TMR 591) [2d Cir., 1936] ; 
Bennett & Sons v. Farmers’ Seed & Gin Co., 288 F. 365, 367 (13 TMR 257) 
[5th Cir., 1923], cert. denied, 263 U.S. 704 [1923]; 2 Nims, Unfair Com- 
petition & Trade Marks [4th ed., 1947], § 416, p. 1303.) Furthermore, 
inasmuch as plaintiff is so estopped from complaining of respondents’ use 
of the trade name Electrolux on old ELECTROLUX machines which had been 
rebuilt with parts and accessories not manufactured by plaintiff, we do 
not consider whether any of the non-ELECTROLUX parts are inferior. Nor 
do we need decide whether under other circumstances the use of those 
parts in the reconditioning and sale of used Electrolux vacuum cleaners 
would be an actionable act of unfair competition. 

The second question results from the use of the word “famous” in the 
telecasts prior to January 12, 1953. Even if we assume that both courts 
deemed it misleading, we observe that there is no question but that this 
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practice was discontinued on television after protest by plaintiff about 
six months prior to the commencement of the action. The Appellate 
Division took the view that this discontinuance six months prior to the 
commencement of the action and the absence of any indication in the record 
that defendants intend to resume the practice render an injunction unnec- 
essary and inappropriate. We are in accord with this result, for the 
extraordinary relief of an injunction is protection for the future and is 
not proper unless the injury is imminent. (See 1130 President St. Corp. 
v. Bolton Realty Corp., 300 N.Y. 63, 69 [1949]; May’s Furs & Ready-to- 
Wear v. Bauer, 282 N.Y. 331, 348 [1940].) In addition, the written use 
of the word “famous” in connection with “Famous Appliance Shops” does 
not seem to be in question, especially since, in 1949, plaintiff merely 
insisted that future radio broadcasts make it clear that the machines had 
been rebuilt by “Famous”. Also, we agree that that part of the injunction 
which restrained respondents from offering machines which were rebuilt 
by Vacuum Cleaner Conservation Company without stating that the 
reconstruction was the work of that particular company was error. Rep- 
resentations that the machines were rebuilt by Parsons Appliance Corpora- 
tion, Famous Vacuum Shops or Famous Appliance Shops would have no 
effect on plaintiff unless they tended to impute the work to Electrolux. 
Therefore, Electrolux is not entitled to have such representations enjoined. 

Accordingly, plaintiff’s first cause of action in the nature of “palming 
off” was properly dismissed. Furthermore, inasmuch as it was an equitable 
eause of action which failed, the trial court could not award damages for 
the alleged deceptive use of the word “famous” on television. “* * * [W]hen 
plaintiff pleads an equitable cause of action only and fails to prove the 
facts relied on to sustain the equity jurisdiction, equity will not retain the 
ease for the purpose of awarding him damages”. (Doyle v. Allstate Ins. 
Co., 1 N.Y. 2d 439, 442 [1956]; see, also, Merry Realty Co. v. Shamokin & 
Hollis Real Estate Co., 230 N.Y. 316, 324 [1921]; Bradley v. Aldrich, 
40 N.Y. 504, 511 [1869].) 

Thus, there remains only the second cause of action. The issue there 
is whether respondents’ sales activities which have been characterized by 
the Special Term as “bait advertising” are actionable and whether an 
injunction will lie. 

The Appellate Division agreed with Special Term that respondents 
were using the rebuilt machines as a lure to sell a more costly machine 
not made by plaintiff. However, they reversed those findings of fact 
which spelled out a sales program lacking any bona fide intent to sell the 
rebuilt machines but instead planning to disparage it in order to “switch” 
the transaction to other machines at the expense of plaintiff’s reputation 
and good name. Most of the evidence on those issues was based on the 
testimony of (a) Adler, the investigator, (b) Forde, the salesman who 
testified for the plaintiff, and (c) of defendant Sacks. There was a sharp 
conflict of testimony, particularly between Forde and Sacks. That raised 
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an issue of credibility which was primarily in the hands of the original 
trier of the facts (Roberts v. Fulmer, 301 N.Y. 277, 285 [1950], supra; 
Smith v. Smith, 273 N.Y. 380, 383 [1937]). In addition, Forde’s testimony 
was corroborated by Sack’s own admissions as to the extent of his expenses 
for selling a $14.95 machine and his admission that he did not pay any 
compensation to any of his salesmen if and when they sold a “rebuilt 
ELECTROLUX” machine. Accordingly, on the basis of the whole record, we 
conclude that those findings of the trial court on this issue which were 
reversed by the Appellate Division are supported by the weight of the 
credible evidence and should not have been reversed. 
Thus, the facts disclose a sales promotion with the following steps: 


1. Advertising a “rebuilt ELECTROLUX” at a very attractive price in 
order to invite inquiry. 


2. Gaining admittance to people’s homes under the guise of answering 
the inquiries, but really for the purpose of selling a much more expensive 
new machine in competition with Electrolux. 


3. “Switching” the transaction by “knocking” or disparaging the 
“rebuilt Electrolux” and introducing the new machine. 

As we have already indicated, we hold that plaintiff may be deemed 
to have allowed its trade name and mark to be employed by defendant in 
the sale of “rebuilt Electrolux” vacuum cleaners. But this is not to say that 
plaintiff has consented that its name and mark be used as a lure in a 
“bait and switch” promotion scheme to sell new vacuum cleaners in direct 
competition with itself. 

Unfair competition was thought at one time to consist generally in 
“palming off’, i.e., “* * * the sale of the goods of one manufacturer * * * 
for those of another.” (Elgin Nat. Watch Co. v. Illinois Watch Case Co., 
179 U.S. 665, 674 [1901]; see, also, Howe Scale Co. v. Wyckoff, 198 US. 
118, 140 [1905] ; Neva-Wet Corp. v. Never Wet Processing Corp., 277 N.Y. 
163, 168 (28 TMR 167 [1938].) Protection from “palming off” has been 
extended in our courts to situations where the parties are not even in com- 
petition. (See, e.g., Cornell Univ. v. Messing Bakeries, 285 App. Div. 490 
[3d Dept.], affd. 309 N.Y. 722 (45 TMR 547) [1955]; Tiffany & Co. v. 
Tiffany Prods., 237 App. Div. 801 (23 TMR 1), affd. 262 N.Y. 482 
(23 TMR 117) [1933]; see, also, Fisher v. Star Co., 231 N.Y. 414, 427 
(11 TMR 333) [1921], cert. denied, 257 U.S. 654 [1921]; Time, Inc. v. 
Life Color Lab., 279 App. Div. 51 [1st Dept., 1951] (42 TMR 56), affd. 
303 N.Y. 965 [1952].) Moreover, in 1918 the Supreme Court of the United 
States refused to limit relief from unfair competition to cases of “palming 
off” in International News Serv. v. Associated Press (248 U.S. 215 [1918] 
(9 TMR 15)) where defendant news gathering service was pirating news 
gathered and reported by plaintiff to eastern newspapers and then trans- 
mitting it, as its own product, to western newspapers in time for publica- 
tion in the west. The Supreme Court commenting that defendant is 
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“endeavoring to reap where it has not sown” (243 U.S. 239) held that 
plaintiff had property rights in the freshly gathered news which might not 
be misappropriated by defendant. The principle that one may not mis- 
appropriate the results of the skill, expenditures and labors of a competitor 
has since often been implemented in our courts. (See, e.g., Madison Sq. 
Garden Corp. v. Universal Pictures Co., 255 App. Div. 459 [1st Dept., 1938] 
(29 TMR 75) ; Mutual Broadcasting System v. Muzak Corp., 177 Mise. 489 
(31 TMR 472) [Sup. Ct., 1941]; Dior v. Milton, 9 Mise. 2d 425 (47 TMR 
35) [Sup. Ct., 1956], affd. 2 A.D. 2d 878; Dejur-Amsco Corp. v. Janrus 
Camera, 16 Mise. 2d 772 (46 TMR 1529) [Sup. Ct., 1956].) Our court 
has recognized that approach in Germanow v. Standard Unbreakable 
Watch Crystals (283 N.Y. 1, 18 [1940]) and in Fisher v. Star Co. (231 
N.Y. 414, 428 (11 TMR 333) [1921], supra). 

The growth of the protection against such “parasitism” reflects the 
requirement that the courts and the law keep pace with the mushrooming 
increases in business complexity and the concomitant opportunities afforded 
thereby for chicanery. As the Appellate Division, First Department has 
said: “Unfair competition is a form of unlawful business injury. * * * The 


inealeulable variety of illegal commercial practices denominated as unfair 
competition is proportionate to the unlimited ingenuity that overreaching 
enterpreneurs and trade pirates put to use.” (Ronson Art Metal Works v. 


Gibson Lighter Mfg. Co., 3 A.D. 2d 227, 230-231 [1st Dept., 1957] (47 
TMR 628).) There is no question that this case involves an ingenious 
scheme put forth by unscrupulous entrepreneurs. But whether it may be 
enjoined as unfair competition is a difficult problem. Although there are 
a number of cases in other jurisdictions which have touched on the problem 
(see, e.g., General Elec. Co. v. Gem Vacuum Stores, 36 N.J. Super. 234 
[1955]; Singer Mfg. Co. v. Redlich, 109 F. Supp. 623 (48 TMR 198) 
[S.D., Cal., 1952]; Admiral Corp. v. Price Vacuum Stores, 141 F. Supp. 
796 (46 TMR 842) [E.D., Penn., 1956]), our research has not disclosed 
any cases where the issue has been squarely presented and decided. 

It is true that a manufacturer may not sue “* * * as a vicarious 
avenger of the defendant’s customers” (Ely-Norris Safe Co. v. Mosler Safe 
Co., 7 F. 2d 603, 604 (15 TMR 515) [2d Cir., 1925]). But if defendants’ 
methods are deceitful and run contrary to accepted business ethics, the 
public policy of the State is relevant, though perhaps not decisive, in evalu- 
ating a claim of unfair competition. Judge DUER observed over a century 
ago: “To protect him * * * [the owner of the trade-mark] is not only the 
evident duty of a court as an act of justice, but the interests of the public, 
as well as of individuals, require that the necessary protection shall be 
given.” (Amoskeag Mfg. Co. v. Spear & Ripley, 2 Sandf. 599, 605 [1849].) 
We are in accord with these sentiments and take the view that it is rele- 
vant that activities of the nature of “bait and switch” advertising are 
deceptive and harmful to the public interest. Although we expressly do 
not comment upon the applicability of criminal prosecution to this case, we 
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need only refer to our recent decision in People v. Glubo (6 N.Y. 2d 461, 
decided April 9, 1959) where we upheld a conviction under section 421 of 
the Penal Law. There, of course, the proof showed an elaborate plan for 
evading delivery of the advertised machines. However, this appeal, though 
it does not show such an elaborate plan and absolute intent and plan not to 
sell the advertised article, certainly discloses that defendants intended to 
avoid selling the rebuilt machine if possible. But, of course, we need not 
characterize respondents’ activities as being subject to criminal prosecution 
in order to label it as injurious to the public. It is sufficient to note that 
they follow the same general format. In addition, though again we make 
no comment as to its applicability, we note that the public policy of this 
State has been recently expressed in section 396 of the General Business 
Law which empowers the Attorney-General to bring injunction proceedings 
against advertising “* * * with the intent, design, or purpose not to sell 
the merchandise, commodity, or service so advertised.” 

The majority of the Appellate Division took the view that an injunction 
here would impinge upon “loss leader” selling where a merchant offers 
goods at a loss in order to attract customers to whom he can make other 
more profitable sales. But this is not a situation where a person comes 
into a store attracted by a bargain and buys other items as well. (See 
Sunbeam Corp. v. Payless Drug Stores, 113 F. Supp. 31 (48 TMR 948) 
[N.D., Cal., 1953].) Here, the customer, who is, as indicated by the dis- 
senting Justice below, trapped in his own home, is faced with a choice 
between the rebuilt machine as to which only he made inquiry and the new 
machine, with the salesman using all of his talents to effectuate the 
“switch”. Furthermore, it is not common for the average consumer to 
purchase two vacuum cleaners at one time, which demonstrates how this 
scheme uses plaintiff’s good name as a weapon against itself in a highly 
competitive market. Finally, one cannot say that it is normal business 
ethics for a merchant to discourage sales of items which he has advertised 
in glowing terms in order to sell different wnadvertised goods. Thus, it is 
difficult to see how an injunction on these facts would impinge upon ordi- 
nary “cut-rate” or “loss-leader” selling practices. 

It is easy to understand the natural outrage which would be experi- 
enced by the management of a reputable firm upon learning that its 
name and mark have been employed in a disreputable scheme to gain 
admission to people’s homes. Aside from the pain caused by possible 
exposure to the ire of those of the public who would feel cheated as soon 
as the salesman revealed his true purpose, there is the pain of having one’s 
good will employed as a weapon in direct competition against one’s self. 
Furthermore, there are substantial legal damages caused thereby, the con- 
tinuance of which equity is empowered to prevent. Respondents’ salesmen, 
as they disparage the rebuilt machine in order to effectuate the “switch”, 
are not likely to attribute any malfunctioning or inferiority to the recon- 
ditioning work of their employer rather than to Electrolux. Thus, the 
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public is made susceptible to a jaundiced view of basic ELECTROLUX design 
or structure. In fact, whether or not the rebuilt machine is a “piece of 
junk” or “silly”, the purchasing public is likely to lose confidence in the 
name and mark of Electrolux. Disparagement or “knocking” is essential 
to this scheme and it results in real damage to Electrolux. This is further 
exaggerated by the fact that the advertisement, which sets up the oppor- 
tunity to “knock” the product, makes profuse use of the name ELECTROLUX 
in glowing terms. Thus, it is clear that those persons to whom respondents 
send their salesmen are conditioned by the advertising to think in terms 
of Electrolux, and the disappointment inevitably caused by the “switch” 
or attempted “switch” is bound to be damaging. Similar sentiments were 
expressed in Bourjois, Inc., v. Park Drug Co. (82 F. 2d 468 (26 TMR 247) 
[8th Cir., 1936]) where defendant was accused of using falsehoods to 
divert customers from plaintiff’s nationally known brand of cosmetics to 
its own brand. The court commented that defamation or false representa- 
tions concerning another’s product “* * * when proven to have been made 
by the clerks of a mercantile corporation as a part of a selling plan or 
system, constitute unfair competition which may be enjoined at the instance 
of the person whose good will is injured thereby.” (82 F. 2d 470; see, 
also, Allen Mfg. Co. v. Smith, 224 App. Div. 187 (18 TMR 435) [4th Dept., 
1928].) Moreover, respondents’ acts of unfair competition are to be dis- 
tinguished from disinterested acts of trade libel. (See, e.g., Reporters’ 
Assn. v. Sun Print. & Pub. Assn., 186 N.Y. 487 [1906] ; Marlin Fire Arms 
Co. v. Shields, 171 N.Y. 384 [1902]; Tower v. Crosby, 214 App. Div. 392 
{1925].) 

It is, in a sense, fruitless to examine each individual step in the scheme 
for actionable wrong. They are so dependent upon one another that one 
can only say that its entirety is an unfair method of direct competition. 
“The various aspects of a plan or scheme, when considered singly, may 
very well appear innocent. The true nature of the plan or scheme is re- 
vealed only when the various aspects are viewed as a totality.” (Matter 
of Castle Hill Beach Club v. Arbury, 2 N.Y.2d 596, 608 [1957].) Moreover, 
this is a scheme which has been made possible only by comparatively recent 
developments in mass communication and advertising, particularly tele- 
vision, and, thus, it does not fall with precision into any previous groupings 
of unfair competition. But this is no reason to deny justice or equity. Thus, 
the trial court was correct in its conclusion that respondents’ activities 
constitute “bait advertising” and should be enjoined. 

In respect to the damages, however, the provision for an accounting 
was improper. “What is true of all actions, is especially true in a suit 
for unfair competition: disposition of each case peculiarly depends upon 
the precise state of facts disclosed.” (Roman Silversmiths v. Hampshire 
Silver Co., 282 App. Div. 21, 27 (483 TMR 1048) [1st Dept., 1953], affd. 
306 N.Y. 894 [1954].) There is nothing here to indicate that the purchasers 
of the rival machines thought that they were doing business with Electrolux. 
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Plaintiff urges upon us the case of Warren, Inc. v. Turner’s Gowns, Ltd. 
(285 N.Y. 62 (31 TMR 167) [1941] ) where we said that “ * * * equity will 
treat the wrongdoer as a trustee for the plaintiff so far as the former has 
realized profits from its acts” (285 N.Y. 68). But there, the defendant was 
giving the impression that it was a branch store of the plaintiff. The 
damage in the instant case is chiefly to the good will and reputation of 
plaintiff corporation. Thus, it would seem that the measure of damages 
would be any loss in business which can be traced directly to respondents’ 
disparagement of the “rebuilt Electrolux.” (See Singer Mfg. Co. v. Redlich, 
109 F. Supp. 623 (48 TMR 198) [8.D., Cal., 1952], supra.) This will no 
doubt be most difficult to prove, due to the widespread and shifting nature 
of the injury which is, of course, one of the reasons dictating injunctive 
relief. But if the plaintiff is able to prove such damages, it should be given 
the opportunity to do so. (See Warren, Inc. v. Turner’s Gowns, Ltd., supra; 
Alexander’s Dept. Stores v. Ohrbach’s, Inc., 269 App. Div. 321 [1st Dept., 
1945] .) 

Accordingly, the judgment of the Appellate Division is modified (1) 
to reinstate the judgment of the Special Term insofar as it provides that 
defendants be enjoined from offering any vacuum cleaner under the trade 
name Electrolux at an attractive price for the purpose of luring prospects 
with the object of diverting them from the advertised article by disparage- 
ment or other like conduct and for the purpose of inducing them to purchase 
a product or products not manufactured by the plaintiff, and (2) to rein- 
state that part of the judgment which provides for a reference on the issue 
of damages but not including defendants’ profits, with costs. 


Judges DESMOND, DYE, FROESSEL, VAN VooRHIS and BURKE concur 
with Chief Judge Conway; Judge Fup dissents and votes to affirm. 

Judgment modified in accordance with the opinion herein and, as so 
modified, affirmed, with costs to appellant. 


DUTCH PANTRY, INC. v. SHAFFER et al., doing business as DUTCH 
KITCHEN RESTAURANT; SAME v. FETTER, doing business as 
MIRACLE DUTCH TREAT 


Nos. 140-1 — Pa. Sup. Ct., E. Dist. — May 28, 1959 — 121 USPQ 650 


7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS 
OF GOODS 
8.41—COURTS—SUMMARY JUDGMENT 
Sufficient similarities in appearance between the parties’ restaurants were 

shown to preclude granting a motion for summary judgment in an unfair com- 
petition suit, where plaintiff used name DUTCH PANTRY and defendants adopted 
names DUTCH KITCHEN RESTAURANT, MIRACLE DUTCH TREAT, and DUTCH KITCHEN 
COOKIN’. 


Two actions for unfair competition by Dutch Pantry, Ine. v. Grant 
L. Shaffer and Doris M. Shaffer, doing business as Dutch Kitchen Restau- 
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rant, and Dutch Pantry, Inc. v. Marjorie Fetter, doing business as Miracle 
Dutch Treat. Plaintiff appeals from Pennsylvania Court of Common Pleas, 
Snyder County, from summary judgment for defendants. Reversed; Bell, 
Justice, dissenting with opinion. 


Leonard R. Apfelbaum and Laird 8. Gemberling, of Sunbury, Pennsylvania, 
for appellant. 

Horace W. Vought, of Middleburg, Pennsylvania, and Michael Kivko, of 
Sunbury, Pennsylvania, for Shaffer et al. 

Sidney Apfelbaum and Joseph F. Ingham, of Sunbury, Pennsylvania, for 
Fetter. 


Before JONES, Chief Justice, and BELL, MUSMANNO, ARNOLD, COHEN, JONES, 
and Bok, Justices. 
Box, Justice. 

Preliminary objections have been sustained in both of these cases, and 
since the legal principles are the same and only the pleaded facts differ 
somewhat, we will consider them together. 

It should be made clear at the outset that the scope of our review is 
narrowed to the question of whether or not summary judgment was proper. 
The law is plain that such disposition should be made, especially when it 
has the effect of putting the plaintiff out of court, only in cases that are 
clear and free from doubt: London vy. Kingsley, 368 Pa. 109, 81 A.2d 870 
(1951) ; Adams v. Speckman, 385 Pa. 308, 122 A.2d 685 (1956). 

It is interesting to note that none of the cases cited by the court below 
to support its action or by counsel for appellee in No. 141 to support its 
argument was disposed of by summary judgment. All were decided after 
hearing. Counsel for appellee in No. 140 has cited some older Federal 
eases to the effect that a motion to dismiss should be granted when it is 
clear that under no state of the evidence could plaintiff make out a case 
of infringement and hence it would be idle to go farther. The monitor 
that he cites for this rule is Van Camp Sea Food Co. v. Westgate Sea 
Products Co., 28 F.2d 957 (19 TMR 189), CCA 9th (1928). 

Applying this measure to the pleaded facts, it is obvious that the court 
below was in error. 

In both cases the court has taken from the Restatement of Torts, Sec. 
729, the following apparatus by which to determine whether the defen- 
dants’ designations are confusingly similar to the plaintiff’s: 


“(a) The degree of similarity between the designation and the 
trademark or trade name in 

I Appearance ; 

II Pronunciation of the words used; 

III Verbal translation of the pictures or designations in- 
volved ; 

IV Suggestion. 
“(b) The intent of the actor in taking the designation ; 
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“(e¢) The relation in use and manner of marketing between the 
goods or services marketed by the actor and those marketed by the 
other ; 


“(d) The degree of care likely to be exercised by purchasers.” 


See also Thompson-Porcelite Co. v. Harad, 356 Pa. 121, 51 A.2d 605, 
73 USPQ 196 (37 TMR 362) (1947). 

The complaint in No. 140 lists some of the points of similarity between 
the two restaurants as follows: 


“A. The name of your plaintiff’s restaurant is the DUTCH PANTRY 
and that of the defendants is DUTCH KITCHEN RESTAURANT 

“B. The object of both restaurants is precisely the same, to wit, 
the preparation and serving of foodstuffs to the public generally ; 

“C. The names of both restaurants appear on the marquees and 
are of the same color, size, and design; 

“TD. The outward appearances of both restaurants are similar in 
that both have constructed marquees, under which the public is re- 
quired to enter their respective restaurants ; 

“KE. Both restaurants employ, for design, a trough or space filled 
with shrubbery throughout the front of the respective buildings; 


“RK. Both restaurants employ the use of a Dutch girl figure prom- 
inently displayed on the front of the respective buildings; 


“G. Both restaurants employ the same type and color of weed, 
glass, and plastic in their respective marquees; 


“H. Both restaurants are located in Snyder County, Pennsylvania, 
along U.S. Highway Route 11-15.” 
The complaint in No. 141 has a similar list: 

“A. The name of your plaintiff’s restaurant is DUTCH PANTRY. 


That of the defendant is MIRACLE DUTCH TREAT; with another name 
prominently displayed entitled DUTCH KITCHEN COOKIN’ ; 


“B. The object of both restaurants is precisely the same, to wit, 
the preparation and serving of foodstuffs and meals to the public 
generally ; 

“C. The names of both restaurants appear prominently on the 
premises and are of the same size; 


“TD. Defendant has constructed and maintained a windmill on 
her premises, and plaintiff has a trademarked windmill on its premises; 


“EK. Both restaurants are located in Monroe Township, Snyder 
County, Pennsylvania, on the eastern side of U.S. Routes 11-15; 


“F’. Defendant has de-emphasized the name MIRACLE in her fic- 
titious name of MIRACLE DUTCH TREAT.” 


The court below limited its consideration of similarities in both cases 
to the names, and it assumed the duty of the fact-finder in saying, also 
in both cases: “there is no similarity in appearance, pronunciation, sound, 
or meaning.” These are not matters of law. 


We are unwilling to take judicial notice that the phrase “Pennsylvania 
Dutch” has only one meaning or that it is a compound of factors whose 





Vol. 49 T.M.R. DUTCH PANTRY, INC. v. SHAFFER ET AL. 975 








meaning can be apprehended in only one way. Rather, we may take judicial 
notice of the historical and ethnic fact that the word “Dutch” itself is 
wrongly used, since it refers not to the only people who have a right to it, 
namely, the citizens of The Netherlands, but to those whose ancestors were 
Swiss or Palatinate Deutsch, or German. It cannot, therefore, follow 
irresistibly that everything connected with the central Pennsylvania area 
which loosely uses the word “Dutch” must be of one type and not of 
another. The Dutch girl and the windmill involved here may depict the 
local variety or the Netherlands, the German, or the Swiss. 

Even, without such precision of origin, there are the differences in 
shape, style, color, size, and arrangement of the restaurants, including the 
marquees, the windmills, the signs, the Dutch girls and the shrubbery beds. 
And in dealing with a colorful and concentrated area such as the “Penn- 
sylvania Dutch country,” the use of the key word, “Dutch,” raises at once 
the possibility of establishments, if they otherwise resemble each other, 
being under the same management. It might even be regarded as a word 
ordinarily belonging to the public but through special local circumstances 
acquiring a secondary meaning: Golden Slipper Square Club v. Golden 
Slipper Restaurant & Catering, Inc., 371 Pa. 92, 88 A.2d 737, 93 USPQ 484 
(42 TMR 672) (1952). In Hartman v. Cohn, 350 Pa. 41, 38 A.2d 22, 64 
USPQ 445 (35 TMR 18) (1944), the name DUNDEE was held to have ac- 
quired a special meaning and was given protection. 

The other features of the restaurants therefore acquire critical im- 
portance in the basic issue of whether the public has been misled and 
confused. That issue is peculiarly one of fact, since it represents a con- 
geries of sense perceptions in the traveler. Such an issue rarely lends itself 
to summary judgment. After the trial and the establishment of the 
comparative facts, the applicable rules may have to be applied more strictly 
than they can be at the present stage of the proceedings, when we face 
nothing more substantial than the impossibility of being dogmatic about 
factors over which men may disagree. 

In short, it cannot be said that under no state of the evidence as fore- 
shadowed by these complaints could plaintiff make out a case. 

As Mr. Justice Bell said in KoolVent Metal Awning Corp. v. Price, 368 
Pa. 528, 84 A.2d 296, 91 USPQ 378, 380 (42 TMR 129, 132) (1951): “All 
that is necessary is that the court shall find from the evidence that the name 
or mark or label, or the conduct and practices of the defendant actually 
confused and deceived or that it is reasonably likely that the average pur- 
chaser will be deceived.” There should be a hearing to fix such elements 
of fact. 

The judgment is reversed in each case, with a procedendo. 


BELL, Justice (dissenting). 
In KoolVent Metal Awning Corp. v. Price, 368 Pa. 532, 91 USPQ at 
380 (42 TMR at 131) the Court said: “The law in this class of cases is 
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well established; its application to different facts and circumstances is 
sometimes difficult. Descriptive, geographical and géneric words, as well 
as words of common usage belong to the public and are not capable of 
exclusive appropriation by anyone. Even though a word or phrase or mark 
has acquired a special or secondary meaning, and there was no averment 
by complainant that its name had acquired a special or secondary meaning, 
the right of protection does not extend a monopoly to every word in the 
name, but the protection will be afforded only against names or marks 
which are deceptively similar thereto and consequently are likely to con- 
fuse the public: Quaker State Oil v. Steinberg, 325 Pa. 273” (27 TMR 146). 

No one can possibly acquire an exclusive right, appropriation, trade- 
mark or trade name in or to the use of the word DuTcH, especially in Penn- 
sylvania Dutch country, nor, I believe, to the figure of a Dutch windmill, 
or even a Dutch girl. 

The similarity or dissimilarity of the names is the most important 
factor or test in determining the basic issue of violation of a trade name. 
An example will make this strikingly clear. If the Washington “Senators” 
filed a bill to enjoin the New York “Yankees” from using that name since 
it would likely mislead, confuse and deceive baseball fans, because both 
teams play baseball; they use the same baseballs and the same ball parks; 
their gloves and bats are of the same design, color and size; they have the 
same number of players; they play under the same rules and at times under 
the same lights; and they have the same umpires. In spite of all these 
similarities, any judge could decide from the name alone—without the 
aid of a jury, and without watching the teams play—that the buying public 
would not be misled or deceived into mistaking the Yankees for the Senators, 
or even vice versa. 

The name, MIRACLE DUTCH TREAT, is so very dissimilar to DUTCH PANTRY, 
INC., as to enable the Court to say that it is clearly not deceptively similar 
to DUTCH PANTRY, INC., and it certainly is not likely to confuse or deceive 
the eating public. In other words, even a stranger in Pennsylvania Dutch 
country would instantly know—without the aid of a jury or even a judge— 
that a “Pantry” is very different from a “Miracle Treat.” 

For these reasons I would affirm the judgment of the lower court in 
Dutch Pantry, Inc. v. Miracle Dutch Treat. 
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BARGAIN BARN, INC. v. ZIPPER 
N. Y. Sup. Ct., Spec. Term, Kings Co. — June 9, 1959 — 121 USPQ 645 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 
Defendant, a retail establishment adjoining plaintiff’s highly advertised store, 
BARGAIN BARN, by displaying at the front and entrance of its store merchandise 
of the nature featured in plaintiff’s advertisements, as well as signs reading “Main 
Entrance” and others emphasizing the word “bargain,” misled public into believing 
that its store was plaintiff’s, thus unfairly diverting customers. 


Action for unfair competition by Bargain Barn, Inc. v. Zipper. Plain- 
tiff moves for temporary injunction. Motion granted. 


FRIEDMAN, Justice. 

Plaintiff brings this action for an injunction restraining defendant 
from displaying advertising signs and other medium of display which 
allegedly tend to mislead the public into patronizing defendant’s place of 
business instead of that operated by the plaintiff. The complaint, in addi- 
tion to asking for injunctive relief, also prays for damages allegedly sus- 
tained by the plaintiff. 

Plaintiff now moves for a temporary injunction restraining defendant 
from maintaining the said signs and other displays which plaintiff contends 
mislead the public and interfere with plaintiff’s normal business activities. 

The parties occupy stores adjacent to one another on Coney Island 
Avenue near Eighteenth Avenue in the Borough of Brooklyn, City of 
New York. Plaintiff alleges and has submitted proof to the effect that it 
advertises extensively, expending large sums of money therefor and inform- 
ing the public through newspaper as well as other advertisements that 
plaintiff sells at retail many various types of merchandise. A copy of one 
of the advertisements showing about a third of a page in one of the news- 
papers published on May 21, 1959, is made a part of the motion papers, 
and the public is informed that discounts of up to 70 per cent, may be 
secured by patronizing plaintiff’s place of business. The advertisment 
publicizes items such as televisions, swimming pools, luggage, phonographs, 
refrigerators, washing machines, air conditioners, clothes driers, window 
fans, summer furniture, barbecue equipment and many other items. It is 
apparent that the public, informed through these advertisements of the fact 
that they may save up to 70 per cent, off of the list price of these many 
assorted types of merchandise, will be attracted to plaintiff’s place of busi- 
ness. When plaintiff moved into its present premises in March of 1955, 
defendant was then in the business of manufacturing automobile seat covers. 
A large sign over its place of business so indicates. In his affidavit in 
opposition, defendant concedes that fact and further concedes that it was 
some time in 1957, when after noticing that plaintiff had for several years 
before that time been dealing in garden furniture, he, the defendant, 
decided “to take in a line of garden furniture.” According to defendant’s 
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claim, plaintiff then attempted to divert automobile seat cover customers 
from defendant’s place of business by placing a misleading sign on a truck 
which was parked in front of the premises. In addition, defendant claims, 
the plaintiff’s officer did other things to entice defendant’s customers away 
from defendant’s place of business. It was because of this fact, defendant 
claims, that he then decided to place several signs marked “main entrance” 
in front of his premises in order “that there cannot possibly be any mis- 
construction or misleading inference to the public.” 

An examination of the photographs attached to plaintiff's moving 
papers indicates that defendant’s main industry seems to be the manu- 
facture and installation of auto seat covers, while plaintiff’s business is 
that of selling the merchandise items previously referred to at bargain 
prices. It is obvious from the photographs before the court that not only 
did defendant install the signs reading “main entrance” and in fact in- 
stalled three of them although there appears to be but one actual entrance 
to the premises, with a small door alongside of the big door, both of them 
actually leading to the same place, but that in addition defendant has 
hung from the top of his building in a prominent manner several items of 
garden furniture such as are advertised by defendant. The front of defen- 
dant’s store shows prominently displayed directly at the entrance thereto 
and in front of the store, many other items of merchandise, such as are 
prominently set forth in the newspaper advertisement of the plaintiff. In 
addition, the physical location of both places of business becomes im- 
portant. Defendant’s place of business is closer to the corner of Eighteenth 
Avenue than is plaintiff’s. The court takes judicial notice of the fact that 
buses running along Eighteenth Avenue and along Coney Island Avenue, 
discharge their passengers at the corner where the two streets meet, since 
that corner is a regular bus stop for all buses going in both directions on 
both streets. Those intending to patronize plaintiff’s place of business, must 
of necessity pass by defendant’s store before getting to plaintiff’s store. 
Walking along the sidewalk as they do the signs “main entrance” and the 
display of garden furniture and other items of merchandise in front of 
defendant’s place of business very readily mislead the public so that while 
intending to go to plaintiff’s place of business they actually wind up in the 
store operated by the defendant. Affidavits which are part of plaintiff’s 
moving papers indicate that customers have been so misled and that, not 
only has the business of the plaintiff suffered by reason thereof, but irre- 
parable harm has been caused to plaintiff’s reputation as a reliable place 
where merchandise may be bought at bargain prices. 

It was apparent upon the argument of this motion, that defendant’s 
attorney very promptly and frankly conceded to the court that his client’s 
display of the signs “main entrance” was improper and should be enjoined. 
When plaintiff’s attorney stated that another sign bearing the word 
“bargain” was displayed over the weekend, defendant’s attorney agreed 
that this sign too should be removed. In his opposing affidavit, defendant 
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however, contends that this should be the limit of the injunction which this 
court should grant, and sets forth a claim that plaintiff’s attorney had 
agreed over the telephone with defendant’s attorney, that an injunction 
decree with respect to these two types of signs should be entered, “and that 
thereupon the action for damages herein will be discontinued by the plain- 
tiff, without costs, and that no further injunctive relief will be sought 
herein.” Plaintiff’s attorney, however, denied that any such agreement 
had been reached, contending that his client was entitled to an injunction 
as against any unfair selling and advertising practices. But plaintiff’s 
attorney did agree that if all such unfair advertising methods were dis- 
continued by defendant, that plaintiff would not insist upon its claim for 
money damages. 

There may not be both a discontinuance of the action and an order 
of injunction. If the action is discontinued, there is no action in which the 
injunction order may be entered, and it is apparent that plaintiff never 
intended to actually discontinue this action except perhaps, in so far as 
the claim for money damages is concerned. 

The court is satisfied that the actions of the defendant and his method 
of advertising was part of a planned scheme whereby plaintiff’s business 
customers would be diverted to defendant’s store, whereby plaintiff would 
be injured in both its business and its reputation. 

Those who engage in free enterprise are entitled to every protection 
from the courts against fraud and deception and unfair practices. While 
the court may not restrict defendant in the type of merchandise which 
defendant desires to sell, it can and will restrain conduct and action which 
are calculated to deceive and which are deliberately planned to injure a 
competitor. There is nothing before the court which indicates that plain- 
tiff’s investment of many thousands of dollars for the purpose of advertis- 
ing its products, should not inure to the benefit of the plaintiff rather than 
to the defendant. Displaying a sign reading “main entrance” when there 
is but one real entrance to defendant’s place of business was evidently a 
plan designed to mislead the public. When the motion papers in this case 
were served, and defendant, after consulting with his own attorney, re- 
moved the signs reading “main entrance,” he attempted to display another 
misleading sign containing the word “bargain,” evidently for the purpose 
of indicating to the public that his place was in fact the “Bargain Barn.” 
It is evident that only by a full and complete injunction will plaintiff’s 
rights be protected. 

Plaintiff is entitled to be protected from any future menace, as occurs 
in cases of trademark confusion or purchaser deception. Admiral Corp. v. 
Penco, Inc., 203 F.2d 517-520, 97 USPQ 24, 27 (43 TMR 616) ; Gannert 
v. Rupert, 127 F. 962; Cecile Gagnon Co. v. Bourjois, Inc., 223 F.2d 731-733, 
106 USPQ 203, 205 (45 TMR 1339). A restraining order will prevent 
confusion and will give plaintiff the protection to which it is entitled 
Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52-56; Tiffany & 
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Co., v. Tiffany Productions, Inc., 147 Mise. 679 (23 TMR 1), aff’d 237 App. 
Div. 801 (23 TMR 117), aff’d 262 N.Y. 482; Martha Washington Candies 
Co. v. Martha Washington Ice Cream Co., 280 App. Div. 256, 93 USPQ 483, 
304 N.Y. 974 (42 TMR 663) ; Santa’s Workshop, Inc. v. Sterling, 282 App. 
Div. 328, 329-30, 98 USPQ 463, aff’d 3 N.Y.2d 757, 114 USPQ 179. 

Accordingly the motion of the plaintiff is in all respects granted, and 
defendant will be restrained in the order to be entered herein from in any 
way displaying signs such as “main entrance,” BARGAIN, BARN or from 
displaying in front of its premises merchandise similar to that offered and 
sold by the plaintiff or from in any other manner so conducting its business 
or its advertising in front of its place of business so that the publie will be 
misled. 


REGENT SHEFFIELD, LTD. v. REO PRODUCTS 
MANUFACTURING CORPORATION 


N. Y. Sup. Ct., Spec. Term, N. Y. Co. — June 19, 1959 — 121 USPQ 647 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 
Where defendant voluntarily altered appearance of package, remaining use of 
common phraseology, “Guaranteed Forever Sharp,” “Micro Serrated Edges,” “The 
Finest Name in Cutlery,” on packages for its cutlery is lawful despite plaintiff’s 
use of similar words. However, defendant’s use of REGAL as a name for its goods 
competes unfairly with plaintiff’s REGENCY unless accompanied by defendant’s trade 


name as the source. 


Action by Regent Sheffield, Ltd. v. Reo Products Manufacturing Cor- 
poration for unfair competition. Judgment for plaintiff. 


HOFSsTADTER, Justice. 

Plaintiff seeks an injunction to restrain defendant from unfairly 
competing with plaintiff and for damages. Prayer for relief is predicated 
on the claim that defendant, with intent to mislead, is imitating plaintiff’s 
style and arrangement, format and wording, boxing and packaging, of 
cutlery products. 

Plaintiff and its predecessor have been engaged in the cutlery business 
since 1950 and have continuously used the name REGENT in Old English 
style printing on their cutlery, labels, packaging and advertising. They 
adopted and used the following slogans on their packages, labels and 
advertising: “forever sharp,” “micro serrated edges” and “the greatest 
name in cutlery.” 

From 1950 to date sales of cutlery by plaintiff and its predecessor 
amounted to large sums; they have approximately two thousand customers 
in the United States. They have spent large sums of money to advertise 
and promote the trade name REGENT and their line. 

Defendant was incorporated in April, 1958, and began selling cutlery 
in June or July, 1958. It uses the trade name REGAL CREST in the sale of 





Vol. 49 T. M.R. REGENT SHEFFIELD, LTD. v. REO PRODUCTS 981 








its cutlery. When it began doing business it adopted also the trade name 
REGAL CREST SHEFFIELD. The guarantee contained in defendant’s boxes of 
cutlery features the trade name REGAL CREST SHEFFIELD, and it appears on 
defendant’s cutlery and in its advertising—including its catalogues. 

Defendant uses said trade names in Old English type, the same as 
plaintiff. Defendant copied two of plaintiff’s slogans exactly, to wit: 
“Forever Sharp” and “Micro serrated edges,” and as to plaintiff’s third 
slogan “The greatest name in cutlery” the defendant uses “The finest name 
in cutlery” and these three slogans appear on defendant’s boxes of cutlery 
in the identical positions as they appear on plaintiff’s boxes. No other manu- 
facturer uses these slogans. 

Defendant obtained plaintiff's inner and outer boxes from plaintiff’s 
box manufacturer and made up, through another box manufacturer, exact 
copies of plaintiff’s inner and outer boxes; it also made an exact copy of 
plaintiff’s display, using the combination of the latter’s specially designed 
handle and boot holster, with the same color combination. Defendant also 
used the identical wording on the inner and outer boxes as used by plaintiff, 
including slogans, and these were set up in the same positions as on plain- 
tiff’s boxes. Defendant insists that it had never intended to deceive the 
public or customers by indicating that it was in any way connected with 
the plaintiff. It offered evidence that all of its advertising, order blanks, 
stationery, calling cards, telephone listings, names on the door and all 
other manners of communication with its customers or any proposed cus- 
tomers were by use of the name REO PRODUCTS MANUFACTURING CORP., the 
corporate name of the defendant, and that the name REGAL CREST was used 
as a trade name for its product, not as a company name. 

The bulk of the exhibits consisted of cutlery, packages of cutlery, 
individual steak knives, advertising material and other physical exhibits 
tending to show the contentions of the respective parties. 

At the close of the trial, I indicated that I was not concerned with 
the question of the similarity of the cutlery, or in the arrangement of the 
cutlery in the respective packages produced by the parties herein. For, 
I deemed these and related matters fairly within the realm of free competi- 
tion—as distinguished from unfair competition. Moreover, the word “Micro” 
is in common use to indicate something small; even one of the plaintiff’s 
suppliers uses this name in its title “Micro Machine.” The phrase “Guar- 
anteed Forever Sharp” is also not a fanciful phrase, but is a guaranty. In 
fact, it creates a contractual relationship between the manufacturer and its 
customers. There words in various forms have been used by manufacturers 
of many different items for many years and the plaintiff has no exclusive 
right to them or any other words in the English language. It would be 
different if they were coined words or had a special significance to the 
product of the plaintiff. 

The phrases “The Greatest Name in Cutlery” and “The Finest Name 
in Cutlery” have not been shown to be anything other than an advertising 
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blurb. No significance has been attached to plaintiff’s slogan and it has 
not been shown that any customer has ever identified this phrase with 
plaintiff’s property. In any event, since the trial the defendant has dis- 
continued the slogan, “The Finest Name in Cutlery.” 

In discussion with the court after the trial, the defendant agreed to 
change the printing and letter arrangement on its inside and outside boxes. 
It has submitted a photograph of the proposed new wording and arrange- 
ment of the lettering. 

[ conclude that defendant has done or will have done all that can 
fairly be required of it; and if it adheres to the changes already made 
and now proffered, no further relief against it is indicated—with one 
important exception, namely, with respect to the trade name—as distin- 
guished from its corporate name—which defendant uses, i.e., REGAL. The 
continued use of this trade name in connection with the sale of its cutlery 
—in its catalogue, on boxes, &c.—in the context of other matters already 
referred to, is misleading and confusing. Such deception—whether in- 
tended or resultant—and confusion can only be eliminated either by dis- 
continuance of the trade name REGAL, or the employment—whenever the 
defendant does use the trade name REGAL—of a legend “the product of 
Reo Products Manufacturing Corp.’”—the defendant’s corporate name. 

The defendant is offered such a choice. If it discontinues the trade 
name of REGAL—or adds the legend if it continues that trade name—it 
fairly places itself beyond the reach of further injunctive sanction—not- 
withstanding other matters of which the plaintiff has complaint. 

For we must draw on the total mise en scene in search for the answer 
whether deception and confusion and resultant unfair competition, or a 
phase of free competition in the market place, is present in any given case. 
There are necessarily some conflicts in trade; the matter resolves itself 
into one of degree—permissible degree. For, as Holmes often remarked, 
in most matters of the law the question is one of degree! Here the trade 
name, without any indication of the corporate aegis of the product, is the 
objectionable feature which translates what might be regarded within the 
ambit of free competition into the realm of unfair competition. 

For, as we have been instructed: “Most definitions of unfair compe- 
tition found in opinions of course are written in terms of ‘passing off.’ 
Unfair competition consists in the use of methods, brands or advertising 
matter, intended to cause, or in fact causing confusion in the trade, or 
intended to mislead the trade into the belief that the goods of the person 
or firm marketed under such similar device are the goods of the person or 
firm who has established a trade and acquired a good will in business in 
connection with the rightful use of such trade token. Peters Mill Co. v. 
International Sugar Feed No. 2 Co., 262 F. 336, 340 (10 TMR 207), C.C.A. 
6th. This is nothing but a convenient name for the doctrine that no one 
should be allowed to sell his goods as those of another.” Vogue v. Thompson- 
Hudson Co., 300 F. 509, 512 (15 TMR 1), C.C.A. 6th. See “The Law of 





Vol. 49 T. M.R. REGENT SHEFFIELD, LTD. v. REO PRODUCTS 983 





Unfair Competition and Trade Marks, Nims, 5th Ed.” As Nims says: “The 
law of unfair competition does not give to one dealer the sole right to use 
a certain form or shape or feature of merchandise even though he may 
have been the first to use it” (p. 373). 

An example of the application of this proposition is found in a leading 
case in the courts of Massachusetts (Flagg v. Holway, 178 Mass. 83, 59 
N.E. 667) where the defendant copied a zither originated and manufactured 
by the plaintiff. The shape and styling was the same and even the arrange- 
ment of strings. Mr. Justice Holmes wrote the decision and stated in part: 
“Under the circumstances the Defendant has the same right that the 
Plaintiff has to manufacture instruments in the present form, to imitate 
the arrangement of the Plaintiff’s strings or the shape of the body. In the 
absence of a patent, the freedom of manufacture cannot be cut down under 
the name of preventing unfair competition.” The court further stated 
that the only thing that the defendant does not have the right to steal is 
the good will attaching to the plaintiff’s personality, the benefit of the 
public’s desire to have goods made by the plaintiff. 

That is precisely why I conclude that defendant must discontinue the 
name REGAL or qualify it by indicating the source of the manufacture of the 
product so labelled. But plaintiff has no proprietary right or interest in the 
slogans and phrases used in common; their use does not constitute unfair 
competition. They are good English words and constitute merely a de- 
scription of the product—they have no fanciful signification, as I have 
already indicated. 

In Germanow v. Standard Unbreakable Watch Crystal, 283 N.Y. 1, the 
court stated: “When we consider the argument that defendant’s conduct 
has been competitively unfair and amounts to improper business practice, 
we must remember that the defendant is to be judged and its conduct 
examined in the light of the morals of the market place. Plaintiffs and 
defendant are business competitors in a small field where each is striving 
for business. The granting of an injunction here would give magic efficacy 
to the sale of a cabinet. No precedent exists in the recorded decisions on 
unfair competition where under similar facts an injunction has been 
granted. Such a step would extend the doctrine of unfair competition 
much too far” (page 15). 

The foregoing constitutes the decision of the court pursuant to section 
440 of the Civil Practice Act. Settle judgment accordingly. 
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ESSO STANDARD OIL COMPANY v. BIGELOW-CLARK, INC. 
Appl. No. 6378 — CCPA — April 28, 1959-— 121 USPQ 519 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Trademark registration constitutes prima facie evidence of ownership and use 
of marks on the goods set forth in the registration. Absent contradictory evidence, 
no further proof as to such use is necessary. 

3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Commissioner’s statement that opposer’s merchandise is ordinarily sold for in- 
dustrial use is unsupported by evidence of record. The record offers no basis for 
limiting the presumption of use, arising from opposer’s registration, to wholesale 
or industrial users. 

Absent evidence to the contrary Court holds as a matter of common knowledge 
that opposer’s petrolatum is sold as an over-the-counter item; parties appear to 
agree that this is true of applicant’s merchandise though no evidence thereof is 
of record. 

Burden is not upon the opposer to show by appropriate evidence that opposer’s 
and applicant’s merchandise are marketed in the same manner; given similarity of 
the goods, the scope of registration and other above noted circumstances made it 
incumbent upon applicant to establish that goods were marketed in different 
manners, 

That opposer sells petrolatum wholesale as specimens might suggest, cannot be 
taken as showing that it is not also sold retail; it cannot restrict the prima facie 
case made out by opposer’s registration. 

Earlier decision holding it incumbent upon registrant opposer to submit evi- 
dence of character and extent of use other than its registration, even in the absence 
of evidence rebutting such use, is at variance with later decisions and will not be 
followed. 

3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

PARM and PARMO have strong similarity and opposer’s merchandise is a com- 
mon over-the-counter item as is applicant’s, sold in the same kind of stores to the 
same class of purchasers. Concurrent use would be likely to lead to confusion or 
mistake. The Commissioner’s decision dismissing the opposition is accordingly 
reversed, 


Opposition proceeding No. 33,248 by Esso Standard Oil Company v. 
Bigelow-Clark, Inc., application Serial No. 649,684 filed July 2, 1953. Op- 
poser appeals from decision of Commissioner of Patents dismissing opposi- 
tion. Reversed. Worley, Judge, dissenting with opinion. 

Case below reported at 47 TMR 55. 


William E. Schuyler, Jr., and Francis C. Browne (Thomas L. Mead, Jr., 
Andrew B. Beveridge, and Mead, Browne, Schuyler & Beveridge, of 
counsel), of Washington, D.C., for appellant. 

James W. Fitzsimmons, of Poughkeepsie, New York (Robert C. Sullivan, 
of Washington, D.C., of counsel), for appellee. 


Before O’CoNNELL, Acting Chief Judge, and Wor.LEy, RicH, and Martin, 
Associate Judges. 


MartTIn, Judge. 


This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, affirming the decision of the 
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Examiner of Interferences, dismissing a notice of opposition by Esso Stand- 
ard Oil Company, appellant, to the registration by Bigelow-Clark, Inc., ap- 
pellee, of the word PARM as a trademark for an antiseptic rubefacient for 
massaging, and as a palliative for minor cuts, bruises, and skin irritations, 
in Class 19—Medicines and Pharmaceutical Preparations. 

The opposition was based, in part, on opposer’s use of the mark PARMO, 
and, in part, on its registration, No. 153,870, of that mark for use on petro- 
latum in Class 6, “Chemicals, medicines and pharmaceutical preparations.” 
No testimony was presented by either party, but the following stipulation 
was agreed to: 


Stipulation of facts, December 3, 1954 


It is mutually stipulated and agreed by and between counsel for op- 
poser, Esso Standard Oil Company, and counsel for applicant, Bigelow- 
Clark, Ine., the Honorable Commissioner of Patents consenting, that the 
following facts be deemed established for the purpose of the above entitled 
proceeding only. 


I. Opposer’s predecessor adopted and used at least as early as 1920, and 
opposer is still using in commerce among the several States which may 
lawfully be regulated by Congress, the trademark PAaRMo for liquid and 
semiliquid petrolatum and oils. 


II. Opposer is the owner of U.S. Trademark Registrations Nos. 153,870 
and 261,794, each of which is valid, subsisting, unrevoked and uncancelled. 


III. Opposer has registered its trademark PARMO in foreign countries 
and sells its liquid and semiliquid petrolatum and oils under said trademark 
not only throughout the United States but also in commerce with foreign 
countries. 


IV. Applicant has used the mark sought to be registered since June of 
1953 in connection with an antiseptic rubefacient. 


V. Liquid and/or semi-liquid petrolatum is used as an ingredient of 
rubefacients. 


VI. The sole question for determination by the Examiner of Trade- 
mark Interferences is whether or not the mark PARM, when applied to 
applicant’s goods, namely, a rubefacient, so resembles opposer’s previously 
used and registered trademark PARMO for liquid and/or semi-liquid petro- 
latum, as to be likely, when applied to the goods of the applicant, to cause 
confusion, mistake or deception of purchasers, within the meaning of Section 
2(d) of the Trademark Act of 1946. 

In view of the stipulation, the sole issue here is whether concurrent use 
of PARM and PARMO, on the goods of the respective parties would be likely 
to result in confusion in the trade. 
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It is evident that PARM and PARMO so closely resemble each other that 
their concurrent use as trademarks on similar goods, marketed in a similar 
manner, would be likely to result in confusion in the trade. 

The examiner held that “The burden is upon an opposer to prove facts 
in support of his complaint from which it can be determined that he is 
entitled to the relief sought,” and that such burden had not been sustained 
since the only use of petrolatum mentioned in the stipulation was as an 
ingredient of rubefacients, and the record failed to show that the respec- 
tive goods of the parties had similar uses. 

The Commissioner, in affirming the examiner, 112 USPQ 278, 279, 
stated that “Liquid and semiliquid petrolatum are ordinarily sold for indus- 
trial use, and there is nothing in the record here to indicate that opposer’s 
petrolatum is otherwise sold” and that “applicant’s product, an antiseptic 
rubefacient, is ordinarily an over-the-counter consumer item.” It was there- 
fore concluded that the respective goods of the parties move through dif- 
ferent channels to different purchasers so that there would be no opportunity 
for mistake and confusion, and that “if the facts are otherwise the burden 
of going forward with its proofs was an opposer and it has not discharged 
the burden.” 

As above noted, appellant’s notice of opposition was based in part on 
a trademark registration. Section 7(b) of the Lanham Act (Trademark Act 


of 1946) provides that such a registration shall be prima facie evidence “of 
registrant’s exclusive right to use the mark in commerce in connection 
with the goods or services specified in the certificate, subject to any condi- 


”? 


tions and limitations stated therein;” and we have repeatedly held that a 
trademark registration constitutes prima facie evidence of the registrant’s 
ownership and use of the registered mark on the goods set forth in the 
registration, so that absent contradictory evidence, no further proof by 
the registrant as to such use is necessary. The May Department Stores 
Co. v. Kenya Corp., 48 CCPA 940, 234 F.2d 870, 110 USPQ 276 (46 TMR 
1383) ; The May Department Stores v. Schloss Bros. & Co., Inc., 48 CCPA 
980, 234 F.2d 879, 110 USPQ 282 (46 TMR 1392), and cases there cited. 
Further, in General Shoe Corporation v. Lerner Bros. Mfg. Co., Inc., 45 
CCPA 872, 254 F.2d 154, 117 USPQ 281, 285 (48 TMR 1001), this court 
held that where an opposer relies on both a registration and other evidence 
as to use of the mark, he is not limited to the specific uses shown in his 
testimony, but may rely on the presumption that the registered mark has 
been in use on all the goods set forth in the registration. The following 
statement in that decision is pertinent here: 


Even though the net effect of the evidence of record may be to 
create the impression that opposer is now primarily concerned com- 
mercially with women’s shoes under the HOLIDAY mark, we do not feel 
that this can be controlling of the issue so long as the opposer’s earlier 
registration of HOLIDAY is not so limited. We have to decide on the 
basis of the registration and the statute. 
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In the instant case appellant’s registration of parmMo for petrolatum 
antedates by many years appellee’s first alleged use of PARM. While the 
Commissioner stated that petrolatum is “ordinarily sold for industrial use,” 
there is no evidence of record to that effect. The statement in the stipu- 
lation that “petrolatum is used as an ingredient of rubefacients” clearly 
does not establish that such use is the principal one or even a common one, 
or that the ordinary use of petrolatum is for industrial purposes. Many 
materials, such as sugar and flour for example, which are sold in large quan- 
tities for industrial purposes, are also commonly sold in retail quantities 
on an over-the-counter basis. Accordingly, the record affords no basis for 
limiting the presumption of use arising from opposer’s registration to whole- 
sale or industrial uses. Rather, the stipulation shows opposer’s use in com- 
merce of “the trademark PaRMoO for liquid and semi-liquid petrolatum and 
oils,” irrespective of marketing procedure. 

Rubefacients are materials which, upon external application, produce 
redness of the skin, while petrolatum is defined by Webster’s New Inter- 
national Dictionary, Second Edition, as follows: 


Petrolatum, n. Pharm. A neutral unctuous substance, without taste or 
odor, derived from petroleum by distilling off the lighter portions and 
purifying the residue. Several forms are recognized, namely: (1) A 
yellow to light-amber semisolid form known as petrolatum, petroleum 
jelly, or soft paraffin. (2) A decolorized variety of this form known 
as white petrolatum or white petroleum jelly. (3) A colorless or faintly 
yellow liquid form known as liquid petrolatum, liquid paraffin, white 
mineral oil, or paraffin oil. Several of the foregoing are also marketed 
under well-known trademarks, as VASELINE, etc. The semisolid forms 
are used chiefly as bases for ointments or as vehicles for certain medica- 
tions while the liquid forms are used in the preparation of nasal sprays 
and as lubricants for the intestinal tract. 


While there is no specific evidence of record as to how appellee’s rube- 
facient is sold, it was held below that it is an over-the-counter consumer 
item and the parties appear to be in agreement that such is the case. In the 
absence of any evidence to the contrary, we hold, as a matter of common 
knowledge, that petrolatum is sold in a similar manner. 

Under the circumstances above set forth we are unable to agree with 
the Commissioner that the burden was on the opposer to show by affirma- 
tive evidence that petrolatum and rubefacients are marketed in the same 
manner. In view of the similarity of the goods, the scope of appellant’s 
registration and to the other circumstances noted above, we are of the 
opinion that it was incumbent on appellee to establish that the goods are 
marketed in different manners, if that is the case, and, in the absence of 
evidence to that effect it must be presumed that the same methods of market- 
ing are employed, at least in some cases. 

At the hearing, counsel for appellee noted that the specimens showing 
use of opposer’s mark, which accompanied the notice of opposition, are of 
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a size and nature clearly suggesting wholesale, rather than over-the-counter 
marketing. That fact might be significant if the opposer had been relying 
solely on actual use but, as above pointed out, it cannot serve to restrict the 
prima facie case made out by opposer’s registration. The fact that opposer 
sells petrolatum wholesale cannot be taken as showing that it and/or others 
do not also sell it retail. Moreover, as was said in Celanese Corporation of 
America v. E. I. du Pont de Nemours and Company, 33 CCPA 948, 154 
F.2d 146, 69 USPQ 101 (36 TMR 133), trade practices may change and a 
party who does not deal directly with the purchasing public may later do 
so as a result of normal expansion of his business. 

Appellee relies strongly on the decision of this court in Libbey-Owens- 
Ford Glass Company v. Plastron, Inc., 37 CCPA 1175, 183 F.2d 110, 86 
USPQ 397, 399 (40 TMR 792). That case involved the use of similar 
trademarks on shower curtains, and on resinous compositions adapted for 
use in manufacturing various articles. Such goods differed in their descrip- 
tive properties since it appeared that the resinous compositions were used 
only as raw materials while the shower curtains were finished articles. In 
fact, the court found that “ * * * it is obvious that the market{s] for the 
involved goods of the respective parties are distinctly and entirely different.” 
Therefore, the Libbey-Owens-Ford ease is clearly distinguishable. 

Appellee also relies on the decision of the Assistant Commissioner in 
Sanford Ink Co. v. Stevens, 102 USPQ 454 (45 TMR 337). That decision, 
so far as pertinent here, appears to hold that it is incumbent on a registrant- 
opposer to submit evidence of the character and extent of use of his reg- 
istered mark other than the registration itself, even in the absence of 
evidence rebutting such use. Such holding is at variance with the later 
decisions of this court in the May Department Stores, and General Shoe 
Corporation cases, supra, and accordingly will not be followed here. 

It is evident that there is a strong similarity between the marks PARM 
and PARMO, since they are apparently arbitrary marks and differ only by a 
single letter. Appellant has a subsisting unqualified trademark registration 
of paRMO for use on petrolatum. Petrolatum is a very common over-the- 
counter item in retail quantities. Rubefacients are also sold at retail over- 
the-counter in the same kind of stores to the same class of purchasers. 
Under these circumstances we are of the opinion that concurrent use of 
the marks PARM and PARMO by different parties on petrolatum and rube- 
facients, respectively, would be likely to lead to confusion or mistake, and 
that appellant’s opposition should therefore have been sustained. 

The decision of the Commissioner is reversed. 


WorLEY, Judge, dissenting. 

There is ample evidence of record to support the reasoning and conclu- 
sions of the examiner and the Assistant Commissioner that the opposer did 
not discharge its burden of proof. 

To reverse that holding it is necessary for this court to indulge in 
assumptions as to the correctness of matters easily susceptible of proof, 
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and which, I respectfully suggest, should more properly have been estab- 
lished below. I do not think the record here fairly supports the assumptions 
which are apparently necessary to reverse the holding appealed from. I 
would affirm. 





IN RE KAWNEER COMPANY 
Trademark Trial and Appeal Board — June 17, 1959 — 121 USPQ 631 


2.7—REGISTRABILITY—COLOR MARKS 

2.13—REGISTRABILITY—EVIDENCE 

2.26—REGISTRABILITY—SECONDARY MEANING MARKS 

3.4—REGISTRATION PROCEDURE—EX PARTE REJECTION 

Evidence did not establish secondary meaning necessary for registration of 

non-distinctive, colored, oval nameplate serving as background for applicant’s word 
mark. Statement by applicant’s dealers do not represent reaction of general pur 
chasing public. 


Application for trademark registration by Kawneer Company, Serial 
No. 28,949, filed April 26, 1957. Applicant appeals from decision of Exam- 
iner of Trademarks, refusing registration. Affirmed. 

Mason, Kolehmainen, Rathburn & Wyss, of Chicago, Illinois, for applicant. 
Before LEACH, WALDSTREICHER, and LEFKOw!TZ, Members. 
WALDSTREICHER, Member. 

An application has been filed to register as a trademark for doors, 
entrances, windows, canopies, louvered canopies, walkway covers, carports, 
metal slats for use in sun control installations, store fronts, wall facings, 
and building panels, the following: 





Use since October, 1954 is asserted. 

Registration has been refused on the ground that the subject matter 
of the application constitutes mere background and does not function as 
a trademark to identify applicant’s goods and distinguish them from similar 
goods of others. 

Applicant has appealed. 

The specimens submitted with the application are oval shaped alumi- 
num nameplates, the colored portion of which bears the designation “Prod- 
uct By.” On the uncolored portion appears applicant’s registered trade- 
mark KAWNEER.’ 

An oval nameplate, or oval design is not inherently distinctive. See: 
In re Hillerich & Bradsby Co., 97 USPQ 451 (48 TMR 967) (CCPA, 1953). 











1. Reg. No. 85,449, issued Feb. 20, 1912; and Reg. No. 273,115, issued July 22, 
1930. 
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The use of color or contrasting color on a nameplate is common-place. The 
subject matter of the application is neither unique nor inherently distine- 
tive. The alleged mark comprises mere background for applicant’s word 
mark KAWNEER and other wording, and clearly is intended merely to draw 
attention to the word mark KAWNEER. Being merely background material, 
the subject matter of the application is registrable only if it has acquired 
a secondary meaning. See: Marcalus Manufacturing Co., Inc. v. Watson, 
Comr. Pats. 115 USPQ 232 (48 TMR 331) (D.C.D.C., 1957), affirmed, 118 
USPQ 7 (48 TMR 1393) (C.A.D.C., 1958) ; In re E. J. Brach & Sons, 118 
USPQ 308 (48 TMR 1399) (CCPA, 1958); In re Vari-Krom, Inc., 121 
USPQ 273 (49 TMR ——) (TT&A Bd., 1959). 

The applicant has attempted to assume the burden of showing a 
secondary meaning by making of record numerous advertisements and 
statements by dealers of applicant’s goods. 

In no ease, so far as the advertisements show, has the oval design 
been used apart from the word mark KAWNEER and other matter. As 
displayed in the advertisements, the oval design takes a different form, the 
shading being the converse of that shown in the specimens filed with the 
application and in the drawing of the alleged mark as sought to be regis- 
tered. 

The statements by applicant’s dealers were made in response to appli- 
cant’s request that the dealers state “in their own words of (sic) what the 
oval design without reference to the word KAWNEER is the only word feature 
on the oval nameplates which serves as a trademark, the request, by its 
very nature, calls for the desired answer. Five of the eleven statements 
were made by applicant’s Canadian dealers and could not, in any event, 
indicate that the oval design has acquired a secondary meaning in the 
United States. Moreover statements by applicant’s dealers who are familiar 
with applicant and with applicant’s practice and the manner in which 
applicant marks its goods, cannot be said to be indicative of the reaction 
of the purchasing public generally. The statements are not entitled to 
weight in considering whether or not the oval nameplate has acquired a 
secondary meaning. There is nothing which would indicate that any 
members of the purchasing public for applicant’s goods are aware of the 
oval design or that they rely thereon as a designation of source. 

The record fails to show that the subject matter of the application 
has acquired a secondary meaning as an indication of origin. 


DECISION OF THE BOARD 


The Examiner of Trademarks properly refused registration and his 
refusal is affirmed. 
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UNIVERSAL OVERALL COMPANY v. STONECUTTER MILLS CORPORATION 
No. 6,771 — Commissioner of Patents — June 11, 1959—121 USPQ 605 


2.10—REGISTRABILITY—CORPORATE AND TRADE NAMES 
5.1—CANCELLATION PROCEDURE—IN GENERAL 
5.5—CANCELLATION PROCEDURE—EVIDENCE 
Continuous use since 1921 by respondent of its corporate name, STONECUTTER 
MILLS CORPORATION, in connection with its goods is sufficient to defeat proceeding 
to cancel its trademark, STONECUTTER, used since 1944, by petitioner, whose use 
of trademark STONECUTTER dates from 1926. 


Cancellation proceeding by Universal Overall Company v. Stonecutter 
Mills Corporation, Registration No. 422,633, issued August 6, 1946. Peti- 
tioner appeals from decision of Examiner of Interferences dismissing 
petition. Affirmed. 


Bair, Freeman & Molinare, of Chicago, Illinois, for petitioner. 
Edward L. Merrigan, of Washington, D. C., for respondent. 


LEEDS, Assistant Commissioner. 

Universal Overall Company has petitioned to cancel a registration of 
STONECUTTER for piece goods of rayon, wool and/or cotton. The registration’ 
issued on August 6, 1946, to Stonecutter Mills Corporation. 

Petitioner alleges prior and continuous use of STONE CUTTER on overalls, 
coveralls, shop coats and dungarees. 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

The record shows that since 1926, petitioner has used the term STONE 
CUTTER as a trademark for men’s work clothing. Prior to 1953 petitioner 
used the term with displays of various illustrations and pictures. On 
December 25, 1928, petitioner registered STONE CUTTER with an illustration 
of a man cutting a block of stone with a mallet and chisel,’ but inadvertently 
failed to renew the registration, and it expired on December 25, 1948. Six 
years later petitioner filed an application to register the word mark STONE 
CUTTER alone, and registration has been refused on the ground that it so 
resembles respondent’s previously registered mark as to be likely, when 
applied to the goods, to cause purchaser confusion. 

Respondent was organized in 1920 under the name of Stonecutter 
Mills Corporation, and it has continuously operated under that name 
since that time. The sales value of respondent’s piece goods had increased 
from $37,000 in 1921 to more than $17,000,000 in 1957. The chairman of 
respondent’s board testified that STONECUTTER has always appeared in 
one way or another on all shipments of its piece goods, and since the 
beginning of its operations, respondent’s products have been known in the 
trade as STONECUTTER goods. 





1. Reg. No. 422,633. 
2. Reg. No. 251,053. 
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The question to be determined here is whether or not petitioner’s right 
to use STONECUTTER (either as one word or two words) is superior to 
respondent’s right with the result that the registration is inconsistent with 
petitioner’s rights. 

The record is inconclusive with regard to respondent’s earliest use of 
STONECUTTER in a technical trademark sense,* but it conclusively appears 
that “Stonecutter Mills Corporation” has been continuously used since 1921 
in connection with the extensive sales of respondent’s piece goods. Such 
use of STONECUTTER by respondent is sufficient to establish rights in the 
term, and since it has been so used since 1921, petitioner has failed to show 
that it has superior rights in the term. Therefore, damage to petitioner 
from the registration cannot be inferred. 

The record indicates, however, that there has been long concurrent 
use by the parties on specifically different goods without any evidence of 
confusion, and it may be that petitioner would, in a proper ease, be entitled 
to concurrent registration, but that question is not here to be decided. 


DECISION 


The decision of the Examiner of Interferences dismissing the petition 
is affirmed. 





RE-WARD CERAMIC COLOR MFRS., INC. v. ROBERT R. UMHOEFER, INC. 
No. 36,452 — Commissioner of Patents — June 11, 1959—121 USPQ 606 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Evidence, including applicant’s consumer reaction test, shows that ONE STROKE 
is not distinctive of applicant’s ceramic colors; it is descriptive. 


Opposition proceeding by Re-Ward Ceramic Color Mfrs., Inc. v. Robert 
R. Umhoefer, Inc., application, Serial No. 1,825 filed January 31, 1956. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Thomas P. Mahoney, of Los Angeles, California, for opposer-appellant. 
Marzall, Johnston, Cook & Root, of Chicago, Illinois, and William Douglas 
Sellers, of Pasadena, California, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Robert R. Umhoefer, Inc., doing 
business as Mayco Colors, to register ONE STROKE for ceramic colors used 
for a decorative coating, use since March 6, 1953, being asserted. 

Re-Ward Ceramic Color Mfrs., Inc., has opposed registration, alleging 
that it sells ceramic colors of the same character as applicant’s and that 
ONE STROKE is a generic term used by opposer, known to the trade as such, 


3. In its registration, respondent asserted use as a trademark since Sept. 4, 1944. 
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and referred to in trade literature in connection with highly concentrated 
ceramic underglaze colors so constituted as to facilitate their application 
to uncured surfaces of ceramic ware with one stroke of a brush. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer took the testimony of its own president, the owners of two 
competitors, Ceramichrome Laboratories and Hart Ceramics Supply, and 
the president of a distributor for a third competitor, Tru-Fyre Laboratories. 

The testimony indicates that Ceramichrome Laboratories in 1952 de- 
veloped a translucent underglaze to be applied to porcelain and clay pieces 
with a single brush stroke. Prior to this development, the industry had 
produced opaque underglazes which required three strokes, or coats, to 
apply proper decorative effects. In March of 1952, Ceramichrome’s product 
was advertised under the trademark TRANZ as being capable of producing 
“A Design with Every Strike of the Brush.” In 1955, the TRANz colors 
were advertised as “The original and unequalled leader in one-stroke trans- 
lucent underglazes for quality and beauty.” Since August of 1955, Ceram- 
ichrome’s labels have displayed— 


TRANZ 
One-Stroke 
Translucent 
Underglaze by Ceramichrome 


The testimony further indicates that since early 1953, Hart Ceramics 
Supply has made and sold a translucent underglaze designed for single 
stroke application of decoration to clay and porcelain pieces, and since as 
early as June of 1953, the product has been advertised as providing “fine 
details for one stroke work.” Exhibits substantiate this testimony. 

The testimony further indicates that Tru-F yre Laboratories has, since 
1953, manufactured translucent underglaze colors which it sells under the 
trademark HI-TINT. These colors have been advertised since 1953 by the 
manufacturer and by dealers as “The translucent ceramic color for one 
stroke and on-glaze decorations,” and “It is Tops in translucent one stroke 
eolors.” For a number of years this manufacturer’s labels have contained 
an explanatory material. “For Water Color Effect (One stroke decoration) 

. do not repeat strokes over each other”; and one of its brochures 


contains instructions for “Water Color One-Stroke Method— .. . avoid 
going over any portion of the design twice.” Exhibits substantiate this 
testimony. 


Exhibits in the record include an article in the December, 1955, issue 
of “Popular Ceramics” entitled “One-Stroke and Gold.” The colors referred 
to in the article were identified as HI-TINT and TRU-FYRE, and the explana- 
tions accompanying certain pictures read, “All four items were done in 
the one-stroke method. You will note quite a variation of patterns showing 
how many possibilities the one-stroke method offers.” Another exhibit is 
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one advertisement by Lone Star Ceramic Art Supply, a wholesaler-retailer 
of “Brushes-tools-molds concentrate one-stroke colors—dry underglaze 
colors—overglaze colors”; and another advertisement by the same company 
reads, “Liquid Underglaze—One-Stroke Concentrate Underglaze China 
Paints.” 

An advertisement by Santner’s Ceramic Supply, a retailer, shows 
“Santner Ceramic Colors—Mottled Stains—Underglaze—One Stroke Colors 
—Color Glaze—Brushing and Dipping—Bisque Stain.” 

Stil) another exhibit shows advertisements of artists’ brushes as RED 
SABLE ONE STROKE, and OX HAIR ONE STROKE. 

The testimony of opposer’s president indicates that since August of 
1955, opposer has used the term CERAMIC SUPER-1-STROKE COLORS on labels 
for its translucent underglaze colors, and it has advertised its VELVET brand 
translucent underglaze colors as suitable for one-stroke decorating. 

In December of 1955, opposer received a letter from applicant’s 
attorney requesting that opposer discontinue use of SUPER-1-STROKE in con- 
nection with its underglaze colors. 

Applicant’s record indicates that on January 22, 1953 its predecessor 
ordered labels showing— 


Mayco-Make Up 


One-Stroke 
Ceramic Color 


On June 16, 1953, the said predecessor ordered labels showing— 


Mayco—One Stroke 
Translucent Ceramie Color 


On December 28, 1955, applicant ordered labels showing— 


One Stroke 
Translucent Ceramic Color 


The record shows clearly that since early in 1953, applicant and its 
predecessor have used the term ONE STROKE in connection with translucent 
underglaze colors manufactured and sold by them, and that they have 
advertised such underglaze colors rather extensively in “Popular Ceramics.” 
The advertisements, however, indicate that the term ONE STROKE is used 
merely as a descriptive term to differentiate opposer’s translucent under- 
glaze colors from its opaque underglaze colors, satinas, and glazes. For 
example, the advertisements show— 


49 Opaque Underglaze Colors 24 Translucent One-Stroke Colors 


or, 
Underglaze Colors—One Stroke Colors—Satinas—Glazes 


or, 


Mayco’s Underglaze and One-Stroke Colors 
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or, 
48 Underglaze Colors 
24 Translucent One-Stroke Colors 
15 Satina Ceramic Colors 
Mayco Matt Transparent Glaze 
or, 


Mayco Makes America’s Finest Underglaze Colors 
Mayco Makes Translucent One Stroke Colors. 


Applicant’s prepared lists for ordering its products show three columns 
headed— 


2 oz. Mayeo Underglaze 24 to case 
Y% oz. One Stroke 48 to case 
2 oz. Satina 24 to case, 


thus describing three general classes of color products. 

Articles written by the wife of the owner of applicant’s predecessor, 
appearing in “Popular Ceramics” magazine, have such titles as “How to 
Use and What Can be Done with Translucent ONE-sTROKE Colors,” “A 
Project for ONE-STROKE Colors,” and “Swirl Technique with ONE STROKE 
Colors.” The term ONE STROKE as used in the articles is capitalized, but 
nowhere does it appear that ONE STROKE identifies anything more than 
translucent underglaze colors applied by a single stroke of the brush. 

Applicant does not deny that others in the trade have used the term 
ONE STROKE to describe their translucent underglaze colors, nor does it 
deny that the term may be descriptive when applied to the goods. It seems 
to be applicant’s position that even though the term is in fact descriptive 
of the goods and is used descriptively by others, applicant was the first 
to use it, and since it has been continuously and extensively used by appli- 
cant, the term now identifies and distinguishes applicant’s products. In 
support of this position, witnesses were called to testify, and a “consumer 
reaction test” was conducted. 

The witnesses called by applicant were operators of ceramic studios 
which sell and artists who buy applicant’s products. The testimony is 
characterized by leading questions, but apart from this, it indicates only 
that applicant produced the ONE STROKE colors which they purchased. It 
does not establish that ONE STROKE distinguishes applicant’s colors from 
others who also use ONE STROKE. 

The “consumer reaction test” involved questions propounded to twenty- 
five purchasers and potential purchasers of ceramic colors. Although there 
are certain weaknesses inherent in the test, suffice it to say that only three 
persons interviewed associated ONE STROKE with applicant. Three associated 
it with a competitor of applicant, four thought it to be a brand name (but 
they did not indicate whose), three thought it meant something to be 
applied with a single stroke, and to twelve it meant nothing. Even if 
competent, the test not only falls short of showing that ONE STROKE dis- 
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tinguishes applicant’s underglaze colors from those of others; it shows 
affirmatively that it does not so distinguish, 

The record leads to a conclusion that the term ONE STROKE as applied 
to ceramic colors, does not distinguish applicant’s translucent underglaze 
colors from those of others, and a registration of the term to applicant 
with the presumptions flowing therefrom would be inconsistent with the 
rights of applicant’s competitors to continue to describe their translucent 
underglaze colors as “one stroke.” 


DECISION 


The decision of the Examiner of Interferences is affirmed, and registra- 
tion to applicant is refused. 





INDEPENDENT LOCK COMPANY v. SCHLAGE LOCK COMPANY 


Nos. 35,858 and 36,527; No. 6,748 — Commissioner of Patents — 
June 17, 1959 — 121 USPQ 609 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
2.21—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
5.5—CANCELLATION PROCEDURE—EVIDENCE 
Where evidence showed that configuration of key blanks was used by key 
cutters to identify the type of blank to fit a given lock, and that configuration 
used by applicant, who was also a supplemental registrant, had been previously 
used by competing key blank manufacturers, application for registration of silhou- 
ette of such configuration was denied, and supplemental registration of configura- 
tion canceled. 


Opposition proceeding by Independent Lock Company v. Schlage Lock 
Company, applications, Serial No. 691,511 filed July 18, 1955 and Serial 
No. 685,761 filed April 18, 1955; and cancellation proceeding, Registration 
No. 591,467, issued June 15, 1954 and Registration No. 624,656 issued 
April 3, 1956. Applicant-registrant appeals from decision of Examiner 
of Interferences sustaining oppositions and granting petition. Affirmed. 
Jacob T. Basseches, Mark Basseches, and Paula T. Basseches, of New York, 

N. Y., for Independent Lock Company. 

Boyken, Mohler & Wood, of San Francisco, California, for Schlage Lock 

Company. 


LEEps, Assistant Commissioner. 

Schlage Lock Company (hereafter called Schlage) has filed two appli- 
cations to register as trademarks an outline of the bow portion of a key 
for key tags and instruction plates, and a silhouette of the same bow for 
locks. Use since June 7, 1955 and January 21, 1955, respectively, has been 
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asserted. Applicant owns two Supplemental Registrations! of the con- 
figuration of the bow portion of a key for keys, the outline and the silhouette 
of which configuration applicant now seeks to register on the Principal 
Register. 

The following reproductions show what applicant has registered and 
what it seeks to register: 





Supp. Reg. No. 591,467, for keys; Supp. Reg. No. 624,656, for keys; 





Serial No. 685,761, for locks; 


Serial No. 691,511, for key tags and instruction plates. 











, 


1. Reg. No. 591,467, issued June 15, 1954, and Reg. No. 624,656, issued Apr. 3 
1956. 
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Independent Lock Company (hereafter called Ileo), a competitor of 
applicant, has opposed registration on the two applications and has peti- 
tioned to cancel the two Supplemental Registrations. 

The Examiner of Interferences sustained the oppositions and granted 
the petition to cancel. Schlage has appealed. 

The design of the key bow, the shape of which is the subject matter 
of this controversy, was the subject of a design patent which expired in 
1949.” 

The parties, so far as we are here concerned, are manufacturers of 
keys and key replacement blanks which are sold to the same average pur- 
chasers through the same trade channels. Key replacement blanks, which 
are sold to locksmiths and other key cutters, are milled to fit the keyway of 
a particular lock, the bitting operation being performed by the key cutter. 

According to the record, when a customer seeks to have a key dupli- 
cated, the locksmith must select from his stock of replacement blanks, the 
one blank which matches the milling on the key to be duplicated. There 
are some three thousand differently milled key blanks, and it therefore 
becomes necessary for the locksmith to have some means of ready recog- 
nition. Ordinarily, the blanks are hung on board displays which permit 
rather quick selection of the properly milled blank by looking at the gen- 
eral shape of the bow. The record shows that it has long been the practice 
of manufacturers to copy or simulate the bow portion of original keys in 
order that selection of properly milled blanks may be readily made. Ex- 
hibits include catalogs of Ileo, Kiel, Graham, Dominion and Overland 
lock companies which picture key blanks to fit corBIn locks, EAGLE locks, 
DEXTER locks, YALE & TOWNE locks, SCHLAGE locks, and many others. These 
blanks copy or simulate in shape the bow of the key to be duplicated, and 
the trademark of the manufacturer of the blanks appears on the face of 
the bow. 

It is clearly apparent from the record that prior to and at the time 
Schlage filed the applications which matured into its Supplemental Regis- 
trations, competitors, including Ileo, were making and selling key blanks 
which copied or simulated the shape or configuration of the bow which 
Schlage presented for registration. Under such circumstances, Schlage was 
not entitled to registration at the time it filed the applications therefor, and 
the registrations must be canceled. 

In its present applications Schlage does not seek registration of the 
configuration of the key bow itself, but it seeks to register an outline of 
the contour and a silhouette of the contour of the key bow. Although there 
is a difference, it is a difference without much distinction. If, as here, the 
“mark” consists of the outline or silhouette of the contour of a key bow 
which is made not only by applicant but by applicant’s competitors, it does 
not appear how such outline or silhouette can function as a trademark 


2. Des. No. 95,077, issued Apr. 2, 1935, for a term of 14 years. 
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identifying the product of one manufacturer and distinguishing it from 
those of others. The outline or silhouette of the configuration of an integral 
part of a product made in the same shape or configuration by many manu- 
facturers is not and cannot be a trademark for that product. 

Registration of the outline or silhouette of a key for key tags and 
instruction plates and for locks would be inconsistent with Ileo’s right to 
continue to manufacture key blanks with bows identical with or in simula- 
tion of that which Schlage has outlined or silhouetted, and inconsistent 
with ts right to continue to picture such key blanks in its catalogs and 
advertisements. Damage is inferred under the circumstances. 


DECISION 


The decision of the Examiner of Interferences granting the petition to 
cancel and sustaining the oppositions is affirmed. 


PUREX CORPORATION LTD. (assignee of MANHATTAN SOAP COMPANY, 
INC.) v. THE MARYLAND PAPER PRODUCTS CO. 


No. 36,891 — Commissioner of Patents — June 18, 1959 -—121 USPQ 611 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
SWEETHEART for paper towels, facial, and toilet tissues, is not confusingly 
similar to SWEETHEART for toilet soap, in view of difference between products and 
fact that name is an ordinary English word. 


Opposition proceeding by Purex Corporation Ltd. (assignee of Manhat- 
tan Soap Company, Inc.) v. The Maryland Paper Products Co., application 
Serial No. 691,493 filed July 18, 1955. Applicant appeals from decision of 
Examiner of Interferences sustaining opposition. Reversed. 


Naylor & Neal, of San Francisco, California, for opposer-appellee. 
Albert J. Kramer, of Washington, D. C., for applicant-appellant. 


LEEDS, Assistant Commissioner. 

The Maryland Paper Products Co. has filed an application to register 
SWEETHEART for paper towels and napkins, toilet and facial tissue, waxed 
paper, wrapping paper for frozen foods, business machine paper rolls and 
paper bags. Use since May 31, 1955 is asserted. 

Registration has been opposed by Manhattan Soap Company, Inc., 
registrant of SWEETHEART! and SWEETHEART NoviA’ (both with and without 
designs) for toilet soap. 


1. Reg. No. 47,877, issued Nov. 28, 1905, renewed twice; Reg. No. 364,308, issued 
Jan. 24, 1939, renewed, and published in accordance with Sec. 12(c) on July 6, 1948; 
and Reg. No. 557,293, issued Apr. 8, 1952. 

2. Reg. No. 94,424, issued Dec. 9, 1913, renewed twice; Reg. No. 168,954, issued 
May 29, 1923, renewed ; and Reg. No. 414,033, issued May 22, 1945. 
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The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer and its predecessors have used SWEET- 
HEART as a trademark for toilet soap since at least 1910. Since 1945, sales 
of opposer’s SWEETHEART toilet soap have been nationwide, and advertising 
expenditures in all kinds of media have been substantial, totaling some 
$22,000,000. There is no question but that in the soap industry, opposer 
enjoys a valuable goodwill which is symbolized by its trademark SWEET- 
HEART. 

Although applicant took no testimony, it placed in the record copies 
of its previously issued registrations of SWEETHEART. The earliest regis- 
trations issued in May, 1940, for drinking straws* and in July, 1940, for 
cellulose ribbons for tying packages.* Subsequent registrations issued in 
1948 for paper cups,® and in 1957 for matches,® for paper spoons and forks,’ 
and for paper food containers and plates.* The application involved here 
was filed on July 18, 1955, some fourteen months prior to those which 
matured into registrations in 1957. 

Applicant’s commercial name and its registrations indicate that it is 
a manufacturer of a line of paper products which it sells under the trade- 
mark SWEETHEART. 

Since opposer’s priority of use of SWEETHEART is, as between the par- 
ties, undisputed, the only question presented is whether or not purchasers 
of SWEETHEART soap would be likely, upon seeing SWEETHEART paper towels 
and napkins and toilet and facial tissue, to attribute common origin to the 
products or to assume that there existed some kind of trade connection 
between the producers of the products. 

The Examiner of Interferences concluded that there was a likelihood 
of confusion and sustained the opposition. In reaching this conclusion, 
he was persuaded by the conclusions reached by the Court in Lever Brothers 
Co. v. The Sitroux Co., Inc., 44 USPQ 357 (30 TMR 84) (CCPA, 1940) and 
by the Commissioner in Lever Brothers Co. v. Fort Howard Paper Co., 91 
USPQ 341 (42 TMR 134) (1951), in which srT-RU-LUX and PAPERLUX, re- 
spectively, for toilet paper were held to be likely to cause confusion with 
LUx for toilet soap. In those cases, however, there was not involved an 
ordinary English word in everyday usage in describing people and things, 
and the earlier cases are therefore readily distinguishable from the facts 
present here. 

It is true that toilet tissue and toilet soap are both used in bathrooms, 
but the average homemaker (who is the major purchaser of such items) 
is not so unsophisticated as to believe that all items utilized in a bathroom 


Reg. No. 377,958, issued May 21, 1940. 
Reg. No. 379,130, issued July 2, 1940. 
Reg. No. 437,193, issued Mar. 9, 1948. 
Reg. No. 647,686, issued July 2, 1957. 
Reg. No. 652,696, issued Oct. 8, 1957. 
Reg. No. 654,599, issued Nov. 19, 1957. 
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emanate from a single source just because they might bear the same trade- 
mark, particularly where, as here, the mark is a word in common usage to 
describe persons and things as being rather special. 

In view of the nature of the mark and the considerable differences 
in the goods, it is concluded that average purchasers are not likely to 
associate SWEETHEART paper products with SWEETHEART soap or to think 
that the products have common origin or sponsorship. 


DECISION 


The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 














Part Ill 


HOWARD INDUSTRIES, INC. v. RAE MOTOR CORPORATION 
(C. A. 7, 5/27/59) 121 USPQ 480 


7.23—REMEDIES—UNFAIR COMPETITION—EVIDENCE 
7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS 
OF GOODS 

Testimony of confusing similarity in appearance of defendant’s motor 
casings to plaintiff’s, and testimony that defendant’s customers mistakenly 
returned defendant’s casings to plaintiff for repair amounted to substantial 
evidence rendering District Court’s finding of confusing similarity not 
subject to attack on appeal. 
7.24—REMEDIES—UNFAIR COMPETITION—DEFENSES 

Agreement providing that defendant for valuable consideration would 
adopt motor casing design not confusingly similar to plaintiff’s did not 
illegally extend patent monopoly directed to brush assembly, nor prohibit 
defendant from continuing manufacture of motors, in violation of antitrust 
laws. 

Case below reported at 49 TMR 82. 





PIKLE-RITE, INC. v. CHICAGO PICKLE CO., INC. 
(D. C., N. D. Ill., E. Div. 1/13/59) 121 USPQ 128 


Marks Products 
POLKA (Plaintiff) Pickles 
POL-PAK (Defendant) Pickles 


7.111—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

Whether infringement exists is not to be determined solely by side-by- 
side comparison ; although it is proper to consider names as a whole, names 
should not be examined to detect minute differences; imitation need only be 
slight if it attaches to salient feature of plaintiff’s mark; court should also 
consider form, spelling and sound of marks, whether products involved 
are the same or similar, and whether sold to the same customers or under 
similar conditions. 
7.112—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE 

IMITATIONS 

POL-PAK for pickles is likely to be confused with poLKa for pickles. 
7.121—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—IN GENERAL 

Since on facts of case it is impossible to determine whether it may 


reasonably be anticipated that plaintiff will expand its business, injunction 
is limited to states in which plaintiff has already established market. 
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WAYNE KNITTING MILLS v. PILOT FULL FASHION MILLS, INC., 
by change of name, ALBA HOSIERY MILLS, INC. 


(CCPA 5/15/59) 121 USPQ 604 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


Pictorial representation of three women (Applicant) Women’s hosiery 
of different sizes in parallel position, 
modeling hosiery 


Pictorial representation of three dress- (Opposer) Women’s hosiery 
maker’s forms in parallel position, 
bedecked with bows, flowers, and 
ribbons 


Opposition dismissed. The marks are not confusingly similar. 


ANGELICA UNIFORM COMPANY v. A-Q MILLS, INC. 
(assignee of PHILIP WICK COMPANY, INC.) 


(Tm. Bd. 4/13/59) 121 USPQ 187 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
ANGELA Q (Applicant) Fabrics 


ANGELICA (Opposer ) Men’s and women’s washable 
apparel (including blouses 
and skirts) 


Opposer established long prior use, substantial sales, and widespread 
advertising. Applicant permitted its customers, manufacturers of women’s 
blouses and skirts, to use its mark. Purchasers of apparel could encounter 
both marks. Held: Marks are two forms of same feminine proper name 
and the addition of the letter qg to ANGELA serves merely to enhance the 
phonetic similarity. Opposition sustained. 


IN RE MELVILLE SHOE CORPORATION 
(Tm. Bd. 4/13/59) 121 USPQ 189 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SNAP JACKS (Applicant ) Shoes 


JUMPING-JACKS (Reference ) Leather shoes 
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Applicant attempted to show that sacks lacks distinctiveness by third 
party registration (only CRACKERJACKS and FLAPJACKS were for shoes). 
JUMPING-JACKS is arbitrary designation for shoes although name of child’s 
toy. SNAP JACKS has no significance other than indication of origin (except 
for obscure dictionary definition). Marks are likely to be confused, con- 
sidering considerable time intervals between purchase of shoes and uncer- 
tain memory of customers. 





GENERAL MOTORS CORPORATION v. GENERAL MILLS, INC. 
(Tm. Bd. 4/13/59) 121 USPQ 190 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
aM-30 (Applicant) Gelantinized wheat starch 
GM (Opposer ) Autos, engines, parts, household 


appliances, radios, ete. 


Opposer established long use for wide variety of goods, extensive 
advertising and wide public recognition of abbreviation of corporate name. 
Applicant’s starch product is raw material sold mainly to paper trade as 
sizing. Use of am-30 had continued over ten years (Ed. note—apparently 
without protest). Opposition dismissed—goods involved pertain to widely 
different classes of merchandise, move in different channels of trade, to 
different average purchasers, for wholly unrelated uses. 





BECKMAN INSTRUMENTS, INC. v. BOURNS LABORATORIES, INC. 
(Tm. Bd. 1/15/59) 120 USPQ 128 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Applicant seeks to register HELITRIM for potentiometers and is opposed by 
registrant of HELIPOT and HELITRIM for identical goods and HELIDUCTOR for induc- 
tors. Evidence shows substantial sales by opposer under its HELI marks, but HELI- 
TRIM was adopted after date alleged by applicant. However, ownership in mark 
depends upon use, and where evidence shows that applicant used mark on product 
not intended to be covered by registration and use in commerce is pro forma to 
reserve mark for use on potentiometer being developed, subsequent use by opposer 
on goods actually sold in trade creates rights superior to those of applicant. Oppo- 
sition sustained. 





The record further shows, and applicant concedes that it has never 
advertised or otherwise publicly offered for sale lead screw actuated minia- 
ture potentiometers under the mark HELITRIM; that it has never been 
applicant’s intention to use HELITRIM as a trademark for potentiometers of 
this type; and that its sole purpose in affixing the mark to five such poten- 
tiometers, and shipping one each thereof to as many different customers, 
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was to establish and maintain use thereof in commerce, and hence to reserve 
unto itself the right to use the mark at some indefinite time in the future 
for a new and entirely different type of potentiometer which has been in 
process of development by applicant since prior to 1955. 

It is fundamental that a right of ownership in a mark can only be 
acquired by the use thereof upon or in connection with the actual sale of 
goods in trade, and, conversely, that where there is no trade in a product 
under a particular mark, there is no trademark for that product. This is 
particularly true where, as here, there is no intent to use the mark on the 
particular product for which registration is sought. It is manifest that 
applicant has never had any trade in potentiometers under the mark HELI- 
TRIM, as it likewise is that its shipments of goods bearing the mark did not 
involve bona fide business transactions such as would create a right of 
ownership therein. 


WILKENING MANUFACTURING COMPANY v. ASSOCIATION 
SPRING CORPORATION 


(Tm. Bd. 4/13/59) 121 USPQ 191 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
2.30—REGISTRABILITY—SUGGESTIVE MARKS 


Marks Products 
WIGGLY WAG (Applicant ) Toy dog 
MR. WIGGLE! (Opposer ) Coil spring toy 

Opposer had earlier use and applicant had knowledge of such use. 
Goods similar (both spring coil toys). Opposition dismissed on basis of 
highly suggestive nature of WIGGLY and WIGGLE and differences between 
total marks. 


TRI-VALLEY PACKING ASSOCIATION v. BRISTOL TRADING CORP. 
(Tm. Bd. 4/15/59) 121 USPQ 191 (Case 2) 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
CORTINA (Applicant) Canned tomatoes 


CORINA (Opposer ) Tomato paste, tomato sauce, to- 
mato juice, ete. 


Opposer established earlier use and advertising of its mark. Held: 
Goods closely related and marks substantially alike in sound and appear- 
ances. Opposition sustained. 








) 
| 
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ELGIN NATIONAL WATCH COMPANY v. EMIL LEICHTER WATCH CO. INC. 
(Tm. Bd. 4/15/59) 121 USPQ 192 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
PS (Applicant ) Watches 
Monogram device of horizontal (Opposer) Watches 


s with vertical bars above 
and below middle of s, the 
lower bar forming a P with 
half the s 


Grounds for opposition (1) res judicata based earlier opposition ad- 
verse to applicant (involving composite mark consisting of the letters P 
and S separated by a scroll, for watches) and (2) confusing similarity. 
Opposition dismissed on basis that instant mark of applicant (1) differs 
materially from its earlier mark and (2) bears no resemblance to opposer’s 
mark. 


THE W. E. BASSETT COMPANY v. DILLY MFG. CO., INC. 
(Tm. Bd. 4/15/59) 121 USPQ 193 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
2.25—REGISTRABILITY—RIGHT TO REGISTER 


Marks Products 
KLIPPER KING (Applicant ) Fingernail clippers 
CLIPPER KING Nail clippers 
POCKET KING (Opposer ) Novelty knives 
KUSTOM KING Nails clippers, ete. 


Application should be re-examined if applicant prevails later since 
record shows date of first sale subsequent to date of filing application. 
Applicant established use of KLIPPER KING prior to opposer’s use of CLIPPER 
KING but subsequent to use of POCKET KING and KUSTOM KING. Purchasers 
of goods of both parties to some extent the same. Opposition sustained on 
basis that purchasers apt to think KLIPPER KING is another product in 
opposer’s line as indeed CLIPPER KING is. 


IN RE SEARS, ROEBUCK AND CO. 
(Tm. Bd. 4/15/59) 121 USPQ 194 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
SUDSOMATIC (Applicant ) Pump for returning suds-water 
to washing machine 
SUDSOMATIC (Reference) Detergent for household laun- 


dering 
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Applicant’s mark is for part of washing machine, featured in adver- 
tising as outstanding feature of applicant’s KENMORE washing machine. 
Registration refused on basis that owners of KENMORE machines equipped 
with SUDSOMATIC pumps would “be certain mistakingly to assume that the 
SUDSOMATIC detergent . . . originated with applicant.” 


IN RE ATALANTA TRADING CORP. 
(Tm. Bd. 4/15/59) 121 USPQ 195 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
RIVIERA (Applicant ) Canned sardines, ete. 


RIVIERA (Reference ) Canned soup, ravioli, ete. 


Applicant argued (1) that respective goods were different and unre- 
lated and (2) that there are six other registrations of the identical mark 
for a variety of food products (including one by registrant). Board held 
that controlling issue was confusion of source, that there was reasonable 
likelihood of such confusion and refused registration. 


IN RE AMERICAN STEEL FOUNDRIES 
(Tm. Bd. 4/15/59) 121 USPQ 195 (Case 2) 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


EXTENDED LIFE held not to “describe the nature, functions, or uses of 
applicant’s goods” and hence is “not merely descriptive.” 


AUSTIN, NICHOLS & CO. INC. v. AGUDAT HAKORMIM HACOOPERATIVIT 
SHEL YEKVEI RICHON LEZION V'ZICHRON YAAKOV B. M. 


(Tm. Bd. 4/15/59) 121 USPQ 196 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Marks Products 
CARMEL (Applicant-petitioner) Wine 


CARMELO (Opposer-respondent) Rum 


Applicant filed petition for cancellation. Opposer pleaded two addi- 
tional registrations ((1) for canned vegetables, ete. and (2) for condensed 
milk, tea, etc.). Since (2) had expired prior to opposer’s time for taking 
testimony, Board held it was evidence of “nothing except it had issued.” 
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Since opposer was not owner of record of (1), Board held it created no 
presumption in favor of opposer. Opposer took no testimony and was 
restricted to filing date for earliest use. Applicant proved use prior thereto. 
3oard dismissed opposition and canceled opposer’s registration. 


SLENDERELLA SYSTEMS, INC. v. QUINTET TOYS, INC. 
(Tm. Bd. 4/15/59) 121 USPQ 197 


2. 9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
THE SLENDERELLA DOLL (Applicant ) Dolls 
SLENDERELLA (Opposer ) Dolls 


Opposer established wide use and recognition of marks for women’s 
health salons and on various articles of commerce, including dolls, prior 
to applicant’s use. Opposition sustained. 





IN RE CHESAPEAKE SHOE COMPANY OF CALIFORNIA 
(Tm. Bd. 4/15/59) 121 USPQ 198 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
PATIOS (Applicant) Shoes 
PORCH AND PATIO (Reference ) Shoes 


Board refused registration because (1) both marks are similarly sug- 
gestive of casual footwear to be worn around the home (2) the combination 
of (1) and the similarity of patios and the terminal portion of PORCH AND 
PATIO would lead purchasers to believe products emanated from common 


source. 





IN RE NATIONAL COUNCIL BOOKS, INC. 
(Tm. Bd. 4/15/59) 121 USPQ 198 (Case 2) 


2.14—REGISTRABILITY—GENERIC TERMS 


Applicant applied for registration of NATIONAL for garden books. 
Specimen (title page of book) showed 


NATIONAL 
GARDEN BOOK 


Board stated, quoting case that “The question of registrability of a trade- 
mark for a book is governed by principles applying to any other article 
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of merchandise ; and, in conformity therewith, it has long been settled that 
a mere title of a book, however arbitrary it may be, cannot qualify as a 
trademark, since it necessarily constitutes the completely descriptive name 
of that particular commodity.” Applicant argued that GARDEN BOOK was 
name of commodity, like canned peas or soup and that NATIONAL indicated 
origin. Board held that whole expression was title of book and hence 
unregistrable. The Board stated that NATIONAL might function as trade- 
mark if applicant used it on a plurality of books (NATIONAL COOK BOOK, 
NATIONAL FLOWER ARRANGING BOOK, etc.). 


ARABESQUE, INC. v. GEORGE KOCH SONS, INC. doing business as KOCH 
(Tm. Bd. 4/15/59) 121 USPQ 199 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


ARABESQUE (Applicant ) Decorative finish to metal, plas- 
tic, ete. 


ARABESQUE (Opposer ) Furniture and accessories 


Opposer applies marble-like finish to underside of its terra cotta ware 
and labels it “ARABESQUE, Finish by Koch.” Board held, under circum- 


stances, that confusion was inevitable and, since opposer established earlier 
use, sustained opposition. 


IN RE STANDARD FOLDING TRAYS CORP. 
(Tm. Bd. 4/15/59) 121 USPQ 200 


2.14—REGISTRABILITY—GENERIC TERMS 

CUSHIONED OPEN-BOTTOM does nothing more than describe desirable 
physical characteristics of applicant’s cardboard trays, for information 
of public; therefore, term is refused Supplemental Registration since it is 
incapable of distinguishing applicant’s trays from competitive product 
having like construction. 


MANHATTAN DRUG COMPANY v. REXALL DRUG COMPANY 
(Tm. Bd. 4/15/59) 121 USPQ 201 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
ASMA-KETS (Applicant ) Tablets for relief of asthma and 
hay fever 


ASMATAB (Opposer ) Tablets for relief of asthma and 
hay fever 
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In view of identity of goods (same form and adapted for sale without 
prescription for same commonplace ailments) Board held confusion likely 
and sustained opposition. 





IN RE CHEMICAL DEVELOPMENT CORPORATION 
(Tm. Bd. 5/29/59) 121 USPQ 527 


2.21—REGISTRABILTY—PACKAGES AND CONFIGURATIONS 

Picture of plastic metal-containing epoxy resin, hardened while pouring 
it from a container, held registrable as being not merely a representation of 
applicant’s product, but rather the effect of its use in combination with a 
catalyst or hardening agent. 


2.13—REGISTRABILITY—EVIDENCE 

Evidence of prominent featuring of symbol on packaging, in displays, 
on stationery, invoices, and other printed material and in advertising, 
established that it had been used as a trademark distinguishing applicant’s 
product. 





IN RE PETERS, doing business as GRACIOUS FOODS CO. 
(Tm. Bd. 5/29/59) 121 USPQ 529 


2.21—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 

Configuration of applicant’s molded margarine bar held unregistrable 
as comprising the entire shape of applicant’s product rather than the con- 
figuration of a particular part or feature. 


2.13—REGISTRABILITY—EVIDENCE 

Supermarket official’s statement that the configuration is a recognized 
trademark fails to establish that the ultimate purchaser recognizes the 
configuration as indicative of origin. 





THE CONARD-PYLE COMPANY v. MASTER LABORATORIES 
(Tm. Bd. 5/29/59) 121 USPQ 530 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Marks Products 
STAR and star design (Applicant ) Rodenticides and insecticides 
STAR ROSE DUST (Opposer ) Insecticide and fungicide 


and star design 
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Opposition sustained. Products, though presently distributed through 
different trade channels, are sold for use in or about the house to the same 
class of ultimate purchasers, and are of such character as to be readily 
supposed to have come from a single source. 


ABBOTT LABORATORIES v. THOMAS J. MAHON, INC. 
(Tm. Bd. 5/29/59) 121 USPQ 531 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Marks Products 
NEBUTREL (Applicant ) Medicated inhalant 


NEMBUTAL (Opposer ) Hypnotic sedative anesthetic 
compound 


Where substantial differences in both marks and goods obviate likeli- 
hood of confusion upon record consisting solely of a copy of opposer’s 
registration, the opposition is dismissed. 


ALCO VALVE COMPANY v. GENERAL CONTROLS CO. 
(Tm. Bd. 5/29/59) 121 USPQ 532 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Marks Products 


THERMORAMA (Applicant ) Mixed indoor and outdoor ther- 
mostatic controls and associ- 
ated control systems such as 
electric, pneumatic, electronic 
and hydraulic control systems 
for thermostatic space and 
process controls 


THERMO (Opposer ) Flow control valves for refrig- 
erating units 


Opposition dismissed. While goods of both parties pertain to broad 
fields of refrigerating and air conditioning, products differ in character and 
are sold under different marketing conditions to different classes of pur- 
chasers. Difference in marks coupled with different nature and use of 
goods obviates likelihood of confusion. 
2.25—REGISTRABILITY—RIGHT TO REGISTER 
3.4—REGISTRATION PROCEDURE—EX PARTE REJECTION 

Where record indicates use by applicant before application consisted 
only of interstate shipment of dummy control panel to applicant’s own 
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representative for exhibition, no registrable right arose. Use did not extend 
to part of the merchandise specified in the application, and only intrastate 
sales were made of certain other items. Reconsideration of the registration 
ex parte is recommended should applicant finally prevail in opposition 


proceeding. 





BLACK PANTHER COMPANY, INC. v. GODFREY L. CABOT, INC. 
(Tm. Bd. 5/29/59) 121 USPQ 533 


3.74—REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 


Marks Products 
E-Z-GLO (Applicant & Cancel- Charcoal briquettes 
lation-Petitioner ) 
EZ-FIRE (Opposer & Registrant) Kindling blocks; charcoal lighter 
fluid and charcoal briquettes 
E-Z LITE Charcoal 


Where opposer’s predecessor had long abandoned use of Ez-FIRE for 
kindling blocks prior to assignment of registration to opposer, latter 
aequired no right by the assignment. 
2.25—REGISTRABILITY—RIGHT TO REGISTER 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Alleged use by applicant consisting solely of interstate shipment from 


a subsidiary to the applicant does not constitute use in trade from which 
rights—registrable or otherwise—can be acquired. 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Goods are of such nature that if sold under similar marks purchasers 
would readily assume common origin. While E-z and Ez are highly sug- 
gestive, and GLO, LITE and FIRE are different in appearance and sound, 
connotation is substantially identical and reasonably likely to cause pur- 


chaser confusion. 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Whether or not marks are used with primary marks is not germane to 
the question of similarity. 
3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
5.1—CANCELLATION PROCEDURE—IN GENERAL 


Opposer’s registration is not inconsistent with any right shown by 
applicant. Accordingly counterclaim for cancellation is denied and oppo- 


sition sustained. 
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LARUS & BROTHER COMPANY, INC. v. ALFRED ROBBINS 
ORGANIZATION INC. 


(Tm. Bd. 5/29/59) 121 USPQ 535 


Marks Products 
EXECUTIVE LINE (Applicant & Cancel- Pocket and table lighters for 
and design lation-Petitioner ) cigarettes and cigars, ash trays 
and cigarette boxes 
EXECUTIVE (Opposer & Registrant) Pyrophorie cigar and cigarette 
lighters and smoking tobacco 


Opposer derives no right from assignment of registered mark of which 
predecessor had long discontinued use. 

Applicant’s use of mark prior to any use by opposer negates any right 
of opposer in the mark as against applicant. 

There would be likelihood of confusion as between marks for pyro- 
phoric lighters. 


3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
5.1—CANCELLATION PROCEDURE—IN GENERAL 

Applicant would be damaged by presumptions flowing from opposer’s 
registration. Opposition accordingly dismissed and counterclaim for can- 
cellation granted. 


PUROLATOR PRODUCTS, INC. v. HARMAN EQUIPMENT CO. 
(Tm. Bd. 5/29/59) 121 USPQ 537 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
PURAFLO (Applicant ) Fluid filtration and/or air water 
separation apparatus 


PUROLATOR (Opposer ) Air and fluid filtration appara- 
tus, including filters for pur- 
ifying water, motor oil, fuel 
oil, kerosene, gasoline and hy- 
draulie fluids. 


Opposition dismissed. Considering highly suggestive significance of 
common initial syllables as applied to goods, and differences in marks in 
their entireties as well as class of purchasers, confusion is not at all likely. 
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IN RE STATISTICAL TABULATING CORPORATION 
(Tm. Bd. 5/29/59) 121 USPQ 538 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
2.27—REGISTRABILITY—SERVICE MARKS 
Applicant’s tabulating services being of statistical nature, proposed 
mark STATISTICAL TABULATING is an apt descriptive name therefor. 
2.26—REGISTRABILITY—SECONDARY MEANING MARKS 


Evidence showing use of proposed mark primarily as part of firm 
name and statements that the term identifies the corporation and the 
services it performs leads to conclusion that the term does not identify 
applicant’s services but rather the corporation. Registration refused. 





IN RE VARI-KROM, INC. 
(Tm. Bd. 6/15/59) 121 USPQ 630 


3.81—REGISTRATION PROCEDURE—APPEALS—TRADEMARK BOARD 


Trademark Trial and Appeal Board has no jurisdiction to determine 
question of registrability which was not before the Examiner of Trade- 
marks. Commissioner of Patents may grant such jurisdiction upon petition. 





A®S®R PRODUCTS CORPORATION v. CHAS. D. BRIDDELL, INC. 
(Tm. Bd. 6/17/59) 121 USPQ 632 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
LITTLE GEM with illus- (Applicant) Knives (meat, steak, vegetable, 

tration of a gem and fruit) 
GEM (Opposer ) Shaving articles, including razor 


blades, and certain household 
utility cutting items 


Opposition sustained. Dominance of GEM in applicant’s mark, together 
with related—even though non-competitive—nature of goods establishes 
likelihood of confusion. 
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IN RE THE DEISTER CONCENTRATOR COMPANY, INC. 


(Tm. Bd. 6/17/59) 121 USPQ 633 
2.1I—REGISTRABILITY—DESCRIPTIVE TERMS 
3.4—REGISTRATION PROCEDURE—EX PARTE REJECTION 


Application denied to register rhomboidal outline representative of 
functional shape of applicant’s ore concentrating machinery, patents upon 
which had expired. The design is of functional rather than trademark 
nature, and others are entitled to use it, especially in view of expired patent. 


IN RE SMITH-JUNIOR COMPANY, INCORPORATED 
(Tm. Bd. 6/17/59) 121 USPQ 634 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Application granted for supplemental registration of LEMON SLUSH 
for a soft drink syrup base. While it may be a flavor designation, and 
probably does not distinguish applicant’s product, the name is “capable” 
of doing so. , 


IN RE JAMES O. WELCH COMPANY 
(Tm. Bd. 6/17/59) 121 USPQ 635 


2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 


Application granted to register SUGAR LOAF MIX for candy. Accom- 
panying picture of product on label constitutes the common descriptive 
name, and there being no candy generically known as “sugar loaf mix,” the 
mark is an indication of origin. 


IN RE HUDNUT 
(Tm. Bd. 6/17/59) 121 USPQ 636 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
DERNIERE TOUCHE (Applicant) Compressed face powder 


FINAL TOUCH (Opposer) Cologne 


Opposition sustained. Foreign words with a primary meaning equiva- 
lent to a prior English word mark will not be registered if goods are such 
that confusion is likely, even though subsidiary meanings of foreign words 
may be quite different. 
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HENRY GLASS & CO. v. BROWN 
(Tm. Bd. 6/17/59) 121 USPQ 637 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 


PETER PAN (Applicant) Aprons, rain bonnets, and rain 
gloves for women and girls 


PETER PAN (Opposer ) Cotton and rayon piece goods 
Opposition sustained. Opposer’s fabrics are used in women’s apparel, 


and purchasers familiar therewith may suppose applicant’s goods, particu- 
larly aprons, have been manufactured therefrom. 


PETER PAN FOUNDATIONS, INC. v. BROWN 
(Tm. Bd. 6/17/59) 121 USPQ 637 (Case 2) 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 


PETER PAN (Applicant ) Aprons, rain bonnets, and rain 
gloves for women and girls 


PETER PAN (Opposer ) Brassieres 


Opposition is dismissed, because of dissimilarity of goods. 


MAX MANDEL LACES INC. v. NATIVE LACES & TEXTILES, INCORPORATED 
(Tm. Bd. 6/17/59) 121 USPQ 638 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
HANDILACE (Applicant) Laces in the piece 
MANDELACE (Opposer ) Lace fabrics in the piece 


Opposition dismissed. Except for descriptive word “lace,” the marks 
are clearly dissimilar in appearance, meaning and sound. 
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DE LA SALLE INSTITUTE et al. v. THE AMERICAN DISTILLING COMPANY 
(Tm. Bd. 6/17/59) 121 USPQ 639 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
3-MONKS (Applicant) Brandy 


CHRISTIAN BROTHERS (Opposer ) Wine and brandy 


Opposition dismissed. Marks are not confusingly similar. 


LILL| ANN CORPORATION v. LILLIVETTE KNITTERS, INC. 
(Com'r 6/17/59) 121 USPQ 611 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Marks Products 
LILLIVETTE (Applicant) Sweaters 
LILLI ANN (Opposer ) Ladies’ suits, coats, and dresses 
LILLI ANNETTE 


Opposition dismissed. Where marks resembling baptismal names are 
involved public is used to making distinctions; hence marks at issue are 


substantially different. 


HOUSE OF WORSTED-TEX, INC. v. THE ENRO SHIRT COMPANY, INC. 
(Com'r 6/19/59) 121 USPQ 613 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Marks Products 


(Applicant ) Men’s and boys’ shirts and pa- 


IVYCASUAL 
jamas 


Men’s, women’s, boys’, and chil- 


IVY LEAGUE MODEL (Opposer) 
dren’s outer apparel 


Opposition dismissed. There is no confusing similarity in view of differ- 
ences between marks, and common connotation of Ivy LEAGUE for garments. 





